Juiy Trial - Volume F Coodensclt™ Wednesday, May 7, 2003 



1 , P*9« 91 
I l - VOLUME r - 

I 2 IN THE UNITED STATES DISTRICT COURT 

J 3 IN AND FOR THE DISTRICT OF DELAWARE 

14 

1 5 ARTHROCARE CORPORATION, CIVIL ACTION 
I 6 Plalntirt 
1 7 vs. 

1 8 SMITH & NEPHEW, INC. , : 

1 * Defendant no. 01-504 (SLR) 

lio 

I 1 * Hilmington, Delaware 

Wednesday, Hay 7, 2003 
[12 9:32 o'clock, a.m. 

1 13 

114 BEFORE : HONORABLE SUE L. ROBINSON, Chief JUdge, and a jury 

lis 

Il6 APPEARANCES: 
11? 

I MORRIS, NICHOLS, ARSHT C TUNNELL 
118 BY: JACK B. BLUMENFELD, ESQ. and 
1 KAREN JACOBS LOUDEN, ESQ. 
119 

120 -and- 

I 21 

122 

J 23 Official Court Reporters 
124 

I 25 


-j _ J 'y 

J Page 975 
J 

2 PROCEEDINGS 
3 

4 (Proceedings commenced in the courtroom, 

5 beginning at 9:32 am, and the following occurred without 

6 the presence of the jury.) 
7 

8 THE COURT: All right. I understand we had an 

9 issue. We don't have that issue any more. But do we have 

10 any others before we bring the jury in? 

1 1 MS. BOYD: No, your Honor. 

12 THE COURT: All right. Terrific. 

13 MR. BIXJMENFELD:. Your Honor, we don't have any 

14 issues, but Dr. Goldberg is back today. I think we've 

15 agreed on an order. He'll be resuming the stand today. 

16 Smith & Nephew has been kind enough to agree 

17 that he can be in the courtroom while other witnesses are 

18 testifying today, which is - 1 just wanted to alert your 

19 Honor to that 

20 THE COURT: okay. Great. Thank you very much. 

21 (Pause.) 

22 (At this point the jury entered the courtroom 

23 and took their seats in the box.) 

24 THE COURT: Good morning, ladies and gentlemen. 

25 We should proceed. I'm not quite sure where we are. Oh, 
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1 we have a witness on the stand. 

2 MR- MacFERRIN: That's correct 

3 THE COURT: if she could come forward please, 

4 I'd appreciate it 
5 

6 DEFENDANTS TESTIMONY 

7 CONTINUED.-. 
8 

9 ... KATE KNUDSEN, having been 

10 previously duly sworn as a witness r 

1 1 was; examined and testified as 

12 follows ... 

13 DIRECT EXAMINATION 

14 CONTINUED 

15 BY MR. MacFERRIN: 

16 Q. Good morning, Mrs. Knudsen. 

17 A. Good morning. 

18 Q. You realize you're still under oath? 

19 A. Yes. 

20 Q. I would like to pick up where we left off yesterday 

21 and ask you about one other feature of the Saphyie 

22 design that you worked on. And that feature is a fluid 

23 supply. Does the Saphyre probe do the fluid supply? 
14 A. No, it does not provide fluid. 

*5 Q. Does the Saphyre electrosurgical system include a 
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1 


were used in angioplasty means have the purpose and 


1 


DEFENDANTS TESTIMONY CONTINUED 


2 


function of limiting current to each electrode. 


2 


... KENNETH BOYLE TAYLOR, having 


3 


Similarly, that need was seen in arthroscopy applications, 


3 


been duly sworn as a witness, was examined 


4 


so we just used the idea because the end need was similar. 


4 


and testified as follows ... 


5 


"Question: And what is that end need? 


5 


MR. MARSDEN: Ladies and gentlemen of the jury, 


6 


"Answer: The end need in angioplasty 


6 


Dr. Taylor is not a medical doctor, but he has a Ph.D. in 


7 


application is to work on the tissue inside the artery. 


7 


biomedical engineering. We are calling him as an expert 


8 


The end need in arthroscopic application is work in the 


8 


in the design and use of electrosurgical systems. He will 


9 


tissue of the joint So we are working on tissues. The 


9 


be offering opinions on the issues of infringement and 


10 


end need is similar, so extending the ballasting idea 


10 


invalidity and he'll be explaining the basis for his 


11 


from angioplasty to arthroscopy seemed like the extension, 


11 


opinions. 


12 


the natural extension." 


12 


DIRECT EXAMINATION 


13 


MR. JOHNSTON: That is all we have. Thank 


13 


BY MR. MARSDEN: 


14 


you very much, ladies and gentlemen. 


14 


Q. Good afternoon, Dr. Taylor. 


15 


THE COURT: All right. Ladies and gentlemen, 


15 


A. Good afternoon. 


16 


let's take a 15-minute afternoon break and then we'll 


16 


Q. Could you introduce yourself to the jury, please? 


17 


conclude with whatever testimony that counsel have. 


17 


A. Sure. Hi. High name is Ken Taylor. Good to meet 


18 


(At this point the jury was excused for a short 


18 


you all. 


19 


recess.) 


19 


Q. Dr. Taylor, where do you live? 


20 


THE COURT: All right 15 minutes. 


20 


A. I live in Broomfield, Colorado. 


21 


(Short recess taken.) 


21 


Q. Are you married? 


22 





22 


A. Yes, I am. 


23 




23 


Q. Do you have any children? 


24 




24 


A. I have one son. 


25 




25 


Q. How long have you been married? 
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1 




1 


A. I've been married 30 years. 


2 


(Court resumed after the recess.) 


2 


Q. How old is your son? 


3 




3 


A. He , s23. 


4 


THE COURT: Can we bring our jury in? 


4 


Q. Do you have any experience or training in 


5 


MR. MARSDEN: I'm not sure what your preference 


5 


electrosurgery? 


6 


is in admitting the exhibits outside the jury or outside 


6 


A. One might say so, yes. 


7 


the presence of the jury or in front of the jury. I moved 


7 


Q. Have you prepared a resume that outlines your 


8 


some exhibits that Mr. Blumenfeld didn't have an 


8 


educational and work experience? 


9 


opportunity to review. He has reviewed them and does 


9 


A. Yes, I have. 


10 


not have an objection. 


10 


Q. Could I ask you to turn to DTX-418 in the binder 


11 


THE COURT: Let's bring the jury in because if 


11 


that you have in front of you? 


12 


we're going to finish early, this is a long day for them 


12 


A. Yes. 


13 


and we can do that at the end of the day. 


13 


Q. Does that show your experience or training in 


14 


MR. MARSDEN: We can do that outside the 


14 


electrosurgery? 


15 


presence of the jury? 


15 


A. Yes, it does. 


16 


THE COURT: Yes. I don't think your reading 


16 


Q. Can you describe your educational background for the 


17 


off numbers is going to make a big impression on them. 


17 


jury? 


18 


(At this point the jury entered the courtroom 


18 


A. Sure. I have a B.S. in electrical engineering from 


19 


and took their seats in the box.) 


19 


the University of Connecticut I have a Master's degree 


20 


THE COURT: Mr. Marsden? 


20 


in biomedical engineering as well as a PhD. in biomedical 


21 


MR. MARSDEN: Thank you, your Honor. 


21 


engineering, also from the University of Connecticut 


22 


Ladies and gentlemen of the jury, we next call 


22 


And I have an MBA from Rennselear Polytechnic Institute. 


23 


Dr. Kenneth B. Taylor. 


23 


Q. Did you work while your were pursuing your graduate 


24 




24 


degrees? j 


25 




25 


A. Yes. Once I got my B.S. degree, I worked 
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continuously. I 

Q. Where did you work while you were getting your 2 

graduate degrees? 3 

A. I started working after my Bachelor's degree at St. 4 

Francis Hospital in Connecticut. I was the Manager. At 5 

some point I was the Manager of the Research Laboratory 6 

as well as a perfusionist. A perfusionist is a person 7 

8 that runs a heart/lung machine during open-heart surgery. I 8 

9 Q. Did you have any exposure to electrosurgical systems 9 
during that job at St. Francis? 10 
A. Yes, I did. As Manager of the Research Laboratory 1 1 
there, we did a number of different types of animal 12 
surgery for clinical practice as well as for testing 13 

14 various devices and we had an old, what's known as a 14 

15 Bovie unit, that we used during the course of those 15 
surgeries for cutting and coagulation. 16 

17 Q. Did you work at any other companies or locations 17 

18 while you were pursuing your graduate degrees? 18 

19 A. Yes. When I left the hospital, I went to work for 19 
United Technologies, which was a company that's in East 20 
Hartford, Connecticut. 21 
Q. Did your work involve any medical research? 22 

23 A. Actually, it did A lot of you know United 23 

24 Technologies is a company that makes things like 24 

25 elevators, air-conditioners and such. They also have 25 
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First off, when I worked at Pfizer, I did 
work at Pfizer for about three years, running a group 
that was involved with technology assessment as well as 
a group that did technical resource types of activities 
and sponsored research project that involved 
electrosurgery. 

I was also a Vice President of R&D for 
Valleylab and developed a number of electrosurgery systems, 
generators, including the generator that is on the table 
there, Force FX and also other devices related to that. 
And my most recent position, we worked on - and developed 
a device that incorporates an electrosurgery generator 
within it. 
Q. Thank you. 

Can you describe for the jury what Valleylab 

is? 

A. Valley - Valleylab is a company that basically has 

two product lines. One of them is electrosurgery systems 

and the other product line is ultrasurgical aspirators. 

It focuses on tissue ablation, using those types of systems. 

Q. And what was your position at Valleylab? 

A. I was the Vice President of Research and Development 

there. 

Q. How long did you hold that position? 
A. Five years. 
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a research center that on occasion does some J 

philanthropic projects and I developed an automated 2 

gait analysis laboratory for Children's Hospital in 3 

Hartford during the course of my tenure at that job. 4 

And as a matter of fact, during the course of 5 

this trial, there's been a conference, automated gait 6 

analysis, which is being partially sponsored by A. I. 7 

8 DuPont Hospital, which is the hospital that we consulted 8 

9 with after we had built the Gait Lab for the Children's 9 
J 10 Hospital. 10 

11 Q. And when you say gait, is that gate like a fence or 11 

112 is that a different kind of gate? 12 

113 A. Walking analysis. Gait Analysis Lab is designed 13 
J 14 to diagnose walking disorders, particularly in children, 14 

115 children with cerebral palsy and such. 15 

116 Q. Have you done any teaching in the field of 16 

117 electrosurgery? 17 
J18 A Yes, I have. I've taught courses in introduction 18 
J 19 to biomedical engineering at the University of Connecticut 19 
J20 as well as Trinity College, Hartford Graduate Center. 20 
21 Those courses involve teaching by low electric surgery. 21 

|22 Q. Do you have any work experience in the field of 22 

[23 electrosurgery? 23 

124 A Yes, I have. I've got a number of different job 24 

[25 opportunities where I worked with electrosurgery. 25 
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Q. During your work at Valleylab, did you have - use or 

evaluate any electrosurgical devices? 

A. Yes. A fair number of them. Our own products as 

well as competitive products. 

Q. Dr. Taylor, are you a physician? 

A. No, I am not 

Q. Are you a surgeon? 

A. No, I'm not 

Q. In the course of your work experience, have you had an 
opportunity to observe electrosurgery? 
A. Probably observed the use of electrosurgery in well 
over 3,000 operations. 

Q. Do you have any understanding as to whether Dr. 
Goldberg is a surgeon? 

A. My understanding is he's a radiologist; he's not a 
surgeon. 

Q. Where did you work next after Valleylab? 

A. I worked for a company called Medlogic Global 

Corporation. It's a company that - a startup company 

that focused on tissue adhesives. 

Q. Okay. And did you - what was your next position 

where you worked with electrosurgical devices? 

A. I worked most recently worked at a company called 

Colorado Medtech. And Colorado Medtech is a company 

that does outsource product developing, manufacturing. 
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1 


We basically develop products for other companies and 


1 


1 studied the devices. When I say I studied the devices, 


2 


manufacture products for other companies and during the 


2 


basically I received products from Smith & Nephew. That 


3 


course of my tenure there, we have worked on at least 


3 


included the instruction sleeves. 1 - those products 


4 


one project that incorporates electrosurgery generator. 


4 


included the generator. 


5 


Q. Are you still employed by Colorado Medtech? 


5 


I also looked at the design history files for 


6 


A. No. We sold my division of the company at the end 


6 


the products. At least parts of them, not the whole file. 


7 


of January. 


7 


And I reviewed a whole host of depositions from a varietv 


8 


Q. By whom are you currently employed? 


8 


of people, both at Smith & Nephew and ArthroCare, 


9 


A. I'm employed by myself. I have a company called 


9 


including the deposition for - for Mr. Eggers, the 


10 


Taylor Medical Technology Consulting. 


10 


deposition for Dr. Thapliyal, Mrs. Knudsen's deposition, 


11 


Q. What is the business of Taylor Medical Technology and 


11 


Mrs. Drucker's deposition, and a long list of others. 


12 


Consulting? 


12 


Q. Did you review — 


13 


A. My business is to do medical device technology 


13 


A. I also went to Smith & Nephew's bioscope lab and 


14 


planning and business development for small medical device 


14 


had an opportunity to use the Control RF and Saphyre and 


15 


companies. 


15 


the ElectroBlade on a cadaver shoulder. That was fun. 


16 


Q. Do you have any patents or publications in the field 


16 


I enjoyed that. 


17 


of electrosurgery? 


17 


Q. Did you also review Knudsen's deposition testimony? 


18 


A. Yes, I have two patents. In electrosurgery. I have 


18 


A. Yes, I did. 


19 


a total of five patents. 


19 


Q. Are you being compensated for your time in this 


20 


Q. And have you published in the field of electrosurgery? 


20 


case? 


21 


A. Yes. I have a number of papers in that area. 


21 


A. Yes, I am. 


22 


Q, Are those publications listed in your resume? 


22 


Q. At what rate are you being compensated? 


23 


A. Yes, they are. 


23 


A I am being compensated at my standard, what — time, 


24 


MR. MARSDEN: Your Honor, I move the admission 


24 


my standard consulting rate of $150 an hour. 


25 


of DTX-41 g, Dr. Taylor's resume. 


25 


Q. Have you ever served as an expert in litigation 
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I 


MR. BOBROW: No objection, your Honor. 


1 


before? 


2 


THE COURT: Thank you. 


2 


A. No, I haven't. 


3 


*** (Defendant's Exhibit No. 4 1 8 was received into 


3 


Q. As a result of the study that you performed, have 


4 


evidence.) 


4 


you reached any opinions regarding infringement and 


5 


BY MR. MARSDEN: 


5 


validity? 


6 


Q. When did you first become involved in this case, Dr. 


6 


A. Yes, I have. 


7 


Taylor? 


7 


Q. What are those opinions? 


8 


A It was about a year ago. 


8 


A. My opinion is that the products, the accused 


9 


Q. Do you recall how you were contacted? 


9 


products, the Saphyre, the ElectroBlade and the Control 


10 


A. Yes. Kurtis MacFerrin called me up and asked to meet 


10 


RF, do not infringe the ArthroCare patents. And also 


11 


with me. 


11 


that the ArthroCare patents are invalid 


12 


Q. What were you asked to do? 


12 


Q. Okay. Let's turn first to the issue of 


13 


A. He asked me to review the patents in suit, '536, 


13 


nooinfringement and we'll take patents one at a time, if 


14 


the '882 and the 9 592 patents, to basically analyze them, 


14 


that makes sense to you. 


15 


to take a look at the prior art, to take a look at the 


15 


A. That's fine. 


16 


devices that are in question here and to make a 


16 


Q. Okay. Let's start with the '536 patent, Dn Taylor. 


17 


determination as to whether or not the devices infringe — 


17 


Can you describe for the jury what the '536 


18 


infringed, whether or not the patents were valid. 


18 


patent is about? 


19 


Q. And what did you do to tetermine whether or not 


19 


A. The '536 patent is what - what I call and what we 


20 


the patents are infringed and whether the patents are 


20 


call an utility patent. It describes a product or an 


21 


valid. 


21 


apparatus that is an electrosurgical system that contains 


22 


A. Well, first, obviously, I read the patents several 


22 


or has an electrosurgical probe which has an electrically 


23 


times. I read their file wrapper, so I guess what we 


23 


conductive fluid supply. 


24 


would call file histories? 


24 


Those are the essential parts of it 


25 


I looked at prior art publications and patents. 


25 


Q. How do you know that the system claimed in the '536 
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patent includes an electrosurgical — I'm sorry — an 
electrically conductive fluid supply? 
A. Well, if you go look at the actual patent itself, 
it pretty much states that in the claims. If you look at 
the figures, at least some of the figures in the patent, 
it pretty much states that. 

And there are some other aspects that includes. 
Q. Did you consider the Court's claim construction on 
that issue? 

A. Oh, yes, 1 certainly did. 

Q. Have you prepared any graphics to help explain to 

1 2 the jury how you reached your conclusions in connection 

13 with the '536 patent? 
A. Yes, I have. 
Q. All right. 

MR. MARSDEN: Gary, could we have DDTX-406, 

please? 

BY MR. MARSDEN: 

Q. I think you answered earlier that one of the ways 
20 that you determined that an electrically conducting fluid 
supply was required by the claims of the '536 patent was 
22 by looking at the claims themselves? 
A. Yes. 
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Q. Could you use this graphic to explain to the jury 
how you reached this conclusion? 
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number of different perspectives. 

And figure - in Figure 2A, the fluid is being 
supplied through the center of the device and that's shown 
there. 

A. (Continuing) Figure 6, the fluid supply is coming in 
from the bottom and flowing in that direction. 

Figure 7 is a different embodiment. You have 
the return electrode and fluid supply are one part of the 
probe, a separate element of the probe and the active 
electrode is over here. The fluid supply is being 
supplied through the return electrode in this secondary 
shaft, if you wilh 
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A. Sure. If you look at the top there, you've got 
an electrosurgical system, which is — which has been 2 
highlighted, comprising, among other things, down the 3 
bottom here, an electrically conducting fluid supply, so 4 
that's in the claim. And then if you go over to Figure 1, 5 
you see that there's an IV bag (indicating). You actually 6 
have the text of the claim, it's more evident, but there's 7 
8 an IV bag that goes by a tube into the actual device. 8 
Q. Arid there's this word comprising that you've 9 

10 highlighted on this slide. Does that have any special 10 

11 meaning in the field of patent law? . n 

12 A. Yes, it does, and actually you guys explained that 12 

13 to me very well. Basically, it says that the system has 13 

14 to include these elements and it just lists the elements 14 

15 here. j5 

16 Q. Okay. , 6 

17 A. It has to contain those elements. 17 

18 Q. It's like including? 18 
A. Yes. It has to include those elements. 19 
Q. Do you have other slides that you prepared? 20 
A. Yes. 21 

The next, Gary, I won't call you Chris — 22 
Gary, the next one, please. 23 
Here's a series of four figures which show the 24 
25 electrically conductive fluid supply coming in from a 25 
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A. (Continuing) And in the case of Figure 8, the fluid 
supply is on the outside of the structure there. 

So we've got essentially four different ways to 
get it there. One is through the center of the probe, one 
is through the bottom of the probe, if you will, one is 
through a separate return electrode and fluid supply and 
the other is on the outside of die shaft. 
Q. If I could just direct your attention to Figure 7 
again, why is this not a separate fluid supply - I'm 
sorry. Why is this not a separate fluid supply system 
apart from the electrode - electrosurgical system? 
A. Well, because if you go back to the original claim, 
the claim requires that you have a return electrode as 
well as an electrically conductive fluid supply. In this 
particular case, the return electrode is actually separate 
from the active electrode shaft. But it does contain the 
electrically conducting fluid supply. 
Q. And where exactly is the return electrode in the 
embodiment or the example given in Figure 7? 
A. Figure 7, the return electrode is right there. 
Q. Do you consider that to be part of the 
electrosurgical system? 
A. Yes, I do. 

Q. Were you just in the cour troom when the testimony 
~~ ~ Page 1201 - Page 1204 
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of Dr. ThapHyal was read? 
A. Yes, I was. 

Q. Did you hear Dr. Thapliyal describe the differences 
between the r 909 patent and the '536 patent that we've 
been discussing? 
A. Yes, I did. 

Q. Do you recall what the difference was that he called 
8 out in his testimony? 

A. I believe the difference was that the '506 patent 
includes an electrically conductive fluid supply. 
Q. You said you considered the Court's claim 
construction in evaluating infringement of the '536 
patent; is that correct? 
A. That's correct 

MR. MARSDEN: Could we put up the Court's 
claim construction, PTX-365 and go to Page 14, please? 
BY MR. MARSDEN: 

Q. Dr. Taylor, did you use this claim construction 
in reaching your conclusions of the no infringement of 
the - 
A. Yes. 

22 Q. Would this definition help you in reaching that? 
A. Yes. 

Q. How did it assist you? 

A. Well, as shown there, the term system shall be 
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Q. Can you tell the jury how you do an infringement 

analysis when evaluating a patent claim? 

A. Essentially, what you do is you look at all the 

elements of the claims to determine whether or not the 

product that you are evaluating contains all the elements 

of those claims. And that's what I did 

Q. And what happens if one of the elements is missing? 

A. If one of the elements is missing, this is like 

baseball. We have to have a batting average of a thousand 

in order to win. If one of the elements is missing, then 

the product does not infringe. 

Q. Okay. Do you have a slide to help describe for the 

jury the particular claims that are asserted in the '536 

patent? 

A. Yes, I do. 

MR. MARSDEN: Gary, could we call up DDTX-409, 

please? 

BY MR. MARSDEN: 

Q. And, Dr. Taylor, which claims are asserted against 
the Smith & Nephew products? 
A. Claims 46, 47 and 56, as shown on the right-hand 
column there. 

Q. Are those claims independent claims or dependent 
claims? 

A. Those are dependent claims. 
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construed to mean an assemblage or combination of things 
or parts forming an unitary whole, so therefore it means 
that ail the things that are in that system or that 
Claim 1 have to be present in the electrosurgical system 
in order for it to be consistent with the claim, 
Q. Okay. Now, there are particular claims of the f 536 
patent that have been asserted against the products that 

8 Smith & Nephew makes; correct? 

9 A. Correct 

10 Q. Have you formed an opinion as to whether the Smith & 

11 Nephew Saphyre infringes Claims 46, 47 and 56 of the 536 

12 patent? 

13 A. Yes, I have. 

14 Q. What is your opinion? 

15 A. My opinion is they do not — those products do not 

16 infringe those claims. 

17 Q. Why not? 

18 A. Well, I did an analysis of the claims, those three 

19 claims, and b order to do an analysis of those claims, 

20 you have to go back to the independent claim those 
claims reference, which is Claim 45. 
Q. Did you analyze the products to determine whether 
they had a — a - an electrically conductive fluid 
supply? 

A. Yes, I did And they do not. 
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Q. Can you describe for the jury what the difference is 
between an independent claim and a dependent claim? 
A. Sure. A dependent claim depends upon another claim 
in order for it to be active. If you take a look at 
Claim 46, for example, it says an electrosurgical system 
as in Claim 45. If you look at Claim 47, it says an 
electrosurgical system as in Claim 46. Therefore, it 
depends on Claim 46. 

If you look at 56, it says the electrosurgical 
system of Claim 45. Therefore, it depends on Claim 45. 
Q. What does that mean in practical terms in terms of 
how you evaluate whether there's infringement? 
A. What it means is, practically speaking, you have to 
take a look first at Claim 45 to see whether or not the 
product contains all the elements and infringes Claim 45. 
If it doesn't infringe Claim 45, then it can't infringe, 
in this case, 46 or 56, and also 47 due to the fact that 4 
47 is dependent orr 46. 

Q. So that means that you had to look at Claim 45 even 
though Claim 45 is not asserted against these products; 
correct? 

A. That's correct 

Q. Are all of the elements of independent Claim 45 
found in the accused Smith & Nephew products? 
A. No, they're not They're missing - okay. The 
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1 product is missing, electrically conducting fluid supply. 

2 Q. Have you prepared any slides to assist you in 
illustrating that to the jury? 
A. Yes, I have. 

MR. MARSDEN: Gary, could we pull up DDTX-408. 

please? 

BY MR- MARSDEN: 

Q. Can you use this slide, Dr. Taylor, to explain your 
opinion? 
A. Yes. 

As you see on the right-hand side, there's the 

12 claim, Claim 45, the independent Claim 45. Then on the 

13 left-hand side, what I'm showing is what the claim system 
must include. And as I mentioned previously, the claim, 
the products, the Saphyre, the Control RF and the 
ElectroBlade, do not have an electrically conducting 
fluid supply. And since all of the '536 claims require or 
are dependent upon, if you will, Claim 45, which requires 
an electrically conducting fluid supply, therefore none of 
those products infringe. 

Q. And did you look at the Smith & Nephew products and 
how they are used in determining whether or not there was 
23 an electrically conducting fluid supply as claimed in the 
'536 patent? 
A. Yes, I did. 
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the probe (indicating). 

Q. So essentially the right-hand side? 

A. The right-hand side. That's correct. 

Q. And where is the electrically conducting fluid 

supply system? 

A. The electrically conducting fluid supply is this rv 
bag, fluid management system, the box there, and the tube 
that's going into the cannula. 

Q. Now, I think you may have used the expression an 
arthroscopy suite or system in describing what you've 
drawn here in this figure. 

Explain how, is the '536 patent directed 
towards an arthroscopy system? 
A. No. 

Q. What is the claim term that the Judge has construed? 

I'm sorry. What is the term that you were considering in 

detennining infringement of the '536 patent? 

A. An electrosurgical system. 

Q. An electrosurgical system - can it be part of a 

larger arthroscopy system? 

A. It's can be.part of one, yes. 

Q. Were you here when Dr. Choti testified earlier this 
week? 

A. Yes, I was. 
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Q. Have you prepared another slide to demonstrate that? 
A. Yes. 

MR. MARSDEN: Could we call up DDTX-410, please, 

Gary? 

BY MR. MARSDEN: 

Q. Can you use this slide to describe to the juryyour 
opinion that the '536 patent does not infringe? 
A. Yes. This overhead shows the various components, 
actually that Mr. Sparks was demonstrating yesterday, but 
what you have here is on the left-hand side, moreorless, 

1 1 1 you've got the fluid supply, electrically conductive 

112 fluid supply, which is an rv bag going through the fluid 
|13 system, eventually ending up in a cannula that goes into 
1 14 the patient 

J J5 You've got a light source that powers the - 

|16 the arthroscope and eventually the image of the 
1 17 arthroscope is shown on a TV monitor. 
J18 And then you have the RF generator and 

119 whichever Smith & Nephew probe we're talking about, which 

120 goes into a separate port Therefore, when you take a 
|2l look at this overall arthroscopy sweet system, the 
22 electrically conducting fluid supply is separate from the 

123 RF probes. 

J24 Q. Where is the eJectrosurgery system in this figure? 
J25 A. The electrosurgery system is the RF generator and 
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Q. Is Dr. Choti a surgeon? 
A. Yes, he is. 

Q. Do you recall whether Dr. Choti opined on the 
infringement of the '536 patent? 
A. Yes. 

Q. And what do you recall uhat 1>. Oioti's opinion was? 
A. He agreed with me. 

MR. BOBROW: Your Honor, I object It's beyond 
the scope of his report, what Dr. Choti did and said, what 
he opined on, et cetera is beyond the scope. 

THE COURT: is this what was presented here in 
court or presented through reports? 

MR. MARSDEN: It was simply the testimony that 
was given from the stand by Dr. Choti, your Honor, and 
we're not going to go any further with it 

THE COURT: I will allow it * 
BY MR. MARSDEN: 
Q. Thank you, Dr. Taylor. 

I'd lite to turn next to the '882 patent 

Can you describe for the jury what the '882 
patent is all about? 

A. The '882 patent is a method patent and it's basically 
a method for describing how to carry out a particular 
process. That's what a method p atent is. And it's a 
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method basically for applying electrosurgical energy to a 
point on the body or place on the body using an 
electrosurgical probe. General description. 
Q. I think we've put up on the screen JTX-2, which is 
the '882 patent. Would that assist you in providing your 
testimony on the '882 patent? 
A. That basically describes it pretty well right there. 
Q. Okay. And what we Ve put up on the screen is Claim 1 
of the '882 patent; correct? 
A. Correct 

Q. Is Claim 1 of the '882 patent asserted against the 
Smith & Nephew products? 
A. No, it is not 

Q- Okay. Why did you look at Claim 1? 
A. Can you repeat the question? 
Q. Sure. Why did you look at Claim 1 if it's not one 
of the asserted claims? 

A. Oh. It's the - the dependent claims are asserted 
against these products referenced Claim 1. 
Q. Sottosisalitdebitl^ 
'536 patent? 
A. That's correct 

Q. Okay, Now, I believe Mr. Bobrow a little bit 
24 earlier was questioning a witness about whether or not 
I 25 the ElectroBlade has two electro des or maybe three 
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electrodes. 

Do you recall that? 
A. Yes,Ido. 

Q r And that was in connection with the '882 patent? 
A. That's correct 

Q. The '882 patent, is it even asserted against the 
ElectroBlade products? 
A. According to my understanding, it is not 
Q. Okay. What products is the '882 patent asserted 
against? 

A. It's asserted against the Saphyre and the Control 
RF. 

Q. What claims are asserted against the Saphyre? 
A. The Saphyre has Claim 13, 17 and 54. 

Q. And how about - is it also asserted against Control 
RF7 

A. Yes. And Control RF, it's only 17 and 54. 
Q. Are those asserted claims independent claims or 
dependent claims? 
A Those are dependent claims. 
Q. And how do you know that? 

A. IfyouactuaUyshowmetheclaim,Icanshowyoit 
But they're - all three of them are dependent upon 
Claim 1. 

MR. MARSDEN: Gary, can we go to the page 
ArthroCare v. Smith & Nephew, CA No. 01-504 (SLR) 
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where we have Clauns 13 and 17? 
BY MR. MARSDEN: 

Q. How do you know that claim 13 is a dependent claim? 
A. If you look at the claim language here, it starts 
off as similar to what was happening in the prior patent 
The method of Claim 1. 
Q. All right And how about Claim 17? 
A Similarly starts off as the method of Claim I. 
Q. And, finally, Claim 54. 
A. Also the method of Claim 1 . 

Q. So how do you determine whether any of these 
dependent claims is infringed? 

A. You have to go back and take a hard look at Qaiml. 
Q. Okay. Now, turning back to Claim 1, you've heard 
some testimony, at least some reference during the course 
of this trial to a certificate of correction. 

17 A_ That's correct. 

18 Q. And is it your understanding that that dispute 

19 relates to Claim 1 of the '882 patent? 

20 A. Yes. 

21 Q. Do you have an understanding of how many electrodes 

22 Claim 1 required when it was allowed and published by the 

23 Patent Office? 

24 A. As originally published, it had four electrodes. 
15 Q. And do you understand that there has been a 
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certificate of correction filed that would reduce that 
number of electrodes to two? 
A. Yes, I do. 

Q. In conducting your infringement analysis of the 
•882 patent, did you make any assumptions regardingthe 
certificate of correction? 
A. I made an assumption that the certificate of 
correction was invalid and conducted my analysis, assuming 
that there were four electrodes. 

Q. Okay. And you understand that the issue of whether i 
or not the certificate of correction is invalid will be ! 
something that will be decided by the Court or the jury 
in this case? 
A. Yes, I understand. 

Q. But for purposes of your infringement analysis you 
assumed that it was invalid and that the claim, therefore, 
required four electrodes as originally published? 4 
A. That's correct. 

Q. And have you - with that assumption, have you formed 
an opinion as to whether the Saphyre product infringes 
Claims 13, i 7 and 54 of the f 882 patent? 
A. Yes, I have. 
Q. What is that opinion? 
A. It does not infringe 
Q. Why not? 
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1 A. It doesn't infringe because it doesn't have four 


I 


BY MR. MARSDEN: 


2 electrodes. 


2 


Q. Can you tell the jury which claims of the '592 


3 Q. How many electrodes does it have? 


3 


patent are asserted against the Smith & Nephew products? 


4 A. It has two. 


4 


A. Well, there are two sets of claims. One set is 


5 Q. Again, using the same assumption about the 


5 


shown here on the right, right-hand side, which are 


6 certificate of correction, have you reached a conclusion 


6 


Claims 3, 4, 1 1 and 21. And as shown here, they're all 


7 as to whether the Control RF product infringes Claims 17 


7 


dependent on Claim 1. 


8 and 54 of the '882 patent? 


8 


Q. Okay. Now, in this case, has ArthroCare also 


9 A. Yes, I have. 


9 


asserted the independent Claim 1? 


10 Q. What is that opinion? 


10 


A. I don't believe so. 


1 1 A. That it does not infringe. 


11 


Q. All right. 


12 Q. Why not? 


12 


A. I could be wrong. I have to admit, there have been 


13 A. It only has two electrodes instead of the four 


13 


so many claim changes during the course of this particular 


14 required by the patent, or the claim. 


14 


case that it's hard to keep track. 


15 Q. Okay. I think we're ready to move on to the '592 


15 


Q Okay. In any event, as you know from the testimony 


16 patent 


16 


on the '882 and the '536, you need to look at Claim 1 in 


17 A. All right. 


17 


any event; correct? 


1 8 Q. Can you describe briefly for the jury what the *592 


18 


A. Right You do. 


19 patent is about? 


19 


Q. All right And have you reviewed Claim 1 and the 


20 A_ Once again, the — the '592 patent is a method 


20 


dependent claims? First of all, can you tell the jury 


21 patent. It's a - basically, a patent that describes the 


21 


again how you know Claims 3, 4, 1 1 and 21 are dependent 


22 process for doing something. And it's a method patents 


22 


claims? 


23 applying electrical energy to a target site on the body 


23 


A. Once again, they start off with the method of Claim 


24 while you're spacing away or not allowing the contact, 


24 


1 mboA Claims 3,4, 11 and 21. 


25 the return electrode to the body. 


25 


Q. And how did you go about analyzing whether Smith & 
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1 Q. I'm sorry. Before I launch into the '592, 1 did 


1 


Nephew's products infringed any of these asserted claims? 


2 want to ask you one other question about the '882. Does 


2 


A. Once again, I started off with the independent 


3 Dr. Goldberg dispute that the Saphyre and the Control RF 


3 


claim and looked at whether or not the Smith & Nephew 


4 have only two electrodes? 


4 


products meet all of the elements of the independent 


5 A. I don't believe so, no. 


5 


Claim 1 and it does not or they do not. 


6 Q. So that your real dispute over the '882 patent in 


6 


Q. What element did they not meet? 


7 infringement is over whether or not the certificate of 


7 


A. They do not meet the highlighted element, which is 


8 correction is valid or not? 


8 


positioning a return electrode within the electrically 


9 A. That's correct 


9 


conducting fluid such that the return electrode is not 


10 Q. And if it is valid, then it would require only two; 


10 


in contact with the body structure. 


11 is that right? 


11 


Q. Did you also consider the Court's claim construction 


12 A Yes. However, there is, I think there's an issue in 


12 


in evaluating whether or not the '592 patent is infringed? 


13 that If it only has two, then there would be a lot of 


13 


A. Yes,Idi<L 


14 other products that infringe. 


14 


MR. MARSDEN: Gary, can we call up the Court's 


15 Q. Okay. Well, we' 11 talk about that when we get to 


15 


claim construction, please, and specifically the Court's 


16 the invalidity portion of the case. 


16 


claim construction of these terms. And that's rTX-€75 at 


17 A. Okay. 


17 


Paragraph 4-, I believe. 


18 Q. Probably tomorrow, at the pace we're going. 


18 


BY MR. MARSDEN: 


19 Let's turn back now to the '592 patent 


19 


Q. Did you use the Court's definition as set forth here 


20 Have you prepared a slide to assist you in 


20 


in PTX-975 in determining whether or not the accused 


21 explaining to the jury the opinions you've reached on 


21 


products infringe the '592 patent? 


22 the '592 patent? 


22 


A. Yes, I did. And basically I looked at the 


a. res, i nave. 


23 


highlighted sentence there: Claim limitation. The return 


24 MR. MARS DEN: could we call up ddtx-450, please? 


24 


electrode is not in contact with the body structure is 


25 : 


25 


clear — the return electrode is not to contact the body 
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at all during the performance of the claimed method. 

And my interpretation and analysis would 
indicate that the products in suit here do contact the 
body during the course of the claim method. 
Q. How did you determine that? 
A. Based on the video, actually, based on my own 
personal experience, but also on the videos, training 
videos that were produced to me. 
Q. What do you mean by your own personal experience? 
A. Well, I had the opportunity to play with, I shouldn't 
say play - for an engineer, it's play. Experiments with 
the cadaver shoulders at Smith & Nephew and had an 
opportunity to use the devices in a cadaver shoulder, and 
it was obvious that it would be very difficult to perform 
these procedures without contacting, having the return 
electrode contact the body structures at some point 
during the course of the procedure. 
Q. Did you also review videos that Smith & Nephew has 
prepared to train its sales force? 
A. Yes, I did I looked at the training videos and 
those training videos actually are conducted by people 
that know what they're doing in terms of arthroscopy. 
And there — it was obvious that during the course of 
those training videos, that the return electrode was 
contacting tissue during the course of the procedure. 
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the jury what we're seeing. 
A. Okay. 

(Pause.) 

(Video played.) 

THE WITNESS: What you can see here is the 
Control RF, the active electrode is somewhat buried in 
the tissue, but the return electrode is obviously 
touching - touching tissue at various points during the 
procedure. Actually, it's obscured here, but - in 
essence, the return electrode is contacting tissue during 
a large portion of the procedure, right there (indicating). 

MR. MARSDEN: Could I approach, your Honor? 

THE COURT: Yes, you may. 
BY MR. MARSDEN: 

Q. Let me hand you, Dr. Taylor, the Control RF product 
that was marked earlier in this case. I wonder if you 
could remind the jury where the return electrode is on 
that device (handing exhibit to the witness). 
A. Sure. A little difficult to see, but the tip of my 
finger is the start of the return electrode and it extends 
up to the tip of this white structure here (indicating). 
So it's a fairly large electrode relative to the active 
electrodes, which are very tiny. 
Q. Okay. 

MR. MARSDEN: You can stop the video. Thank 
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1 Q. Now, I believe through the course of the trial we've 

2 actually seen several of those videos and I believe we've 

3 already seen videos of the Saphyre and the ElectroBiade 

4 in operation. 

5 Do you recall that? 

6 A. Yes, I do. 

7 Q. But do you know whether the jury has seen a video 

8 yet of the Control RF product in operation? 

9 A. To my knowledge, they have not. 

10 Q. Okay. And did you consider the video or a video of 

1 1 the Control RF product in operation in determining whether 

12 or not there was infringement of the claims of the '592 

13 patent? 

14 A. Yes,Idid 

15 Q. Okay. And do you have a clip to show the jury? 

16 A. Yes. 

17 Q. Okay. Was this a video that was prepared again by 

18 Smith & Nephew to train its sales force on how this 

19 product would be used? 

20 A. Yes, it was. 

21 Q. Okay. 

22 MR. MARSDEN: Gary, can we play DTX-897, 

23 please? 

24 BY MR. MARSDEN: 

25 Q. Dr. Taylor, if you would go ahead and describe for 
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1 you. 

2 MR. MARSDEN: Your Honor, I move the admission 

3 of DTX-897, the video that was just played. 

4 MR. BOBROW: No objection. 

5 THE COURT: All right Thank you. 

6 *** (Defendant's Exhibit No. 897 was received into 

7 evidence.) 

8 BY MR. MARSDEN: 

9 Q. Dr. Taylor, if we can go back to the claims, we 

10 talked about Claim 1 and the dependent claims that depend 

1 1 from Claim 1; correct? 

12 A. Yes. 

13 Q. Did you prepare a slide to show the other claims of 

14 the '592 that are asserted? 

15 A. Yes, I did. 

16 MR. MARSDEN: Could we call that up, please, 

17 Gary? Okay. 4 

18 BY MR. MARSDEN; 

19 Q. And this is headed ArthroCare also asserts Claims 

20 23,26, 27, 32 and 42 of the ^patent; correct? 

21 A. That's correct 

22 Q. Okay. Are these claims also asserted against the 

23 Smith & Nephew Saphyre ElectroBiade and Control RF 

24 products? 

25 A_ Yes, they are. 
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1 Q. Can you describe to the jury how this set of claims 

2 works? 

3 A. Once again, on the right-hand side, right column, 

4 we have Claims 26, 27, 32 and 42. As you can see, they 

5 all start off with the method of Claim 23 at the beginning 

6 of each claim. On the other side we have Claim 23. 

7 So it requires, in order to analyze it, that 

8 you examine whether or not the products infringe Claim 23. 

9 Q. Have you analyzed whether the three accused products 

10 infringe Claim 23? 

11 A, Yes, 1 did. 

12 Q. And did you determine whether all of the elements 

1 3 that are required by Claim 23 are present in the- accused 

14 devices? 

15 A. No, they're not. The — the accused devices do not 

16 meet the second element there, the one that's highlighted, 

17 saying spacing a return electrode away from the body 

18 structure. 

19 Q. And did you, again, use the Court's claim 

20 construction in reaching that conclusion? 

21 A. Yes, I did. 

22 Q. Did you rely on the videos that we've seen here in 

23 court in reaching that conclusion? 

24 A. Yes. 

25 Q. And did you also rely on your own experimentation 
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1 Have a safe trip home, a wonderful evening and 

2 we'll see you tomorrow morning at 10:30. 

3 (At this point the jury was excused for the 

4 evening recess, and the following occurred without the 

5 presence of the jury.) 

6 THE COURT: All right. I have a plea at 4:30, 

7 so we're not going to do anything yet this afternoon. 

8 We'll meet tomorrow morning at 9:30, go over these 

9 demonstratives and the other evidentiary issues and charge. 

10 If you can hang around for just a few minutes, I will have 

1 1 my Clerk copy my first draft of the jury instructions so 

12 you have the evening to look over them. 

13 Oh, we need a verdict form. Take a look at 

1 4 the jury instructions and then prepare a verdict form, 

15 depending on what you think about what's going on in the 

1 6 case at this point All right? 

17 Thank you. 

18 (Court recessed at 4:23 p.m., to reconvene on \ 

19 Thursday, May 8, 2003, at 9:30 a jn.) 
20 

21 
22 
23 
24 
25 

! " t 


Page 1226 

1 with the devices? 

2 A. Yes. 

3 Q. In summary, then, Dr. Taylor, have you formed an 

4 opinion as to whether the Saphyre, ElectroBlade and 

5 Control RFproducts infringe Claims 1,3, 4, 11, 21,23, 

6 26, 27, 32 and 42 of the '592 patent? 

7 A. I've reached an opinion. 

8 Q. What is your opinion? 

9 A. They do not infringe. 

10 Q. Do you recall whether Dr. Choti expressed an opinion 

11 on the '592 patent with respect to infringement? 

12 A. He agreed with me. 

1 3 MR. marsdeN: Your Honor, that concludes our 

14 presentation on noninfringement for today. It might be a 

15 logical breaking point 

16 THE COURT: All right Members of the jury, 

17 we will conclude for the day. 

18 We kept you late today. We're going to let you 

19 come in later tomorrow because we've got some business we 

20 have to take care of, so if you will report - and I think 

21 I'm going to make it at 10:30 tomorrow morning. 

22 In the meantime, however, you're not to discuss 

23 the case among yourselves or with anyone else. You're not . 

24 to read or listen to anything touching on the case or 

25 perform any independent investigation. 


Page 1228 | 

1 

2 INDEX 

3 DEFENDANT'S TESTIMONY 

4 CONTINUED DIRECT CROSS REDR RECR 
5 

6 Kate Knudsen, 

7 Resumed 976 983 991 — 

8 

9 Karen Dnicker — 995 1035 1039 — 

10 

11 PLAINTIFFS TESTIMONY 

12 CONTINUED 
13 

14 .S.Nahum Goldberg — ■ 1053 1113 — 

15 

16 DEFENDANTS TESTIMONY 

17 CONTINUED V 
18 

19 Kenneth Taylor 1191 — 

20 

21 

22 
23 
24 
25 



ArthroCare v. Smith & Nephew, CA No. 01-504 (SLR) ~ Page 1225 - Paee 1228 



Jury Trial - Volume G 



Condenselt 



TM 



- VOLUME C - 

i 

III THE UWITEO STATES DISTRICT COURT 
IS AMD FOR THE DISTRICT OF DELAWARE 



P*g* 1 229 1 



Thursday, May 8, 2003 



5 ARTHROCARE CORPORATION, 

6 Plaintiff 

7 vs. 

■ SMITH t NEPHEW, IITC-, 



CIVIL ACTIOS 



Page 1231 



PROCEEDINGS 



(Proceedings commenced in the courtroom, 
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THE COURT: All right. Generally, how I go 
through the jury instructions is basically page by page. 
I will holler out the page. If there is an objection, a 
correction, a typographical error, whatever, you can holler 
out If I don't hear anything I will assume there is 
nothing to be corrected or changed or amended 

We will start with Page 2, the introduction. 
Page 3, the jurors' duties. 
Page 4, evidence defined. 
Page 5, more evidence defined. 
Page 6, consideration of evidence. 
Page 7, circumstantial evidence and direct 
J 20 And I have got money out there for someone who gives me 
21 a different example some day, because I am so sick of 
tins example. Think about it 

Page 8, credibility of witnesses. 
Page 9, more credibility of witnesses. 
Page 1 0, expert witnesses. 
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Page 1 1, deposition testimony. 
Page 12, number of witnesses. 
Page 13, demonstrative exhibits. 
Page 14, burdens of proof. 
MS. BOYTh Your Honor, Smith & Nephew would 
like to request that the last sentence of the paragraph 
regarding clear and convincing evidence be deleted, this 

8 sentence read this burden remains with Smith & Nephew 

9 throughout the case, it never changes or shifts to 
ArthroCare. 

This is in addition to the Delaware Model 
Instruction, and we would ask that it be deleted In the 
alternative, we would ask that a parallel statement be 

14 added to the end of the preponderance of the evidence 

15 paragraph. 

16 MS. JACX)BS-LOUDEN: Your Honor, this is a correct 

17 statement of the law. We cited case law for it It has * 

18 appeared in other instructions before this Court. The 

19 modern rules, of course, haven't been amended since 1993. 
[20 So it is not surprising that there would be some additions 

21 since the 1993 edition. 

22 But it is what the law is, and we think it is 
|23 a correct statement that would be helpful to the jury. 

24 THE COURT: WelU is it not also true that 

25 your burden on infringement remains with you throughout 
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1 I'm going to correct it, he didn't - I mean he corrected 

2 it and he didn't have ordinary skill. 

3 So I think it's unfair to have us judge it one 

4 way when it was done in another way. So without knowing 

5 the history of this, I'm not confident, regardless of what 

6 the technical standard is, I'm not sure whether it should 

7 be applied in this case, depending on the facts. 

8 MS. JACOBS-LOUDEN: But I think what would be 

9 unfair is if Mr. Raffle would be questioned, well, wouldn't 

10 one reading this think X? Wouldn't one reading this think 

1 1 Y? He prosecuted the patent. He can give what information 

12 he can about the prosecution of the patent, but to start 

1 3 using him to make an argument about what one would 

14 understand reading this would be inappropriate. 

15 MR. MacFERRlN: Your Honor, Mr. Raffle submitted 

1 6 a declaration earlier in this case about these very alleged 

17 errors saying they were clerical, typographical errors. 

18 THE COURT: And I think everyone is agreeing 

19 that you can ask him what he did I think the issue is, 

20 whether you can say, kind of make him more than a fact 

21 witness, more of an expert witness, wouldn't one of 

22 ordinary skill in the art understand X Y and Z? That's 

23 not appropriate, I don't think. 

24 MR. MacFERRlN: I don't think that necessarily 

25 pertains to the demonstrative issue. 
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1 again, part two, part three. So if they're just going 

2 to use the change, then I don't think we have an issue. 

3 But if they're going to put slides up with the prosecuting 

4 attorney, say here is the test and you failed, I don't 

5 think they should be able to do that. 

6 THE COURT: Yes. It seems to me that in this 

7 case, both sides have missed the boat on important issues 

8 because you weren't forthcoming in the first instance and 

9 didn't let you get evidence in in the second instance, so 

10 my warning to you is you better be forthcoming because 

1 1 surprises, I'm not good at surprises. If you're trying 

12 to get in evidence that is inappropriate or that was not 

1 3 appropriately discovered, it's not going to come in and 

14 you are not going to look good in the eyes of the jury 

15 and you are not going to lookgood in the eyes of the 

16 Court. 

17 So maybe you need to hash this out There 

18 will be no argumentive demonstratives of the kind that 

19 Mr. Blumenfeld has brought to my attention. All right? 

20 That's not how we do things here. 

21 AH right. Let's take a few minutes. The 

22 jury will be here at 10:30 and I want to get started on it. 

23 Oh, verdict form. We still need something to 

24 work from on a disk which would be helpful, and you still 

25 haven't told me when you think this might go to a jury. ! 
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1 THE COURT: No, no. 

2 MR. MacFERRlN: Just having a slide. 

3 MS. JACOBS-LOUDEN: The demonstratives we 

4 provided do raise this issue. There were slides that say 

5 that one could think this isn't an obvious error. One 

6 could thing the claims could be changed this way. 

7 MR. BLUMENFELD: Your Honor, the 

8 demonstratives - and here is the first one. It's No. 411, 

9 and the heading of it is, they show a change to the claim 

10 and they say, the heading is Alleged Active Electrode 

11 Error Fails The Test, Part 2. Even if active electrode 

12 is an obvious error, it's not obvious how it should be 

13 corrected Other changes could have been made. 

14 MR. MacFERRlN: We agree we will not use that 

15 slide, your Honor. 

16 MR. BLUMENFELD: if they're not going to use 

17 that, they won't be able to use the other ones that follow 

18 on it that say the same thing. 

19 MR. MacFERRlN: Well, there is slides, your 

20 Honor, which merely shows the changes that were made to 

21 the claim by the certificate of correction: 

22 MR. BLUMENFELD: That one, we don't have a 

23 problem if they want to use that, but then they have 

24 another slide that says here is what the legal test is. 

25 The alleged error fails the test, part one, part one 
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1 Just the best estimate. It's not - 

2 MS. BOYD: Well, that actually relates to 

3 another issue that I wanted to raise with the Court 

4 Assuming that we do go to the jury, the jury starts its 

5 charge at 2:30 on Friday afternoon. 

6 THE COURT: No. 

7 MS. BOYD: NO? 

8 THE COURT: No, it won't start at 2:30 Friday 

9 afternoon. I mean the point is, I mean the way I had 

10 given you time, it should make us be finishing up on 

1 1 Friday morning, so the jury gets it well before the end 

12 of the day on Friday. 

1 3 MS. BOYD: okay, your Honor. 

14 the COURT: Are you keeping track of your time, 

15 everybody? And you still have inequitable conduct that is 

16 included in that time? 

17 MS. BOYTh There is, there is some confusion 4 

18 about how details of time are being allocated with 

19 deposition designations, but there is a running total that 

20 we have been informed of. 

21 THE COURT: All right. 

22 MR. BOBROW: Your Honor, do you have an estimate 

23 now of what the time is for both sides? 

24 THE COURT: I'm sure Francesca does. Why don't 

25 you talk to her about it because the time I gave you was 
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1 for inequitable conduct as well. And this case was 

2 supposed to be done by 3:00, everything. That means in my 

3 mind if you have an inequitable conduct case, the jury 

4 needs to get it well before 3:00. Otherwise, theoretically 

5 you don't have time left. 

6 MS. BOYD: Mr. Blumenfeld has proposed or 

7 ArthroCare has proposed to Smith & Nephew that the 

8 inequitable conduct case be addressed while the jury is 

9 deliberating, so that would be, I guess, late Friday 

10 morning or early Friday afternoon. 

1 1 Will that work with the Court's schedule? 

1 2 THE COURT: Yes, as long as you are within 

13 your time. I'm not putting in extra time. What Pm doing 

14 is putting in my trial time, which is your trial time. So 

1 5 you need to work it out And work out, before you put on 

16 and use your last bit of time with these witnesses that 

1 7 you proposed to put on, you better have a clear idea of 

1 8 what you want left for inequitable conduct All right? 

19 Okay. Thank you, counsel. 

20 MR. BLUMENFELD: YOUT Honor? 

21 THE COURT: Yes. 

22 MR. BLUMENFELD: Just to make clear, the 16 

23 hours we got I assume includes closing arguments. 

24 THE COURT: Yes, it includes everything. And 

25 the more time — I mean it doesn't include — I have 
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(Court resumed after the recess, and the 
following occurred without the presence of the jury.) 

THE COURT: I did want to note for the record 
before we started that I am going to give Smith & Nephew a 
half-hour because, quite frankly Mr. Hebert was much too 
patient with some of the plaintiffs witnesses, who did 
not answer questions directly and clearly. And we had to 
go over the same questions time and again. 

So for that reason, they get another half-hour. 

Ail right. Let's bring the jury in. 

MR. MARSDEN: Thank you, your Honor. While we 
are bringing the jury in, can I move those five exhibits. 

THE COURT: Yes. 

MR. MARSDEN: PX-478, PX-672, DTX-912, DTX-121, 

Errx-600, and DTX-79 1. 

THE COURT: Any objection to those exhibits? 

MR. BLUMENFELD: NO, your Honor. 

THE COURT: Thank you. 
* * * (Above-referenced exhibits were received into 
evidence.) 

(At this point the jury entered the courtroom 
and took their seats in the box.) 

THE COURT: Mr. Marsden, you may proceed. 
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given you some time on this, not the evidentiary issues 
but the jury instruction charge conference is on my time, 
but all the evidentiary issues you've been having is your 
time. That's your trial time that you are using on that 
kind of discussion because you haven't been able to work 
it out or you haven't given the other party enough notice 
to work it out 

So keep that in mind when Francesca talks to 
you about how much time, little time you have left. 

(Court recessed at 1 0:24 a.m.) 
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1 MR. MARSDEN: Thank you, your Honor. Good 

2 morning, ladies and gentlemen of the jury. 
3 

4 DEFENDANTS TESTIMONY 

5 CONTINUED 
6 

7 ... KENNETH TAYLOR, having been 

8 previously duly sworn as a witness, was 

9 resumed and testified further as follows ... 

10 DIRECT EXAMINATION 

11 BY MR. MARSDEN: 

12 Q. Good morning, Dr. Taylor. 

13 A. Good morning. 

14 Q. Dr. Taylor, before we move to the issue of invalidity, 

15 I wanted to touch on a couple of cleanup matters related to 

16 the noninfringement opinions you provided yesterday. 

17 Yesterday, I asked you whether you considered or used the 

1 8 Court's claim constructions in reaching your opinions on 

1 9 noninfringement. 

20 Do you recall that? 

21 A. Yes, I do. 

22 Q. Just to clarify, when did the Court provide its 

23 claim constructions to the parties? 

24 A. In about a month. 

25 Q. Did you review the Court's claim constructions? 
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! A. Yes, I did. 

2 Q. Did you consider them in offering the opinions you 

3 have offered here in court? 

4 A. Yes, I have. 

5 Q. Do you believe the opinions you have offered here 

6 in court are consistent with the Court's claim 

7 constructions? 

8 A. Yes. 

9 Q. Turning to another brief cleanup issue on 

10 noninfringement, yesterday, when we were discussing the 

11 '592 patent, the not touching the body patent, you 

1 2 discussed I believe having the opportunity to use the 

13 probes in a cadaver's shoulder? 

14 A. Yes. 

15 Q. I think you used the word procedure when you 

16 described that. What did you mean by procedure? 

17 A. I meant that I was performing the method that was 

1 8 similar to the steps in the claim. 

19 Q. What is the method of '592, what are those steps? 

20 A. Summarily speaking, you position an active 

21 electrode either touching the tissue or in proximity to 

22 the tissue. 

23 Q. That's step one? 

24 A. That's step one. And step two is you position the 

25 return electrode, so it's not touching the tissue - not 
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1 A. That's correct. 

2 Q. Not touching, not contacting the body at all. Do 

3 the additional sentences that appear in Paragraph 3 change 

4 your opinion regarding whether or not there is infringement 

5 of the '592 patent? 

6 A. No, it does not. It basically strengthens my 

7 opinion. 

8 Q. Why does it strengthen your opinion? 

9 A. Well, I think I meant makes it abundantly clear 

10 that the claim construction doesn't have any time 

11 limitations. That's number one. That's in the second 

12 sentence, the claimed method does not contain any time 

13 limitations. 

14 And the last sentence says that the claimed 

1 5 method is performed when each of the three steps has 

16 been completed. So I think that also strengthens my 

17 position. 

18 Q. Thank you very much. 

19 MR: MARSDEN: Ladies and gentlemen of the jury, 

20 we are now going to turn to the issue of invalidity. I 

21 will apologize in advance that we are going to be moving 

22 through this very quickly. You will have these 

23 references with you in the jury room for your deliberations. 

24 Fortunately, many of the arguments relate to pictures or 

25 figures that are in the patents. So I think you will be 
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1 touching the body, I should say. That's step two. 

2 And step three is you apply the energy to 

3 the active electrode. 

4 Q. How do you know that those are the three steps of 

5 the '592 method? 

6 A. That's basically what is in the claims. 

7 Q. Has the Court provided us any additional guidance 

8 since yesterday about the meaning of those claim terms? 

9 A. Yes. 

10 MR. MARSDEN: Gary, can we put up the Court's 

11 jury instruction on this? 

12 MR. BOBROW: Your Honor, I don't believe this 

13 is your jury instruction, in the sense that I thought 

14 those were still under consideration. I don't know that 

15 it is appropriate to show that though this witness. 

16 : THE COURT: My jury instruction is going to 

17 be consistent with my memorandum opinion. So none of 

18 this should be different. If this is consistent with my 

19 memorandum opinion, then this is fine. 

20 MR. MARSDEN: Thank you, your Honor. 

21 Gary, if you could zoom in on Paragraph No: 3... 

22 BY MR. MARSDEN: 

23 Q. Dr. Taylor, I believe we discussed the first sentence 

24 of this paragraph several times during the course of the 

25 trial? 
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1 able to find them relatively easily when you are in the 

2 jury room. 

3 But I do apologize in advance, because we have 

4 time limits and we are going to move through this material 

5 quite quickly this morning with Dr. Taylor. 

6 BY MR. MARSDEN: 

7 Q. Dr. Taylor, now turning to this question of 

8 invalidity of the asserted claims, do you have an opinion 

9 as to whether the asserted claims of the ArthroCare patents 

10 are invalid? 

11 A. Yes, I do. 

12 Q. What is your opinion? 

13 A. My opinion is that the claims are invalid. 

14 Q. What is the basis for your opinion? 

15 A. The basis for my opinion is that there is prior art 

16 or prior information that was published prior to these 

17 patents that contains all the essential elements of the * 

18 claims. 

19 Q. Does that mean someone else did it first? 

20 A. Yes. That's another way of putting it 

21 Q. I think we also heard the term anticipation in 

22 mistrial. Is that another word for this? 

23 A. That is another way of putting that. The prior 

24 art anticipates the claims that are asserted. 

25 Q. How do you determine for purposes of validity 
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whether someone else did it first? 
A. Essentially, you - I guess you can consider it to 
be an infringement analysis in reverse. Yesterday, I 
went through all the different elements of each of the 
claims, and described how the Smith & Nephew products did 
not infringe. In essence, what I did is an analysis in 
reverse, by the fact that 1 looked at all the different 

8 prior art to see whether or not the prior art taught the 

9 various elements of the claims that are being asserted. 
Q. Did you consider what level of proof is required 
to prove anticipation? 

A. Yes. I was looking for proof in the prior art that 
the prior art actually taught all the essential elements 
in a very highly probable, very clear and convincing 
manner, so it would be evident to me, someone that is 
skilled in the art, and evident to almost anybody that 

1 17 the prior art taught that essential element 

1 1 8 Q. You mentioned there are several references that you 
J 19 relied on. What are those references? 

1 20 A. Actually, those references are shown right there on 

121 that board. There are six references? 
|22 If you take a look, since it is a timeline as 
23 well as a pictorial of the various references, you will 

j24 see that the earliest date of the ArthroCare invention is 
25 around 1993. Then there are six references going back 
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the board. Typically what we are doing is showing on the 
left-hand side the claims, and then the articles or 
patents that are applied on the right-hand side of the 
board. In this case, it is the Elsasser and Roos article, 
the Roos ' 198 patent, the Doss '007 patent and the Pao 
'499 patent. 

Q. Let's start with the Elsasser and Roos article then. 
If you could turn to DTX-59-A and 59-B in your notebook, 
can you identify those for the record? 
A. Okay. DTX-59A is the original German publication. 
DTX-59B is the English translation of that publication. 

MR. MARSDEN: Your Honor, I move the admission 
of DTX-59-A and 59-B. 

MR. BOBROW: No objection. 

THE COURT: Thank you. 
* * * (Defendant's Exhibits No. DTX-59-A and 59-B 
was received into evidence.) 
BY MR. MARSDEN: 

Q. Can you tell the jury first just generally what the 
Elsasser and Roos article describes and have you prepared 
a slide for this? 
A. Yes, I have. 

Gary, can I have that slide? 

The Elsasser and Roos article describes a 
bipolar electrosurgical device for the treatment of 
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1 in time. Dr. Manwaring's patent, which is in 1992, the 

2 '138 patent. 1987, the Pao '499 patent 1985, the ' 
Slager articles. 1983, the Doss '007 patent. 1983 the 
Roos '198 patent And 1976 the Elsasser and Roos articles. 
Q. Let's turn first to your analysis of the '536, the 
fluid supply patent. Can you first, maybe Ms. Prescott 
can assist us here. Do you have a board to discuss the 

8 '536 patent claims? 

9 A. Yes. That is the first board on the right of the 
J 10 board I just referenced. 

Ill Q. With reference to that board can you remind the jury 
12 which claims are at issue in the '536 patent? 
1)3 A. Yes. The claims that are at issue in the '536 

14 patent are the dependent Claims 46, 47 and 56. As I 

15 mentioned yesterday, in order to analyze those claims, 

16 you have to first analyze the independent claim, which is 

17 Claim 45. 

18 Q. Let's start with Claim 45, then. Have you formed 
J 1 9 an opinion as to the validity of Claim 45? 

20 A. Yesjhave. 

21 Q. What is that opinion? 

122 A. My opinion is that Claim 45 is invalid. 

123 Q. What is the basis for your opinion? 
24 A. The basis for my opinion is that I analyzed the 

[25 prior art, the four articles that are referenced there on 
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prostate and bladder tissue, commonly known as the 
procedure of a T-U-R-P or a turf. 
Q. Now, have you performed an element-by-element 
comparison of the teachings of the Elsasser and Roos 
article to the asserted claims of the '536 patent? 
A. Yes, 

Q. Have you prepared any slides to assist you in 
illustrating to the jury what that analysis was? 
A. Yes, I do. There is a series of slides. 

Gary, if you can go to the next one? 

Essentially what I did here, as I mentioned 
before, I started with the independent Claim 45. The way 
these things are laid out, on the left-hand side of the 
screen we have the claim, and we will highlight the 
particular element that I was analyzing for that 
particular slide. 

On the right-hand side we will have a figure, « 
generally some text that is in the actual article, and 
generally at the top of that column will be the actual 
location of that text 

So in this case, the element that is being 
analyzed is the high-frequency power supply. The article 
specifically mentioned we connected the cutting loop and 
the neutral electrode to a high frequency surgical unit 
That element is satisfied 
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Q. Before you go any further, Dr. Taylor... 

MR. MARS DEN: Let me just tell the jury that 
these slides that you are seeing are demonstrative 
evidence and you will not have those in the jury room. 
If there is any information on these slides that you think 
is important or want to make a note of, you might want to 
do it as we go you. You will have the Elsasser and Roos 
article, but not these slides in the jury room. 

THE WITNESS: Actually, before I go through 
the next sequence, the resectroscope consists of four 
elements. There is an outer sheath which is generally 
where the irrigation comes in. There is a telescope. 
Mr. Sparks showed you an arthroscope. Basically the 
telescope is a longer version of that. It is an 
endoscope. 

There is a working element which is actually 
used to remove the cutting electrode, so it actually uses 
the working element, sort of a pistol grip mechanism, you 
move your thumb up and down; and that moves the electrode 
And the electrode is shown right there, right at the tip. 
So we can go to the next overhead 
The next element there is an electrosurgical 

23 probe comprising a shaft having a proximal and distal end. 

24 That is highlighted there. The article specifically 

25 mentions using a conventional resectroscope, which is what 
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electrically coupled to the electrosurgical supply. The 
return electrode is this little metal band here, and we 
have already mentioned that is coupled to the high- 
frequency surgical unit So that element is satisfied. 
Next 

The last element is an electrically conducting 
fluid supply directed at the target tissue, which allows 
current flow path between the return electrode and the 
electrode terminal. The article specifically has quotes 
in it that indicates that that is the case. So that 
element is satisfied. 

Q. On Claim 45, to sum up, do you have an opinion as 
to whether Claim 45 of the '536 patent is anticipated by 
the Elsasser and Roos article? 
A. Yes, I have an opinion, and it is anticipated. 
Q. Can you move onto the next claim, please? 
Next 

The next claim is a dependent claim, as I 
mentioned before. It requires that it satisfies all the 
elements of Claim 45. And additionally, the return 
electrode forms a portion of the electrosurgical shaft 
And that is the case, given the text there, indicating 
that the neutral electrode, which is another word for 
return electrode, is incorporated into the end of the 
resectroscope shaft So that element is satisfied 
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I just described to you. 
BY MR. MARSDEN: 

Q. Just to complete the process here — 
A. Katie — 1 am sorry, I ignored her. She is actually 
doing the checkmark, so you understand that each of the 
elements have been identified in the article, or patent 
Q. Thank you. 
8 A. So in this case, this element has been satisfied by 
this reference as part, this part of the article. 
Next, please. 

The next settlement is an electrode terminal 
12 disposed near the distal end. That is satisfied by the 

resectroscope's cutting loop. 
14 Q. It is there? 

A Right there, right 

So that element is satisfied. 
Next A connector neai the proximal end of 
the shaft electrically coupling the electrode terminal to 
the electrosurgical power supply. Actually, there is two 
20 connectors, the one that is shown is right there. There 
is another one that you can't see that would be right 
about there. 

So that element is satisfied. 
Next 

The next element is a return electrode 
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1 Q. Do you have an opinion as to whether Claim 46 of 

2 '536 patent is anticipated by the Elsasser and Roos 

3 article? 

4 A. Yes, I do, and it is anticipated. 

5 Q. Did you consider the Elsasser and Roos article in 

6 connection with any other claims of the '536 patent? , 

7 A. Yes. The next claim is Claim 47. Next, please. 

8 Q. That is Claim 56; correct? 

9 A. Iam sorry. 56. 

10 And this claim, you have to have all the 

1 1 elements of Claim 45, plus you have to satisfy one of the 

12 target roots, which is body locations there, including 

13 the abdominal cavity, thoracic cavity, et cetera. The 

14 resectroscope is used in resections of the prostate or 

15 bladder, which is in the abdominal cavity. 

16 Q. Do you have an opinion as to whether Claim 56 of 

17 the '536 patent is anticipated by the Elsasser and Roos 

18 article? 

19 A. Yes, I do. And it is. 

20 Q. Thank you. We skipped over Claim 47. Are there 

21 other references that you discuss that anticipate Claim 

22 47? 

23 A. Yes, there are. 

24 Q. I think you have said you also relied on the Roos 

25 '198 patent; is that correct? 
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1 


A. That's correct. 


1 


Claim I a 1 ? devriheH here in thi c tf»irt 


2 


Q. First of all, can you turn in your book to DTX-n 


2 


So that element is satisfied. 


3 


and identify that, please? 


3 


Next. 


4 


A. DTX-i 1 is the Roos ' 1 98 patent. 


4 


It reouires a return electrode electrical lv 


5 


MR. MARSDEN: Your Honor, I move the admission 


5 


COUnled to the generator AVe aln^adv HpcttiKpH that TK#» 

vvuj/i\aj w uiv g^viivi . TF V OUJ vou jr V-IVOV1 1 LA^AJ Uldl. lllv 


5 


of DTX-ll. 




return elpctrrwip nr thf* r>pntrr»l #*1*v*trrwl#» ic ir»rli/"it*>/^ l\«r 
i viui ii vivvuvAJv, vi uiv livUuai vivvUUUv lo IOvuCoLvQ Dy 


7 


MR. BOBROW: No objection. 


7 


this Yellow area So that element is satisfied 


8 


THE COURT: Thank you. 


8 


Next. 


9 


*** (Defendant's Exhibit No 1 1 was received into 


9 


it a!<«0 reoilit*p<i an p1**ctrir»allv r*nfirlnr^tiT»c» 

l» «wv IVVJUUVo (UI V1VVU lVully vCrllUUL/iXIllf 


10 


evidence.) 


10 


fluid sunnlv directed to the tarpet Qite anrl apn<*ratino 

******* * 3X *y*t' J* VU1VV*V*J IV UIV UUgbl ol IV ullU Kviivl dUllK 


H 


BY MR. MARSDEN: 


11 


Current flow nath hetween the active anH n*hTrn plertrnH** 


12 


O Dr Tavlor. have you Drenared a slicfe to tell the 


12 


That is diagram aticallv chown Viptp in Fioim*c H anH ft smrl 

****** *«» viio^i mnemvonjr oiiuwii iiviv 111 1 l^Uivo / CU1U O duli 


13 


jury what the Roos 1 1 98 patent is about? 


13 


also SDecificallv called out in Claim 1 hasicallv the 


14 


A. Yes, I have. 


14 


last Hne in Claim 1 So that element i«* «:ati*:fie£l 

»*-»ov tiiiw IU V1U1JU X. vjv Ulul V1V1I1VIJV Id OOU9111AI. 


15 


Garv? Thank vou 


15 
i 


O Tuct tn naiio*» rm tlitc nnp frir a mi\mpnt that 
V<- Juji |jaudv UU Ulid trllv lyjl a iilUllivlJL, LLUXi 


16 


The Roos 1 198 natent hacicallv fnllnwc iin nn 


16 

1 V 


lantmaop that ic niintp^l Vv=»1 r»\i/ tli#* Hmu/ino rrmv^c frnm f^laim 
loiigua^v Uial Io LJUUlvU UC1UW Uiv tUaWlil|J WJiliCo liULQ V^IcllXU 


17 


the work that Doctors Elsasser and Roos did in their 


17 


1 of the Roos 1 1 98 natent*? 


J 0 


artid** anH if'c a hinnlar p1f*ctmcnroir*;»l H**vir*» fnr rlv» 
dtiu ll o \jiynjkcxi VIVVU UoUl g£l vdl Uv V lvv 1 Ul Uiv 


1 o 


/*- IIJUU d COITvCl. 


\y 


tir^tmfT^t nf nmcfatf* nnn nlaHHfr 1 1 c ci i/» fAmiwwilv Vyi/yuti% 
UCoUiJClJi v* piuouiiv auu uioUUu lioouC, UUIIlITiUrilY IvJJOWIl 


io 
iy 


v* inai is wnere you lounu suppon ior ine eiectncauy 


20 


as TURP- 




condiicteH fluiH Itmitati nn? 
wiiviuvivu liuiu liimuiuuui 


21 


O What does TURP stand for? 


21 


A. Yes. 


22 


A Trancurethro resection of the nroctate 


22 


O Tn Cilm lin nn f^*1aiin 4S Ho vrwi havp an nniniAn T\r 
V£. iv dulll up, UU vKUiu "Jj UU jUU UaVv all ULUUIUII, 


23 


Q. Have you done an element-by-element comparison of 


23 


Taylor, as to whether Claim 45 of the '536 patent is 


24 


the teachings of the Roos 1 198 with the claims of the 


24 


anticipated by the Roos 1 198 patent? 


25 


•536 patent? 


25 


A. Yes, I do. And it is. 




Pape no? 




Pare 1^04 


1 


A Yes I have 


j 




X 


f~\ TTavf» vnn rvrpnarpH Qrrrrv* cliH/»c tn illi-id-i-nt** tViat*? 
V^. i lave jrUU yivjjajvvj oUiiK 2>UUvo UJ IllUoUdUv Uldt * 




O FViH vrat iKnlr *at tlv» 1 1 Oft notont tr» cw» if tVw> * 

. v^. lyiu you iook ai ine i yo paieni 10 see u ine jjo 


-J 


A Yes I have Garv? 


*l 


natpnt ic antif*itr»i*t#*rl Kv tVi*» Rrvrtc '10ft T*dt*>nt*? 
palvUl Id allULipalvU Ujr Uiv IvvXJd 170 polCULi 


4 


Thank von 


4 


A Yipc T HiH Ihat'c inHir^at**/! it* tlv* *v>Yt' AVPr)iPiii1 
1 Vo, 1 U1U. 1 iictl d lUUJUolCU 111 UlV UVAt UV VI IKwU. 


5 


Usini? the same format that wp have nceH in 


5 


C*laim*i 4n ic anticinatf^H f^*1atm 4n mrtiirpQ all tne 

Vricuiiid "U io <XUUvl|/o*vU. vlollll *tU IVUUUvo all UA> 


6 


orior slides, a hich-freouencv oower sunnlv is indicated 


6 


elements of Claim 4S AHHitionallv the return electrode 

VIVJIIVUIO vFI VltUlU #1 UV11 U V/l JCLU V , UXV IvlUlll V1W«-1 VAJV 


7 


in the natent Column 7 T inec S thrnnaii 7 Tt 


7 


fni i lie 3i nnrfirm /\t" tlv* cKaft rvf tK#» nmKp an<*l nc Y 
IUIUu *» UU1UU11 Ul UlV dllcut Ul Uiv ViWJG OHU, do A 


g 


hacicallv savs the device is connected tn a hioh-freniiencv 


g 


nrevioiidv inHinatpH mv Fioirtnp 7 and Fioiirp R that 1*1 
■^Fivviv'tidijr luuivaivu, llijr i U3UJ v / emu 1 u^ui v 0, uuu. id 


9 


generator, which is not shown in these figures. So that 


'9 


the case So that element t*: *^aiti*itied 

*"v IaUw. KjXf UlOl VI VI 1 1V4J V Ad OBUdliwUn 


10 


element is satisfied. 


10 


O Do von have an onmion ac to whether Claim 46 of 

i~r\J J V/U lit* V V tUl UUllUUU ilg MJ VTlJVvlIVl ViflUJi ~\I \Jl 


11 


Next 


1 1 


the 'SI 6 natpnt ic antirinatpH hv the Roos 1 1 Qft natent? 

UIV JJU UoivUl lo aUUUUaiCU Ujr Uiv JVUUO 170 paiMJl! 


12 


The next element ic an f*lpj~troct troika! nrnlv* 


1 jC 


A YipC f *tr» AnH it ic 
SV. 1 Vo, 1 UU. ADU 11 Id. 


13 


having a shaft, a nroximal and distal end That ic 


1 J 


O T^iH vnn Innlr at anv otHf*T* /*1aintc nf* ?K«* *S^6? 

V^. JL/IU jrUU iUUA CU uUY UUlvl V loll Ho Ul Uiv JJU { 


14 


Hiapi'amaficallv chown tn Fioiittp^c *7 anH ft That *»1*>mf»nt 
uicigy <Miiriiivatiy aiiuwu ii j i iguivo / aim o. liidi viviiiviiv 


14 


A V**tT onH tVu=» npvt /vt»>rlw>oH rnrviiw tn^it' r^loim *47 

av. I vd, duu uiv ncAi ovcxneawi snows mat, x^iaizu *t / 


15 


is caticfie<L 


is 


IvU^Ullvd all UJv vlvIUvDld Ul V^lcliXn tv, WUlvU 13 WjMiviuii 


16 


Next! The next element ic an i»lpr*n*nHi* tmninnl 

* 'vAl. .1 UV llwAl VI Vll IV! J I 1) All CIvLUUUC l'Ll lllllldl 


1 V 


nn Claim AS anH rwinirpc tVmt' win Vu»\f^ on mcnlatmcv 
UU vlolill *t_J, dUU IvUlUl Vd UldL VUU UoVv oil UldUidl lllfy 


17 


disnoced near the distal end The electrical tprmmnl ic 


17 


liivjiiuvi vu vmiidvi lUiiiK uiv vivvuuuv* liiduiauug j iiviinfv* 


18 


basically the cuttine loon That is de^rrihed in Cnlnmn f% 


18 


ic chown there That ic iHpntiripH ac 'IS 

Id dllVVTIl UK4V*. llldl Id lUVllUllVU Od J J - 


19 


Lines 67 and 68 and also in these fieri tree So that element 


19 


And ic there an overhf^aH*? The next one Oarv? 

aviiu id uivi v oil uvviiivau* iuv iivwt viiv, vi»u j » 


20 


is satisfied. 


20 


Oo hack rVi hack Sorrv 


21 


Next 


21 


It alco reniiin?c that return electrode ic 

** OldU IW^U-UVd Ulfll IvfUUll VIVVUUVIV Id 


22 


A connector renilire^ a connprtnr rmnnlino 




cnfTtPipntl vr cnarpH tVrvm tY\f* f* 1 p-r ttf^rminal h^rnnp/fl 

duiiiuiviiuy opdvvvi uum utv vivvUUUv id liuudi, uvtwvvu 


23 


the shaft to the electrosurgical power supply. 


23 


the return electrode and the patient's tissue. That's the 


24 


And that element is satisfied by Figure 7 and 


24 


case. So all the elements are satisfied. 


25 


the text in Column 7, Lines 1 through 5. And also in 


25 


Q. Do you have an opinion as to whether Claim 47 of 



ArthroCare v. Smith & Nephew, CA No. 01-504 (SLR) Page 1301 - Page 1304 



Jury Trial - Volume G 



Condensclt 1 



Page 1305 

1 the *536 patent is anticipated by the Roos '198 patent? 

2 A. Yes, I do. And it is. 

3 Q. Did you look at any other claims of the '536? 

4 A. Yes, and I guess I already tipped my hand here. I 

5 looked at Claim 56 and Claim 56 requires all the elements 

6 of Claim 45 and, in addition, it has to have a target site 

7 at the various locations indicated — abdominal cavity, 

8 thoracic cavity, et cetera. Once again, this device is to 

9 be used for the resection of bladder and prostate tissue, 

10 and, therefore, satisfies that element. 

1 1 Q. Thank you, sir. 

12 Do you have an opinion as to whether Claim 56 

13 of the '536 patent is anticipated by the Roos ' 1 98 patent? 

14 A. Yes, I do, and it is. 

15 Q. I believe you also considered the Doss '007 in 
J 6 connection with the ? 536 patent; is that correct? 
17 A. That's correct. 

8 Q. Can you turn to DTX-17 in your book, please, and 

19 identify that? 

20 A. DTX-17 is a patent, the Doss '007 patent. 

21 MR. MARSDEN: We move the admission of DTX-17, 

22 please. 

23 MR. BOBROW: No objection. 

24 THE COURT: Tnank you. 

25 THE DEPUTY CLERK: So marked. 
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* * * (Defendant's Exhibit No. 1 7 was received into 
evidence.). 

BY MR. MARSDEN: 

Q. Dr. Taylor, had you prepared a graphic to describe 
what the Doss '007 is about? 
A. Yes, I have. Thank you, Gary. 

The Doss '007 patent is a bipolar 

8 electrosurgical probe which includes an integrated supply 

9 of saline for the treatment of corneal tissue. 

10 Q. Have you done an element-by-element comparison of 

1 1 the teachings of the Doss '007 patent to the claims of 

12 the '536 patent? 

13 A. Yes I have. 

14 Q. Have you prepared slides to illustrate your opinions? 

15 A. Yes, I have. And, once again, looking at the claims 

16 of the patent, Claim 45 requires as one of the elements a 

17 high-frequency power supply. Column 3, Lines 29 to 38, 

18 specifically mentions a high-frequency power supply. 

19 Q. So that is element satisfied? 

20 A. That element is satisfied, sir. 
Moving to the next overhead, this element 

22 requires an electrosurgical probe, having a shaft having 

23 a proximal end and distal end. As you can see, there 

24 is a shaft, there is a distal and a proximal end. And 

25 that is described by the text, Column 5, Lines 27 to 
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through 31. Therefore, that element is satisfied. 
Next 

The next element is an electrode terminal 
disposed near the distal end. And this is the active 
electrode or electrical terminal. It's described by the 
text indicated there and is shown in the red there. So 
that element is satisfied. 

Also, requires a connector connecting the 
electrode terminal to the electrosurgical power supply. 
10 The text indicated in Column 3, Lines 30 through 34, 
indicates that that is the case. So that element is 
satisfied. 

Next. 

Requires a return electrode electrically 
coupled to the electrosurgical power supply. This diagram 
shows the return electrode indicated highlighted in yellow. 
And it's specifically referenced in the text in Column 5, 
Lines 27 through 3 1 . Therefore, that element is satisfied 
Next 

The last element is an electrically conducting 
fluid supply for generating a current flow path between the 
return electrode and the electrode terminal. 

The blue indicates the flow of saline solution 
into the device. The text reference is here, Column 3, 
Lines 48 through 54. So that element is satisfied. 



11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
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1 Q, Before you leave this, so the record is clear, was 

2 this coloring in the original figures? 

3 A No, it was not It was coloring that was added by 

4 me. 

5 Q. Was that to illustrate? 

6 A That was basically to illustrate we tried to be 
consistent, so blue is water. I guess blue looks like 

8 water; right? So that's what we used here. 

9 Q. Do you have an opinion, then, as to whether Claim 45 

10 of the '536 patent is anticipated by the Doss '007 patent? 

11 A Yes,Ido. Anditis. 

12 Q. Did you consider the Doss reference in connection 

13 with any other claims of the f 536 patent? 

14 A. Yes, and the next overhead shows that 

15 Basically, Claim 46, as I indicated before, 

16 requires that you have all the elements of Claim 45 and 

17 also that the return electrode forms a portion of the 4 

18 shaft of the electrosurgical probe. And that is indicated 

19 in Column 5, Lines 27 through 31. So that element is 

20 satisfied 

21 Q. Do you have an opinion as to whether Claim 46 of 

22 the '536 patent is anticipated by the Doss '007 patent? 

23 A Yes,Ido_ Anditis. 

24 Q. And did you look at any other claims of the '536? 

25 A Yes. The next overhead shows Claim 47 which, once 
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1 


again, ICLJULI Co Uiai all U1C CICITiCTjLS Ol-^lalHl *JO 3FIU all 


1 


bipolar power supply. So that element is anticipated or 


L 


(hp f>\f>mj*r\t C r\1 1 1 Slim A. ^ c»n» 1 1 cr\ C"-» t i <- fi«^, 1 A .J f»»_*V» lf >— 

uic cicincnis oi \-iaun **j arc aiso sausnea. Ana iurtner 




satisfied. Sorry. 


\ 

J 


uiai you iidvc an iii^>uiaiiijg mcmoer circumscriDing ine 


3 


The next element is electrosurgical probe 


A 
t 


r**fiinrt f»l/vtrrwHp snn that lncnlntino mprnVipr Je* K/Min'nn 
IviLUli vld,uiAjv*, auu uiai iiJoUlaiiiig JI1CJI1DCI IS UlC nOUSing 


A 

4 


comprising a shaft having a proximal end and a distal 


C 
J 


ncrc wnicn is snuwn in oicw. 


C 

3 


end. Inis is the distal end. I guess you consider the 


c 
0 


f~\ Wl nipt iMAlaf inn mir ^/vtn^.^fvlinn') 

i^. we jusi violating our coior cooing/ 


c 
0 


handle to be the proximal end and that specifically 


1 


A- ies, we aia. i in wrong, oorry. 


n 
1 


references in Column 7, Lines 6 to 9 and 13 to 30. So 


o 
5 


1 tVtinlr trw* rw*Trt ftr»f» npy t r\\rf*r\> rl eVimirr tV»/» 

i iiiiiuv uic iic a i uiic, iic a i ovcrncau snows ine 


o 
O 


that element is satisfied. 


o 

7 


return cicctr uuc unwc again in ycnow. adq so me cicrncrus 


y 


The next element is an electrode tenninal 


1 A 

1U 


OI U11S Claim aJC alMJ SaUSUCU. 


t A 

1U 


disposed near the distal end. That is the active 


1 t 
1 1 


vj. L/o you nave an opinion as 10 wneiner Claim h / 01 


1 1 
1 1 


electrode shown in red here and described in the text in 




ine 3^0 patent is anucipaiea oy ine i/oss uu/ patent / 


12 


Column /, Lines 15 to 19. So that element is satisfied. 


1 J 


A. i es, i go. Anu li is. 


13 


Next element is a connector near the proximal 


14 


Q. Did you look at any other claims of the '536? 


14 


end oi the shaft. Connector is shown in green here. 


t < 


A Vac 1 AIA 

a. i es, i oi o. 


15 


Those little two pins. Referred to in the text, Column 


Jo 


Ana uie nexi overneaa. uops. 


16 


7, Lines 13 to 19. And that is satisfied. 


IT 


\l- Acuiaiiy, mayoe uiai is n on uoss. 


17 


Next 


1 Q 

lo 


A '("Kit m#ltf l\A I \/\nn ■ ^ ■ ■ * r n |- , , 

A- i nai may oe u on l>oss. i m sorry. 


18 


The return electrode is shown in yellow. It's 


to 
iy 


V;. oorry. wicay. i ou rnenuoneu aiso ine r aui (pnoneticj 


iy 


the outer electrode. And the text reference is Column 7, 




or rao *f*ty paienu uiu you consiuer uiat m your 


20 


Lines 13 to 19 and 25 to 37. So that element is satisfied. 


21 


analysis oi ine j3o patent/ 


21 


And, lastly, an electrically conducting fluid 


22 


a "V^o. t ^i;^i 
A. Yes, 1 aid. 


22 


supply. The fluid supply comes in through this connector 


xj 


{~\ C^an vmi turn to ftnrl tVif» rioKt *>-*-liiKit mimkor 
\-^a*i jK/u hum w imu uic i i^ii i cAjuuii niirnocT. 


ij 


ana hows aown uie lumen oi ine inner electrode ot the 




I'm ahead of myself. 


24 


active electrode, that is described in this text reference. 


25 


A. I think it's DTX-21. 


25 


So that element i^ satisfied 
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1 


Q. Yes. DTX-21 in your notebook. Can you identify 


1 


Q. Is that also described in the text as an electrolytic 




uiat, please l 


2 


irrigating fluid such as saline? 


J 


a. i es. i nis is ine Jrao my patent. 


3 


A. Yes, it is. 




MK. MAicbUfcN: Move ine admission oi DTX*2l, 


4 


Q. Do you then have an opinion as to whether Claim 45 


< 


your Honor. 


5 


of the '536 patent is anticipated by the Pao '499 patent? 


0 


MR- BOBROW: NO ODjectlOn. 


6 


A. Yes, 1 have an opinion. And it is anticipated. 


1 


iiit luuk.1. liianK you. 


7 


Q. Did you compare the Pao '499 patent teachings to any 


Q 
O 


^ueienaani s iixmoit ino. 2 1 was received into 


8 


claims or the 536 patent? 


o 

y 


evidence.) 


9 


A. Yes, I did. Next slide, please. 


in 


DI MK. MAKoUtli: 


10 


Claim 46 requires all the elements of Claim 45 


J J 


Q. Have you prepared a summary slide? Can you describe 


11 


along with return electrode forms a portion of the shaft. 


1") 


to uie jury ine rao *H»y paieni/ 


12 


And, as I previously indicated, that is the case of the 


11 
Ij 


A V*»c TTi^ Park '/4Q0 -nntvnt A«(v>riW « L' 

a. i es. i ne -rao ** yy patent aescriDes a Dipolar 


13 


return electrode, as shown here in yellow. 


1/1 


eiecuosurgicai prooe wiui an mtegrated saline supply 


14 


Q. So did you have an opinion as to whether Claim 46 


t c 
I j 


ior ine ucauneni oi eyes, ears, noses and other 


15 


of the '536 patent is anticipated by the Pao *499 patent? 


lo 


microsurgical applications. 


16 


A- Yes, I have: And it is. 


i / 


V- nave you prep area or aid you conduct an element-by- 


17 


Q. Did you consider any other claims? « 


10 




18 


A. Yes. 




wim me claims oi uie jjo paieni; 


19 


Next overhead, please. 


20, 


/»- i cs, i nave 


20 


Claim 56 requires the elements of Claim 45, 


71 
x i 


V- iTio you prepare siiues to illustrate that ' 


21 


along with one of the body parts indicated in the list 


oo 


A. Yes, the next one starts off the sequence. Once 


22 


here, and this particular patent specifically mentions 


23 


again, the high-frequency power supply is referenced in 


23 


nasal passages and ear canals So that element is 


24 


the Pao patent in Columns 7, lines 35/36, basically 


24 


satisfied. 


25 


saying connected to the output of a high-frequency 


25 


Q. So do you have an opinion as to whether Claim 56 of 
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1 the '536 patent is anticipated by the Pao '499 patent? I l 

2 A. Yes, I do. And it is. 2 

3 Q. I think that concludes our discussion of the f 536 3 

4 patent. 4 

5 A. I believe so. 5 

6 Q. Okay. Can we turn now - 6 

7 A. I think we've done pretty well. 7 

8 Q. We'll turn now to the '882 patent. And did you 8 

9 prepare a board for the 1 882 patent? 9 
1 10 A. Yes, I did. 10 
Ml Q. This is the compilation of multi-electrode patent? 1 1 

12 A. Yes. j 2 

13 Q. First, with reference to the board, can you remind 13 

14 the jury which claims you analyzed for the '882 patent? 14 

15 A. Well, the asserted claims are Claims 13, 17 and 54, 15 

16 but they require that you further analyze or consider 16 

1 17 first Claim 1 . So I basically considered four claims. 17 

118 Q. Do you have any opinion as to whether the asserted 18 

1 19 claims of the '882 patent are invalid? 19 
|20 A. Yes, I do. 20 
121 Q. What is that opinion? 21 
|22 A. That opinion is they're invalid. 22 
123 Q. What is the basis for your opinion? 23 
|24 A. My basis for the opinion is there are two 24 
25 references, the Slager article and the Manwaring ■ 1 38 25 
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electrode in close proximity to the target site in the 
presence of an electrically conducting fluid. 
Electrically conducting fluid is here, the tissue is here. 
The active electrode has been positioned close to the 
target site and the last step is applying a high-frequency 
voltage between the electrode terminal and the return 
electrode in such a manner you vaporize the fluid and 
that you induce a spark, discharge of energy to the 
target site. And that is indicated here by the cross- 
hatched yellow. So all the elements of this have been 
satisfied. 

Q. Did you also hear Dr. Man waring 1 s testimony about 
this element when he was here testifying earlier this 
week? 

A. Yes, I did. 

Q. Does that support your conclusion? 
A. Yes, it does. 

Q. Do you have an opinion of whether Claim 1 of the 

'882 patent is anticipated by the Manwaring 1 138 patent? 

A. Yes, my opinion is that it is. 

Q. You also mentioned I think that this is a monopolar 

device? 

A. Right. 

Q Were you here when Mr. Eggers testified about this 
claim? 



Page 1314 

1 patent, that anticipates those claims. J 1 

2 Q. Were you here earlier this week when Dr. Manwaring 2 

3 testified? 3 

4 A. Yes. 4 

5 Q. Did you hear Dr. Manwaring 'S testimony that the '138 5 

6 patent discloses all the limitations of Claims 1, 13, and 6 

7 54 of the '882 patent? 7 

8 A. Yes, I did. 8 

9 Q. Do you agree with his analysis? 9 
JlO A. Yes, I do. 10 

II Q. Have your made your own element-by-element analysis? 1 1 

1 12 A. Yes, I have. |j 2 

13 Q. Have you prepared slides to illustrate that? m 

114 A. Yes. And, Gary, the next sequence. |14 

J 15 Here we have what we call a rainbow slide, and 15 

J 16 it basically shows, this is the method patent I hope 16 

117 everyone realizes this is a method patent It basically 17 

1 18 outlines the steps required to perform the method, and 18 
J19 the first step is providing an electrode terminal, which 19 
120 is shown here in red, and a return electrode electrically 20 
J2I coupled to a high-frequency voltage source. Dr. Manwaring 21 

122 specifically mentioned in his testimony that the return 22 

123 electrode is on the outside of the patient This is 23 
[24 monopolar electrosurgery. So that is step number one. 24 
125 Step number two is positioning the active |25 
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A. Yes. 

Q. And did you hear his testimony that this claim would 
cover a monopolar device? 
A. Yes. 

Q. Did you consider the Manwaring *138 patent in 
connection with any other claims of the '882 patent? 
A. Yes. Can we go to the next slide? 

Claim 13 requires that you practice the steps 
of Claim I, but also that a portion of the energy is 
induced basically in the form of protons. 

Dr. Manwaring basically mentioned that when you 
have RF sparking, which is actually referenced in the text 
in Column 6, Lines 50 to 63, that you generate protons as 
well as other photons. 

Q. Do you have an opinion as to whether Claim 13 of the 
'882 patent is anticipated by the Manwaring '138 patent? 
A. Yes, I do and it is. * 
Q. Did you consider any other claims of the '882 patent? 
A. Yes. Next, please. 

Claim 54 requires method of claims, Claim 1, 
and further basically suctioning fluid from the target site 
or having a suction lumen to be able to do that 

The text in the patent Column 7, Lines 26 to 
3 1, indicates that there is an embodiment of his invention 
that does that 
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MR. MARSDEN: I'm sorry. Could you all see 
that, the bottom of the slide? 

JUROR NO. 4: Yes. 
BY MR. MARSDEN: 
Q. Is that here in the text? 
A. Yes. 

Q. Do you have an opinion as to whether Claim 54 of the 
•882 patent is anticipated by the Manwaring ' 138 patent? 
A. Yes, I do and it is. 

Q. I think you indicated you also considered another 
reference in connection with the '882 patent; is that 
correct? 

A. That's right. Excuse me. That's correct 
Q. Could you first turn to DTX-65 in your notebook and 
identify that, please? 

A. DTX-65 is an article written by Slager regarding 
vaporization of tissue by spark. 

MR. MARSDEN: Move the admission of DTX-65. 

MR. BOBROW: No objection. 
THE COURT: Thank you. 
THE DEPUTY CLERK: so marked. 
*** (Defendant's Exhibit No. 65 was received into 

23 evidence.) 

24 BY MR. MARSDEN: 

25 Q. Have you prepared a summary slide to described what 
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electrode with that surface area, immersed in saline. So 
that element is satisfied. 

The next element is applying high-frequency 
voltage to vaporize the fluid and to induce the discharge 
of energy and sparking. And that is very aptly described 
in this particular diagram. We have the electrode, we have 
steam, we have spark, we've got tissue. So that element is 
satisfied. 

BY MR. MARSDEN: 

Q. I'm sorry. Before you leave that slide, do you have 
an opinion as to whether Claim 1 of the '882 patent is 
anticipated by the Slager article? 
A. Yes, I do. And it is. 

Gary, the next slide. Sony. 

The next claim is Claim 13. This claim 
requires practice, method of Claim 1 and also, you have 
protons. And, as I described in the prior reference, 
sparks generate protons and this article specifically 
mentions sparks jumping. I should say sparks in aqueous 
solution, making protons. 

Q. Do you have an opinion, then, as to whether Claim 13 
of the '882 patent is anticipated by the Slager article? 
A. Yes, I do. And it is. 

Q. Did you consider any other claims of the *882 patent? 
A Yes. Next 
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the Slager article teaches? 
A. Yes, I have. 

Q. Gary is improvising here for us. 
A. Okay. Basically, this article describes an 
electrosurgical probe for vaporizing arterial tissue. 
Q. Have you performed an element - thank you, Gary. 

7 Have you performed an element-by-elernent 

8 analysis of the teachings of the Slager ~ comparing the 

9 teachings of the Slager article to the claims of the '882 
10 patent? 

A Yes, I have. 

Q. Have you prepared some slides to illustrate your 
opinions? 
14 A. Yes, I have. 

MR. MARSDEN: Give Gary a second here. 
THE WITNESS: okay. Once again, the very 

17 steps for performing this, this method were outlined on 

18 the left and the first step is providing an electrode 

19 terminal, shown here, coupled to a generator; And that 

20 is shown by the diagram as well as the text here. So this 

21 element or step is satisfied. 

22 Next one is positioning the electrode terminal 

23 in close proximity to the target site in the presence of 

24 an electrically conducting fluid That is described in 

25 the article at Pages 1383 and 1384. Basically, the spark 
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Claim 1 7 requires practicing the method of 
Claim 1, additionally having at least 200 volts, high- 
frequency voltage. The reference on Page 1383 
specifically mentions 1200 volts at that frequency. So 
that element is satisfied. 

Q. Do you have an opinion as whether Claim 17 of the 
'882 patent is anticipated by the Slager article? 
A. Yes, I do. And it is. 

Q. Did you consider any other claims of the '882 patent? 
A. Yes. Next 

Claim 54 requires the method of Claim 1 as 
well as basically having the ability to suction at the 
target site. And the reference in page 1386 specifically 
mentions being able to suction the gas bubbles. So that 
element is satisfied. 

Q. Thank you. Dr. Taylor, do you have an opinion as 
to whether Claim 54 of the '882 patent is anticipated by 
the Slager article? 
A. Yes, I do. And it is. 

Q. Did you hear any testimony here at trial, during 
trial, that supports or confirms your opinions of 
anticipation of the claims of the '882 patent? 
A. Yes. 

Q. Did you see DTX-600, the manual of operations for 
System 970 during this trial? 
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! A. Oh, yes! It's not here, is it? 

2 Q. I think we can call it up for you. 

3 MR. MARSDEN: Gary, can you call up DTX-600 

4 please? 

5 MR. BOBROW: Your Honor, before we get into 

6 this, I believe this is beyond the scope. I don't believe 

7 there is any opinion that this witness has offered in his 

8 expert report about the relationship between claims and 

9 the 970 operator's manual. 

10 MR. MARSDEN: Your Honor, his expert report 

1 1 referred to the 51 O K which included the manual and, of 

12 course, also reserved the right to address any evidence 

13 as it came up at trial. But he expressly referred to the 

14 510-K in his expert report and the 510-K has included, as 

1 5 part of the submission, this manual. 

16 THE COURT: Well, I guess the point is if the 

17 analysis he intend to give today wasn't included in his 

1 8 report, it doesn 't come in today. 

19 MR. MARSDEN: Your Honor, I believe it is. I 

20 can hand up his report 

21 (Documents passed forward.) 

22 MR. BOBROW: What page? 

23 MS- MacFERRIN: Page 11. 

24 MR. BOBROW: Your Honor, there is a reference 

25 there to the 970, but this is the question of enablement. 
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2 BY MR. MARSDEN: 

3 Q. Were you in court when I asked Mr. Baker about this 

4 description of the principle of operation of the System 

5 970? 

6 A. Yes, I was. 

7 MR. MARSDEN: if you could blow up the first 

8 paragraph, please, Gary... 

9 BY MR. MARSDEN: 

JO Q. Do you have any opinions to wtether ArthroCare's 

1 1 description of the mode of operation or the principle of 

1 2 operation of its System 970 is consistent with the 

1 3 opinion that you have offered here in court in this 

14 morning? 

15 A. Yes. Essentially, the opinion that I have, I think 

16 what is confirmed here in the text, is that the system 

1 7 operates in the same manner as a conventional 

18 electrosurgical system, use of arcing and such, that is 

19 described by what is known as prior art, stuff, that has 

20 been known for a long time. 

21 Q. Thank you, Dr. Taylor. Do you have any other 

22 opinions regarding the validity of the '882 other than 

23 an tic i nation which we have Hicniccf»H? 

24 A. When you say other opinions, could you be more 

25 specific? 
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1 It has nothing to do with the question of anticipation. 

2 Right now, what the witness is trying to do is show that 

3 this is in some way anticipated, not on a question of 

4 enablement. I believe it's clearly beyond the scope. 

5 MR. MARSDEN: we will be relying on it for 

6 both issues and we will be address the nonenablement issue 

7 next 

8 the COURT: I don't see that it's - I don't 

9 see in the report if it's limited to enablement So I'll 

10 allow the testimony. 

11 MR. MARSDEN: Thank you, your Honor. 

1 2 Gary, could you pull up Page 14, please? 
13 
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1 Q. Right Do you have any other basis for believing 

2 that the Cairns of the '882 patent are invalid? 

3 A. I am sorry, I am blanking on this. 

4 Q. Sure. 

5 A When you say other opinions, do you mean other facts? 

6 Q. Do you understand that ArthroCare contends that what 

7 is taught in the '882 patent is a new phenomenon? 

8 A. I see what you mean. No, it is not a new phenomenon, 

9 It's been anticipated, it's been described in the prior 

10 art 

11 Q. If, in fact, it is a new phenomenon, do you believe 

12 there is an additional basis for the '882 patent to be 

13 found invalid? 

14 A. Yes. One of the COTceras I have - 1 think I 

15 expressed this yesterday - is that if the '882 patent is 

16 found to be invalid, then a large number of the devices 

17 that I have developed and, for that matter, a large number 

18 of the devices that have been developed in electrosurgery 

19 will infringe, because of the fact that what they are 

20 claiming is extremely broad. 

21 Q. Does the '882 patent teach anything about how to 

22 achieve a new phenomenon that is different than the 

23 principle of operation of conventional electrosurgical 

24 devices? 

25 A. No, it doesn't. I was perplexed and, frankly, am 
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still perplexed about the overall phenomenon of Coblation. 
Q And is that defense also sometimes called 
nonenablement? 
A. Yes, it is. 

Q. Do you have an opinion as to whether the claims of 
the '882 patent are enabled to the extent it claims a new 
phenomenon? 
A. Yes, I have an opinion. 
Q. What is that opinion? 
A. That it is not. 
Q. Thank you. 

Let's turn, then, to the '592 patent, the last 
of the three patents. 

Can you first locate the '592 patent in your 

binder? 

I misspoke. I got ahead of myself . Have you 
prepared a board for the '592 patent? 
A. Yes, I have. 

Q. And first, can you remind the jury what claims are 
at issue in connection with the '592 patent? 
A. Yes. There are actually two sets of claims. The 
first set is shown on the board. It's on the easel. The 
second set Katie is holding. The first set, the 
independent claim is Claim 1 and the dependent claims are 
3, 4, 1 1 and 21. The second set of claims, the independent 
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element is satisfied. 1 

■ 

As I mentioned, it has to be done in the 
presence of electrically conductive fluid. And the inlet 
for that fluid is shown here. The fluid path is shown in 
the blue. So that element is satisfied. 

The next element or next step is positioning 
a return electrode such that a return electrode is not in 
8 contact with the body structure, and generate a current 
flow path between the active electrode and electrode 
terminal and the return electrode. Trie return electrode 
is shown here in the yellow, as you can see, the eye is 
down here. It is not in contact with the eye. That is 
described in the text, in Column 5, Lines 27 to 31, and 
also Column 3. 

Q. You see a series of these illustrations. Can you 
tell us what the relationship is of Figure 7 and Figure 8 
is? 

A. Sure. Figure 7 is a side view, sort of a 
cross-sectional side-view, of the device. And you see 
here the active electrode, the return electrode, fluid 
inlet path - actually, the fluid inlet path goes this way 
and comes out that way. And then Figure 8 is an end view, 
if you will, of the probe, and it shows, you go from 
outside to in. The housing, insulation, lumen, return 
electrode, insulation, active electrode, and then the 
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1 claim is Claim 23. The dependent claims are 26, 27, 32 

2 and 42. 

Q. Let's start with the first set of claims first 
Have you performed any analysis or reached any conclusions 
as to whether those claims are valid? 
A. Yes, I have. 
Q. What is your opinion? 

8 A. My opinion is they are not. 

9 Q. Why not? 

10 A. They are anticipated in this first set of claims by 
Doss '007, and as indicated there. 
Q. Have you prepared a series of -fust of all, have 

1 3 you done an element-by-element comparison of the teachings 

14 of the Doss *007 patent to the asserted claims we have up 

15 on the board of the '592 patent? 



A. Yes, I have. 

Q. Have you prepared some slicks to illustrate that? 
A. Yes. 

Gary. 

This particular patent, Claim 1, also has three 
steps. The first step is positioning an electrode terminal 
into at least close proximity with the target site. The 

23 Doss , 007 patent, the active electrode is shown in the red 

24 here, described in the text there. This has to be done in 

25 the presence of electrically conductive fluid. So that 
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1 lumen for that 

2 Q. Thank you. Can you proceed, please? 

3 So moving on, that step of the method is 

4 satisfied. 

5 Lastly, you have to apply a high-frequency 

6 voltage to the electrode terniinal between the electrode 

7 terminal and return electrode to generate a current flow 

8 path. And that is specifically mentioned in Column 3 and 

9 Column 5. That basically describes that reference. So 

10 that element is satisfied. 

11 Q. Do you have an opinion, then, as to whether Claim 1 
J2 of the *592 patent is anticipated by the teachings of the 

13 Doss '007 patent? 

14 A. Yes, I do. And it is. 

15 Q. Did you compare the Doss '007 patent to any other 

16 claims? 

17 A. Yesi 4 

18 Next. 

19 Claim 3 requires the method of Claim 1, and 

20 additionally, immersing the target site within a volume 

2 1 of electrically conductive fluid. 

22 As I menuoned, the fluid flow path is here. 

23 Basically, there is a dam that prevents the fluid from 

24 leaking out past the cornea. 

25 The cornea is immersed in electrically 
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conductive fluid. And that is satisfied. 
Q. Do you have an opinion as to whether Claim 3 of the 
'592 patent suspect anticipated by the teachings of the 
Doss '007 patent? 
A. Yes, I do. And it is. 
Q. Did you look at other claims? 
A. Next, Gary. 

The next claim is Claim 4, which requires the 
method of Claim 1, and additionally delivering electrically 
conductive fluid to the target site. I think I have already 
described that that is satisfied. 

Q. Do you have an opinion as to whether Claim 4 of the 
f 592 patent is anticipated by the Doss '007 patent? 
A. Yes, it is. 

Q. Did you look at other claims? 
A. Next Claim 1 1 requires the method of Claim 1 . 
Additionally, that the electrically conductive fluid be 
isotonic saline. There is a reference in the text, Column 
3, Lines 65 and 66, that basically says the fluid should 
20 be preferably isotonic saline. 

Q. Do you have an opinion as to whether Claim 1 1 of 

22 the '592 is anticipated by the Doss '007 patent? 

23 A. Yes, I do. And it is. 
Q. Did you look at any other claims of the '592 patent 24 
in connection with Doss? 25 
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Q. Did you do an element-by-element comparison of the 
teachings of the Slager article to the additional asserted 
claims of the '592 patent? 
A Yes, 1 did. 

Q. Did you prepare some slides to show that? 
A. Yes. As I mentioned before, the dependent claims, 
26, 27, 32 and 42 are dependent on Claim 23. So 1 
started with Claim 23. And Claim 23 requires contacting, 
as its first step, contacting an active electrode with 
the body structure in the presence of electrically 
conductive fluid. That is shown here in the diagram. 
It's on Page 1383 of the article. 
Next 

Q. Is that element satisfied? 
A. Yes. I am sorry. That element was satisfied. 
16 Actually, it gets satisfied here. 

Part of the remainder of that element is in 
the presence of electrically conductive fluid On Page 
1383 the article mentions it's immersed in saline solution. 
The rest is the return electrode away from the body 
structure in the presence of electrically conductive 
fluid. The article specifically mentions that the 
23 electrode is immersed in saline solution. So that element 
is satisfied. 

Next. Maybe you can highlight the last 
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A. Yes. 

Next 

That is Claim 21, which requires the method of 
Claim 1 and additionally that the voltage be in the range 
of 500 to 1400 volts peak to peak. 

And Column 3, Lines 34 to 38, specifically 
mention voltage of 20 to 200 volts RMS. The conversion 
8 factor on a waveform for both RMS and peak to peak is 
2.83. When you do the arithmetic, it's 560 volts max. 
So that claim is satisfied. 

Q. Do you have an opinion as to whether Claim 21 of 
12 the '592 patent is anticipated by the Doss '007 patent? 
A. Yes, I do. And it is. 

Are we done with this board? 
I think we are done with this set of claims, yes. 
We will move to the last board, please. 

Did you perform an analysis of whether the 
1 8 additional claims, asserted claims of the '592 patent, 
are valid? 
A. Yes, I have. 

What is your conclusion? 
My conclusion is they are not 
Why not? 

Based on the prior art of the Slager article, they 
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paragraph there on the left-hand side. Regardless, the 
next step is applying a high-frequency voltage between the 
active electrode and the return electrode such that the 
electrical current flows from the active to the return 
electrode, using the electrically conductive path. That 
is shown here diagramatically with the electrode and the 
steam layer and so forth. 

So that element is satisfied. 
Q. Do you have an opinion as to whether Claim 23 of the 
'592 is anticipated by the teachings of the Slager article? 
A. Yes, I do. And it is. 

Q. Let's move on. Did you consider additional claims 
that are dependent on Claim 23? 
A Yes. And if we go to Claim 26, and this claim 
requires the method of Claim 23 and, in addition, immersing 
the target site within a volume of electrically conductive 
fluid, so forth and so on, it is indicated on the left- ♦ 
hand side. The article describes on Page 1383 that the 
aortic segment and return electrode were immersed in 
saline solution, and sparking occurred So that element 
is satisfied 

Q. Do you have an opinion as to whether Claim 26 of the 
'592 patent is anticipated by the teachings of the Slager 
article? 

A. Yes, I do, and it is. 
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Q. Can you continue? 

A. The next claim is Claim 27. Claim 27 requires the 
method of Claim 23. Additionally, delivering the 
electrically conductive fluid to the target site. And 
that had to happen, as referenced on Page 1383 of the 
article. 

Q. Do you have an opinion as to whether Claim 27 of the 
'592 is anticipated by the teachings of the Slager article? 
A. Yes, I do. And it is. 
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10 Q. Did you consider other claims? 
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A. Yes. Claim 32 requires, the method of Claim 23 and, 
additionally, that the electrically conductive fluid 

J 3 consists of isotonic saline. The article specifically 

14 references on Page 1383 return electrode immersed in 

15 saline, 0.9 percent. That is the definition of isotonic 

16 saline. 

17 Q. Do you have an opinion as to whether Claim 32 of the 

18 '592 is anticipated by the Slager article? 

19 A. Yes, I do. And it is. 

20 Q. Arid did you consider Claim 42 of the '592 patent? 

21 A. Yes, I did Claim 42 requires the method of Claim 

22 23, wherein the voltage is in the range of 500 to 1400 

23 volts peak to peak. And at Page 1383 of the Slager 

24 article, they specifically mention that the voltage is 

25 1200 volts peak to peak. So that is satisfied. 
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i 

(Court resumed after the recess, and the 
following occurred without the presence of the jury.) 

THE COURT: Let's bring the jury in. 

MR. MARSDEN: Your Honor, while we are waiting 
for the jury, we have made a request to the other side, 
but we will make it directly to the Court. Now that these 
prior-art references have been admitted, there are only 
six of them, they are about a quarter of an inch, we would 
like permission to add them to the jurors 1 binders so they 
have the patents and the six references. 

THE COURT: No, I don't think we will do that 
Thank you. They will have them in the jury room. 

MR. MARSDEN: 1 thought for the convenience, 
and the jury understanding they weren't there. There is 
no argument. 

THE COURT: I have never done that 

MR. HEBERT: Your Honor, if we have another 
minute... 

There is an issue with Mr. Raffle's testimony, 
which will be the next witness. 

THE COURT: I don't think we do. 
MR. HEBERT: Okay. 

THE COURT: The jurors' lunches are here, so 
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1 Q. Thank you, Dr. Taylor. 

2 So do you have an opinion as to whether Claim 

3 42 of the '592 patent is anticipated by the Slager article? 

4 A. Yes, I do. And it is. 

5 MR. MARSDEN: Thank you very much, Dr. Taylor. 

6 I have no further questions. 

7 THE COURT: All right Why don't we take a 

8 1 5-rninute break before we go into cross^xaniination? 

9 (At this point the jury then left the 

10 courtroom.) 

11 (Short recess taken.) 
12 
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1 we can take an early lunch and discuss Mr. Raffle as soon 

2 as this witness is done. 

3 MR. HEBERT: I think it is only a two-minute 

4 issue, your Honor. 

5 (At this point the jury entered the courtroom 

6 and took their seats in the box.) 

7 THE COURT: All right Mr. Bobrow. 

8 MR. BOBROW: Thank you, your Honor. Good 

9 morning, ladies and gentlemen. 

10 CROSS-EXAMINATION 

11 BY MR. BOBROW: 

12 Q. Good morning, Dr. Taylor. 

13 A_ Good morning. 

14 Q. Let me ask you, first of all, a couple of questions 

15 about the re-examination of the '536 patent You are 

1 6 aware that the *536 patent is in re-examination right now; is 

17 thatright? « 

18 A. Yes. 

19 Q. And you are aware that the Patent Office has issued 

20 a notice of intent to issue a re-examination certificate. 

21 Is that true? 

22 A. Yes. 

23 Q. And you are aware, are you not, that in connection 

24 with that re-examination proceeding, that the Patent Office 

25 considered the Roos • 198 patent? 
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1 A. Yes. 

2 Q. And you read in the file wrapper for the J 2 

3 re-examination proceeding that there was a board that was 3 

4 convened, that three examiners looked at the Roos *198 4 

5 patent; correct? 5 

6 A. Yes. 6 

7 Q. And notwithstanding that, the Patent Office issued 7 

8 a notice of intent to issue a reexamination certificate, 8 

9 confirming the patentability of the '536 patent over the 9 

110 Roos '198 patent; is that right? 10 

111 A. I am aware of the notice of intent to issue - what 1 1 

1 1 2 did you call it again? 12 

1 1 3 Q. A re-examination certificate? 1 3 

114 A. A re-examination certificate. I also understand — 14 

115 and you can correct me if I am wrong - it *s ; not over 1 1 5 

16 until it's over. And me certificate hasn't been issued 16 

17 yet 17 
J18 Q. The certificate has not been issued yet. But you 18 

19 are aware that the Patent Office wrote in an office action 19 

20 that the claims of the *536 are patentable over the Roos 20 

21 1 198 patent, and that that was an office action that was ~ |21 

122 was the result of a board of three examiners that had 1 22 

123 convened to look at the issue; correct? 123 

124 A. I am aware of that. |24 

1 25 MR. BOBROW: May I approach, your Honor? 1 25 
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conducting fluids. All right? 
A. Yes. 

Q. Now, one fluid that is an electrically conducting 
fluid is saline; correct? 
A. Yes. 

Q. And another one is Ringer's lactate; correct? 
A. Or lactate of Ringer's, yes. 
Q. Now, there are also fluids that are used in 
electrosurgery that are electrically nonconducting fluids; 
correct? 
A. Yes. 

Q. And glycine is one of those electrically 
nonconducting fluids; correct? 
A. Yes. 

Q. And although glycine is called an electrically 
nonconducting fluid, it nonetheless does conduct 
electricity, does it not? 
A. Yes. 

Q. And, in fact, glycine is a fluid that is commonly 
used in a procedure that you called a T-U-R-P procedure; 
correct? 

A. It's commonly used. It's not the only fluid. But, 
yes, yes, it's commonly used. 
Q. In fact, glycine conventionally has been used by 
doctors for the TU-R procedure in the prostate; right? 
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1 THE COURT: Yes, you may. I 1 

2 BY MR. BOBROW: 2 

3 Q. I have handed you PX-7. And PX-7 is the file 3 

4 history for the re-examination of the r 536 patent. You 4 

5 have looked at at least portions of PX-7 before, have you 5 

6 not? 6 

7 A. I have looked at the file history of '536, which is 7 

8 this document Is that what you are saying? 1 8 

9 Q. You have looked at the file history for the 9 
JlO re-examination of the '536? 10 
111 A. Some parts of the file history of the '536 patent 11 

12 Q. Including parts of the re-examination; is that right? 12 

13 A. Including parts of the re-examination, yes. 13 
114 Q. And you considered that information in connection 14 
15 with forming your opinions and giving your testimony; 15 

JI6 correct? * 16 

17 A. 1 did. I7 

18 MR. BOBROW: Your Honor, at this time I move 18 
1 19 PX-7 into evidence. J19 

20 MR. MARSDEN: No objection, your Honor, 20 

21 *** (Plaintiffs Exhibit No. 7 was received into 21 
|22 evidence.) | 22 
J23 BY MR. BOBROW: 23 
124 Q. Now, I would like to shift gears a little bit I 124 
p wanted to ask you some questions about electrically 25 
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A. Can you repeat the question again? 

Q. Yes. I was saying that glycine conventionally has 

been the fluid that doctors have used in performing a 

TURP procedure, using electrosurgery? 

A. Yes. 

Q. Now, you had mentioned before that in using an 
electrically nonconductive fluid like glycine it will 
nonetheless conduct electricity when you put an 
electrosurgical instrument into that glycine; right? 
A. Yes. 

Q. Now, you had said on direct examination, you had 
mentioned a patent to reduce, the Roos '198 patent Do 
you recall that? 
A. Yes. 

Q. Now, the Roos ? 198 patent described a device or 
devices that were to be used in TURP procedures; is that 
right? 

A. Yes. However, you have to keep in mind that when 
you reference TURP procedures, the way it's most often 
done is with a monopolar electrosurgical probe, and the 
Roos patent is a bipolar electrosurgical probe, and it 
does make a difference. 
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Q. Well, the Roos patent doesn't just talk about bipolar 
probes, does it? 

A. But the configurations we were describing in my direct 
testimony were bipolar. 
Q. That wasn't the question I asked you. 
A. I just wanted to explain. 

Q. Fair enough. The Roos '198 patent also discusses 
monopolar uses for TRUP procedures; is that correct? 
A. Yes, it does. Sony. 

MR. BOBROW: why don't we put DTX-i 1 on the 
screen, please? DTX-n is the '198 patent. And let's go 
to Column 1. 
BY MR- BOBROW: 

Q. DTX-n is also in your binder if you care to look at 

16 it, but in Column 1 of the *198 patent, if you take a look 

17 at around Line 35 when it's discussing the background of 

18 the invention... 

19 A. This binder? I'm sorry. Okay. Yes. Column 1. 

20 Q. And if you take a look at Line 35, it references a 

21 neutral electrode applied externally to the patient's 

22 body. 

23 Do you see that? 

24 A. Yes. 

25 Q. And so by reference to a neutral electrode applied 
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1 externally to the patient's body, here in this paragraph 

2 it's describing monopolar electrosurgery; correct? 
A. Yes. 

Q. And if you go down further to about Lines 52 through 
56, there is a discussion there about washing water. 

Do you see that? It's Line 54 refers to washing 

water. 
A. Yes. 

Q. Now, it mentions here that there is some current 
flows from the cutting loop via the washing water directly 

11 to the metal parts of the endoscope shaft located in the 

12 washing water flow and from there to the engaging tissue. 

13 Do you see that? 

14 A. Yes. 

15 Q. Now, given that this is a monopolar electrosurgical 

16 setup, you would agree with me, would you not, that the 

17 washing water that is bemg described here is dther 

18 glycine or some other electrically nonconducting fluid; 

19 correct? 

20 A. Yes, it is. 

21 Q. You have no reason to think it's not, do you? That's 

22 how the monopolar procedures are done; correct? 

23 A. Glycine, Glanatol (phonetic), something that you 

24 would expect to be electrically nonconductive. 

25 Q. And it says there is some current flow in that 
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electrically nonconductive fluid from the electrode to 
the metal parts of the electrode; right? 
A. Yes. 

Q. All right. Now, in describing in the rest of the 
patent, it describes some bipolar devices; correct? 
A. Yes. 

Q. And during your direct examination, you showed one 
of those devices; correct? 
A. Yes. 

Q. Now, in the 1 198 patent, the '198 patent never uses 

the word saline, does it? 

A. Couldn't find it, no, it does not 

Q. It doesn't use the word Ringer's lactate or lactated 

Ringers, does it? 

A. It does not. 

Q. And in describing the fluid that is used with the 

bipolar embodiments, it uses, the phrase at Column 4, line 

54 is calling it a washing liquid; right? 

A. Line 54, you said? 

Q. Yes, at Column 4. 

A. Okay. Yes, it does say washing liquid. 

Q. It doesn't call it saline, it doesn't call it 

lactated Ringer's; correct? 

A. No. 

Q. All right. In fact, wouldn't you agree with me that 
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in this 1 198 patent to Roos, there is really no difference 
between the way that Mr. Roos talked about the washing 
liquid that was used in the monopolar case versus the 
bipolar case. He describes them as washing water or 
washing liquid; right? 
A_ That's correct 

Q. Now, if you would, please, take a look at Figure 5 
of the '198 patent. 

MR. BOBROW: if you can highlight that, 

Chris... 

BY MR. BOBROW: 

Q. And figure 5 is a depiction of one of the bipolar 
probes that is described here in this Roos 1 198 patent; 
correct? 

A. Yes, it's one of the embodiments. Yes. 

Q. And as you look up there, you can see there is what 

he calls a neutral electrode 11 and also number 12 he * 

calls the treatment electrode; right? 

A. That's correct 

Q. Now, there is, what I'm circling there with this 
light pen is the return electrode; correct? 
A. And I also he calls it the neutral electrode in the 
patent, but, yes. 

Q. Now, if you take a look at Column 6 at lines 51 to 
53 of the Roos '198 patent, he talks about the neutral 
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1 electrode in this embodiment, doesn't he? 

2 A. Hold on a second. I'm sorry. Which lines again? 

3 Q. This is at Column 6, Lines 51 to 53. 

4 A. Yes. 

5 Q. And it says there that the neutral electrode 1 1 in 

6 the form of the steel band rests on the tissue in large 

7 area form so that good electrical contact is insured. 

8 Do you see what I'm referring to there? 

9 A. Yes, I do. 

10 Q. Now, wouldn't you agree with me, sir, that if there 

1 1 were electrically conducting fluid that was filling the 

12 environment where the active electrode is and the return 

13 electrode is, you wouldn't need to have tissue contact 

14 to insure good electrical contact between the active 

15 electrode and the return electrode. That would be 

16 provided by the saline or the Ringer's lactate or the 

1 7 other electrically conducting fluid; right? 

18 A. From the specific embodiment, your interpretation 

19 is correct However, this is not the embodiment that I 

20 talked about and it's not an embodiment that I described. 

21 Q. But for the embodiment 1 described, that's correct? 

22 A. Yes. 

O Maw whv Hrvn't wp \z*\ce* n lnrtlr at th*» f>mK^im/>rtf 
*-J Vf- I'Un, wtjy uuu i uxrvt a luuiv a\ UJC CIIlL/lXlJJIICTJl WC 

24 did talk about which is Figures 7 and 8 were the ones you 

25 had up? 
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1 terminal to minimize direct contact between the return 

2 electrode and the patient's tissue. 

3 Do you see that? 

4 A. Yes. 

5 Q. And that's your testimony, even though the return 

6 electrode completely surrounds the probe shaft; right? 

7 A. Yes. 

8 Q. It's exposed for 360 degrees of that shaft; right? 

9 A. Yes. 

10 Q. And it's not spaced very far away from the active 

1 1 electrode, is it? It would be spaced a small distance; 

12 right? 

13 A. No. 

14 Q. How far away would it be spaced? 

15 A. Well, if you look at a standard resectoscope — and 

1 6 I happen to know that in the Roos article what they did 

1 7 is they modified a Carl Storts (phonetic) resectoscope, 

18 the cutting loop which is indicated by 12 can move out 

19 about — about an inch and could be retracted almost to 

20 the lip there, the plastic insulating member which is 

21 indicated by 35. So it has the ability to move in and 

22 out So an inch is pretty far for an electrode. 

23 oo ine loop isn t also positioned an inch away from 

24 the return electrode? 

25 A. It's not always, but it can be. j 
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1 A. That's correct. 

2 MR. BOBROW: So perhaps we can highlight those. 

3 BY MR. BOBROW: 

4 Q. I'm sorry. Dr. Taylor, are you there? 

5 A. Yes, I am. 

6 Q. Thank you. Now, Figures 7 and 8 you had testified 

7 about a little bit earlier and, as I see it there, there 

8 is a ring or a band that is called 11. 

9 Do you see that? 

10 A. Yes. 

1 1 Q. And that's what Mr. Roos is calling the return 

12 electrode here; correct? 

13 A. Yes. 

14 Q. All right Or neutral, I guess. But that's What 

15 you are saying is the return electrode for purposes of 

16 these claims? 

17 A. Right 

18 Q. And as I was looking at what you had checked off 

19 earlier, for Claim 47 in the Roos 1 198 patent, it appears 

20 that your testimony was that this embodiment of the Roos 

21 '198 patent satisfies Claims 47; right? 

22 A. Yes. 

23 Q. And specifically, you offered the opinion that this 

24 embodiment satisfied this language that says that the 

25 return electrode is sufficiently spaced from the electrode 
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1 Q. What you do is you retract the treatment electrode 

2 back in towards the return electrode; correct? 

3 A. Yes, you do. 

4 Q. That's the technique. It extends out and you pull 

5 it back towards the return electrode; right? 

6 A. Right. 

7 Q. And in the TRUP procedure, I take it that this device 

8 here is traveling a fairly tight, a tight lumen, as it 

9 were; right? It goes up to the urethra, doesn't it? 

10 That's the passageway into the body, isn't it? 

1 1 A. Oh, I see. I'm sorry. I thought you were back at 

12 the electrode again. Yes, the device does go into the 

13 urethra and it also can be used for treating the bladder, 

14 in which case the neutral electrical would be almost 

15 entirely or it could be almost entirely inside the 

1 6 bladder. The bladder, in order to operate on the bladder, 

17 you have to distend it, which means you put fluid intd it . 

18 and make it large. And the bladder distended is, oh, about 

19 the size of my fist. I guess it depends on how big your 

20 bladder is. But when you have the instrument all the way 

21 in the bladder, the return electrode is entirely, entirely 

22 engulfed by fluid 

23 Q. Right. And in the conventional monopolar way, that 

24 would be in a glycine solution; right? 

25 A. That's correct But, in this particular case, that's 
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not what they used. 

Q. Right All right. Instead, they used washing 
liquid; right? 
A. Yes. 

Q. That's what the patent says? 
A. Yes. 

Q. Now, let's take a look at figure 1 of this patent. 

8 And Figure 1 is describing another bipolar embodiment of 

9 Roos, is it not? 
10 A. Yes, it is. 

Q. And there is a little hook there. That's the 
treatment electrode; right? 
13 A. Yes. 

J 4 Q. And here, there is a return electrode also; right? 
15 Or a neutral electrode as he calls it? 
A. Yes. 

Q. And that neutral electrode is within that endoscope. 
It's covered up by some sort of insulation there, isn't it? 
A. Yes. 

Q. So the neutral electrode is located within the 
endoscope; right? 
22 A. In this case, it is. 

Q. Now, let's go to Claim 1 of the Roos ' 1 98 patent. 

And do you see that, sir? 
A. I've got it right here. 
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A. I don't believe there is any differentiation of the 
fluid. 

Q. Right. So the way that the fluid is described in 
this reference, same fluid for Figure 1 , Figure 2, Figure 
7, Figure 8; correct? 
A. That's correct. 

Q. AH right. Now, I believe you testified here just 
now that you believe that this claim, Claim 1 , also covers 
Figures 7 and 8; is that correct? 
A. That's correct. 

MR. BOBROW: Now, why don't we put Figures 7 
and 8 up on the board? 
BY MR. BOBROW: 

Q. Now, for Figures 7 and 8 to fall within the scope of 
Claim 1, this neutral electrode, right there, right here, 
would have to be located within the endoscope body; 
correct? 

A. That's correct 

Q. And you recall that I took your deposition probably 

about two months ago; right? 

A. Oh, yes. That was fun, 

Q. And back at that time, when I did take your 

deposition, I asked you about this issue, didn't I? 

A. Yes, you did. 

Q. And I asked you whether or not, back at that time, 
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Q. Right And this claim, Claim 1, actually has as a 
limitation that the return electrode is or it says the 
neutral electrode is located within said endoscope body. 
Do you see that? That's at about line - 
A. I know it's hoe. What line is it? 
Q. About Line 58. 
A. Yes. I'm sorry. Yes, I've got it 

8 Q. And you would agree with me that Claim 1 as it's 

9 written here actually covers the embodiment we were just 

10 looking at, Figure 1? 

11 A. It covers Figure 1. It covers 7 and 8, too. 

12 Q. Let's take it in pieces. 

13 A. Okay. 

14 Q. First, you would agree with me this covers Claim 1? 

15 A. Yes. 

16 Q. And your testimony is that Claim 1 covers also 

17 Figures 7 and 8? 

18 A. Covers Figures 7 and 8. And I think it actually 

19 covers Figure 5, too, but I had to go bade and look. 

20 Q. Now, first of all, would you agree with me that, in 

21 the Roos '198 patent, there isn't any discussion or 

22 suggestion that the fluid that is used with Figure 1, 

23 that device is any different than the fluid that is used 

24 with any of the other devices? Would you agree with me 

25 on that? 
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whether or not you agreed with roe that Claim 1 didn't 
cover Figures 7 and 8; correct? 
A. Yes. 

Q. And you were under oath at that time; right? 
A. Sure was. 
Q. Just like now? 
A. Yes. 

Q. And back at that time, you had also studied the 
Roos '198 patent before you testified? 
A. Yes. 

Q. The Roos ' 1 98 patent wasn't something I'd showed 
you that day and asked you questions about? 
A. I studied it intensely. 

Q. Right And when I asked you for the first time 

about whether or not Claim 1 covered Figures 7 and 8, you 

told me under oath, you didn't? 

A. That's right * 

Q You remember that very well? 

A. That's right Because I corrected it 

Q. Right You corrected it after lunch, didn't you? 

A. Yes, I did. 

Q. You corrected it after you had lunch with Smith & 
Nephew's lawyers? 

A. I actually corrected it because I looked at the 
'diagram again. 
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Q. Please answer my question. 
A. I did have conversation after lunch, yes, and with 
lunch. 

Q. And that was Mr. MacFerrin, Smith & Nephew's attorney? 
A. Yes. 

Q. And Mr; MacFerrin, during your deposition, was also 
acting as your lawyer; right? 
A. Yes. 

Q. You were represented by the very same lawyers that 
arc representing Smith & Nephew here in court today; isn't 
that right? 
A. Yes. 

Q. And you had been retained or you had retained that 
firm and you considered there to be an attorney/client 
privilege between discussions that you had with Smith & 
Nephew's lawyers; correct? 
A. Yes. 



118 Q. And I asked you some questions during the 

1 19 deposition and you refused to answer some of them based 

120 upon the fact there was an attorney/client relationship? 



MR. MARSDEN: objection. This is improper 
questioning about assertions of the attorney -client 
privilege. 

THE COURT; where are we going with this, Mr. 
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MR. BOBROW: I believe it goes to the 
credibility of the advise of the witness. 

THE COURT: Because he didn't answer questions 
at a deposition? 

MR. BOBROW: Based upon his relationship with 
the Smith & Nephew's lawyers. 

MR. MARSDEN: Based upon privilege. 
THE COURT: And what was the last question that 
you asked? 

MR. BOBROW: The last question I believe was 
that he had refused to answer questions I had asked him at 

12 the deposition based upon the attorney/client relationship 

13 that he had with his lawyers. 
THE COURT: All right That's an appropriate 

question, but then you need to move on. 
THE WITNESS: where were we? 

17 BY MR. BOBROW: 

18 Q. I just asked the question, you refused to answer 
some questions that I asked you during your deposition 

20 based upon the attorney/client relationship with the same 
121 lawyers that are representing you as Smith & Nephew? 
A. Yes. 

23 Q. And you're not paying and haven't paid the Smith & 
|24 Nephew's lawyers any money for their services, have you? 
25 A. No, I have not 
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Q. You understand that the time that they've spent with 
you has been reimbursed or compensated by Smith & Nephew; 
right? 

A. I certainly understand they're being reimbursed by 
Smith & Nephew. 

Q. Now, not only did you testify when I asked you in 
your deposition that these Figures 7 and 8 aren't covered 
by Claim 1 the first time I asked you, but after lunch, 
you did come in and you said your testimony was now 
different, that you believed it was covered by Claim 1 ; 
right? 

A. I made a mistake, yes, and I corrected it. 
Q. And isn't it true also that Smith & Nephew's lawyer 
during that lunch break pointed out that mistake to you? 
A. Yes, he did. 

Q. Right And during that lunch, Mr. MacFerrin was 
the one who said, Hey, I think that this was wrong with 
respect to Figure 7, it is covered by Claim 1 and let's 
go through it; right? 

A. I don't think it was exactly that way. I think 
basically be asked me to refer back to my report, remember 
what I said in my report 

Q. Well, let's look at that because in your report, 
you also talked about whether Claim 1 covers Figure 7; 
correct? 
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A. Yes. 

Q. And in your report, you addressed the question of 
whether or not this neutral electrode, right here, and 
right here, whether that neutral electrode is an electrode 
that is within the endoscope body; correct? 
A. Yes. 

Q. And that was a report that you prepared prior to 
the deposition back in I believe it was late March; right? 
A. Are you referring to the report or the 
Q. I'm sorry that I was unclear. Let me try to restate 
it. The report that you prepared where you discuss Figure 
7, that report was prepared before I took your deposition; 
right? 
A. Yes. 

Q. All right And even before I took your deposition, 
you also signed a declaration about your report, didn't 
you? * 
A. Oh, yes. Yes. 

Q And you declared under the penalties of perjury that 
you believed what you said in your report was true? 
A. Right 

Q. And that was a report that you had prepared prior to 
your deposition; right? 
A. Right 

Q. And, obviously, prior to the lunch that you had with 
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1 Mr. MacFerrin during the middle of the deposition; correct? 

2 A. Correct. 

3 Q. All right Now, I have your report in that white 

4 binder, and I direct your attention, please, to Page 18 

5 of your report. This is your expert report of February 

6 17,2003. 

7 Do you have that, sir? 

8 A. Yes. 

9 Q. And in the middle of page 1 8, you address in your 

10 report the question of whether Claim 1 covers Figures 7 

11 and 8; right? 

12 /l Yes. 

1 3 Q. And when you wrote your report, let's just - when 

14 you wrote your report, what you wrote was, quote, it is 

1 5 particularly important to note that in connection with 

16 the endoscope shown in the Roos '198 patent at Figures 7 

17 and 8, there is no plastic cover and the neutral electrode 

18 is on the outside of the endoscope, not arranged within it. 

19 Correct? That's the sentence you wrote in 

20 your report of February 1 7 of 2003; correct? 

21 A. Yes, that's in the report 

22 Q. Right. And what you just wrote there, not arranged 

23 within it_ those were vonr wnrH^* mmvt*? 

24 A. Yes. 

25 Q. You wrote those words yourself; right? 
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1 BY MR. BOBROW: 

2 Q. Sir, 1 have had handed you PX-605, which is a patent 

3 to Roos, Eberhard Roos from Germany, U.S. Patent Number 

4 4,706,667. 

5 Do you see that? 

6 A. Yes. 

7 Q. And this is the Roos patent that you considered in 

8 connection with your work on this matter, is that right? 

9 A. It looks like it's the patent Yes. Excuse me. 

1 0 MR. BOBROW: Pardon me, Dr. Taylor. 

1 1 Your Honor, I move into evidence. 

1 2 THE COURT: Any objection? 

1 3 MR. MARSDEN: NO objection. 

14 THE COURT: All right Thank you. 

15 THE DEPUTY CLERK: So marked. i 

16 *** (PlaintifTs Exhibit No. 605 was received into 

17 evidence.) 

18 BY MR. BOBROW: 

19 Q. Now, the *667 patent was issued to Eberhard Roos; 

20 right? 

21 A. Yes. 
22 

15 
24 
25 
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1 A. Yes. 

2 Q. And you wrote those words to describe Figures 7 and 

3 8; right? 

4 A. That's right 

5 Q. Now, in connection with your work on this matter, 1 

6 take it that you have also reviewed - 

7 A. Excuse me. Can I put this away? 

8 Q. Sure. 

9 (Pause.) 

10 BY MR. BOBROW: 

11 Q. You have also reviewed another patent to Mr. Roos; 

12 correct? 

13 A. The '667? Is that the one are you talking about? 

14 Q. Exactly. You reviewed that reference, the Roos 

1 5 '667 patent, in connection with your work on this matter; 

16 right? 

17 A. Yes, I did. 

18 Q. And you, in fact, considered this reference at the 

19 time that you mote your report; correct? 

20 A. Yes. 

21 Q. All right 

22 MR. BOBROW: Your Honor, may I approach? 

23 THE COURT: Yes, you may. 

24 (Document passed forward.) 
25 
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1 

2 Q. He is the same man who is on the Roos '198 patent 

3 that you talked about earlier on your direct examination; 

4 correct? 

5 A. Yes, he is. 

6 Q. And he is the same man who is the Roos in the 

7 Elsasser and Roos article; right? 

8 A. Yes, he is. 

9 Q. And this patent is dated in, issued in November 1987; 

10 correct? 

11 A. Yes. 

12 Q. In this patent, the '667 patent, Mr. Roos actually ] 

13 talks a bit about the German application that was the 

14 predecessor, or sometimes it is called the parent J 

15 application, to what ended up issuing as the Roos 1 198 

16 patent; correct? 

17 A. Yes. You are talking about — do you have a 4 

18 specific reference? 

19 Q. Sure. Why don't we bring up Column 1 of the '667 

20 patent, beginning at Line 14, going down to line 29. 

21 Perhaps we can highlight that paragraph. 

22 You will see at the top there it refers to a 

23 known electrosurgical high-frequency cutting instrument of 

24 this kind Then it gives a number that begins DE-OS. And 

25 it goes on there in there; right? 
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A. Yes. i 

Q. And the DE stands for Germany; right? 2 

A. Deutsch, yes. 3 

Q. Exactly. What is being referred to here in the 4 

'667 patent, when it refers to that No. 25 21 719, that 5 

is actually the German parent application to the Roos 6 

'198 patent; right? 7 

A. That's correct. At least that's my understanding, 8 

anyway. 9 

Q. In fact, on the '198 patent, that number, 25 21 719, 10 

appears right on the front, doesn't it? i \ 

A. It does. j 2 

Q. Here, in the '667 patent, in this paragraph, Mr. 13 

Roos is talking about one of the instruments that is 14 

described here in the '198 patent; correct? 15 

A. You are talking about the paragraph that starts at 16 

Line 14, going down? J7 

1 18 Q. Exactly. And he is talking there, is he not, of 18 

119 at least Figure 1 of the ' 1 98 patent? 19 

120 A. He is talking about - I am not sure which one he 20 
[21 is referring to, he is talking about one of the 21 
122 instruments in that application. 22 
23 Q. Right. And he says there that the neutral electrode 23 

124 is admittedly arranged in the immediate vicinity of the 24 

1 25 cutting loop. It is, however, so separated from the tissue 25 
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A. Yes. 

Q. So it is pretty clear, is it not, that at the very 

least, in the '667 patent, Mr. Roos is talking about Figure 

1; correct? 

A. Well, he certainly could be. Certainly, the Figure 
1 that is in the '198 patent may be the figure that he is 
discussing here - or the configuration, I should say, that 
he is discussing in the '667. He didn't specifically call 
it out. So we are surmising here, I guess, aren't we? 
Q. Given that there is the plastic over that embodiment 
and there isn't plastic over any other one, wouldn't you 
agree that what he is talking about there is Figure 1? 
A. Most likely. But I can't confirm it. It's most 
likely the case. 

Q. Fair enough. So here, for this embodiment - this is 
a bipolar embodiment; right? 
A: That's my understanding, yes. 

Q. This is an embodiment that Mr. Roos in his '198 patent 
said was used with washing liquid; correct? 
A. Yes. 

Q. Those are the words that Mr. Roos used in the '198 
patent that you talked about on your direct examination? 
A. That's correct. 

Q. And if we can go back to the '667 patent and 
highlight that language, what Mr. Roos is saying there 
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1 by a plastic cover or by its arrangement in an endoscope 

2 that it can only enter into electrical contact with the 
cutting electrode electrolytically via the secretion which 
is present during the cutting process. 

You see what I am referring to there? 
A. Yes: 

MR. BOBROW: why don't we put up Figure 1 of 
the '198 patent to Roos? Paragraph. If we can put it up 
on the same screen... If nor, just put up the '198 

BY MR. BOBROW: 

Q. There we have Figure 1. You can see in Figure 1, can 
you not, there is this sort of shadow right there, that's 
the plastic cover; right? This portion that sticks out 
over this endoscope; right? 
A. The one that is labeled 11? 
Q. I think it's labeled 1 8, rigjit there. That's the 
|I7 plastic cover, right? 
18 A. Yes. 

119 Q. And what we just read in the Roos '667 patent, the 

120 later patent, it's talking there about an electrode that 
[21 is separated from the tissue by a plastic cover; right? 
|22 A. Sorry. Say that again?. 
123 Q. In the '667 patent, it talks about a cutting 
|24 electrode that is separated from the tissue by a plastic 
|25 cover? 
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in this patent is that using this device as it was 
designed, that the return electrode and the treatment 
electrode can only enter into electrical contact with 
the cutting electrode electrolytically via the secretion 
which is present during this cutting process. 

Right? That's what he says? 
A. That's what he says, 

Q. Wouldn't you agree with me, sir, that if there were 
saline or Lactated Ringer's that were present in that 
fluid, in that washing liquid as he describes, one would 
not need secretions from the body to make that fluid 
electrically conductive so as to electrically connect 
the treatment electrode with the neutral electrode? The 
liquid would already be conductive and secretions wouldn't 
be needed; isn't that right? 

A- And that's actually one of the reasons why this 
particular passage in '667 is confusing, because of the* 
fact that we know that at least one configuration of Roos 
works, clinically works, because he couldn't have 
conducted 32 procedures without being able to resect 
tissue. And he did resect — let me finish, please. He 
did resect tissue using washing liquid. 

So that's one of the reasons why this 
particular passage is confusing to me. 
Q- Well, let's back up a little bit then, because you 
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the liquid used with Figure 1 were electrically conductive 
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electrode. Is that a true statement? 
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fluid when it was introduced into the surgical site, that 
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1 known electrosurgical high-frequency cutting instrument I I 

2 of this kind, does that mean it is exactly the same or J 2 

3 does that mean it is sort of similar? 3 

4 Q. In that description he cites specifically to the 4 

5 parent application to the '198 patent; right? 5 

6 A. I agree with you on that. 6 

7 Q. In the '198 patent, every single device that is 7 

8 described in there is designed for use with fluid; 8 

9 correct? 9 

10 A. Yes, it is. JO 

1 1 Q. And in every single one of those, every single [II 

12 embodiment in the Roos ' 1 98 patent is described as being 12 

13 used with some type of washing liquid; correct? 13 

14 A. It is. 14 

15 Q. All right. Now, wouldn't you agree with me that 15 

16 what Mr. Roos is saying here in his patent, when he is 16 

1 7 describing the parent application to the ' 1 98 patent, he 1 1 7 

18 is saying here that when you use this instrument that 18 

19 there was not sufficient discretion from the body to make 19 

20 the fluid sufficiently conductive so that you could get bo 

21 trouble-free cutting? Isn't that the import of this 21 

22 paragraph? J 22 

23 A. He is saying that But there is no reference to any 123 
|24 other fluid 24 
25 Q. But that is the import of this paragraph; correct? [25 
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Q. And so I take it what that means is that you have 
been able to review the Roos ' 198 patent and you have been 
able to locate somewhere in those figures some discussion 
of the location of where the connector is to connect back 
to the generator; right? 

A. Well, there is a connector. There has to be. 

Q. I am not asking you that question. I am saying 

that you have been able to review the 1 1 98 patent and you 

have been able to discern some description in there of 

the location of the connector. Not that there is one. 

But the specific location of it; right? 

A. There is not a specific reference to a location of 

the connector. 

Q. AU right. So here, when you marked on this board 

that the limitation was met, that the connector is near 

the proximal end of the shaft, the Roos M98 doesn't say 

where the connector is; correct? 

A. The patent does not say - the patent does not say 

explicitly where the connector is located. 

Q. All right Now, since we are on the subject of Mr. 

Roos ~ 

A. You do realize that all resectoscopes have connectors 
at the back end of the resectoscope. 
Q. I don't realize that In all events, in the .• 1 98 
patent, there is no discussion of where the connector is; 
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1 A. Yes. I 1 

2 Q. All right Now, I have another question about the 2 

3 Roos '198 patent 3 

4 If we could put that back up and take the '667 I 4 

5 patent down... I 5 

6 In the M 98 patent, there are of course a large 6 

7 number of figures and we have gone through a couple of those! 7 

8 already; correct? g 

9 A. Right. 9 
JlO Q. I think earlier you had put up on the overhead Jio 
III Figures 7 and 8 when you were going through your direct 111 
J 12 examination; correct? 12 

13 A. Yes, I did 13 

J14 Q. And one of the things that you said was that in the [14 

1 1-5 '198 patent that there is a disclosure of a connector; 1 15 

116 correct? 15 

17 A. Yes. 17 

[18 Q. And you said that the connector was located, the Il8 

1 19 language of the claim says that the connector is near the 119 

1 20 proximal end of the shaft; right? 20 
j21 A. Yes. 21 
J22 Q. And so it's your testimony here today that the |22 

123 figures of the '198 patent show there is ;a connector near |23 

124 the proximal end of the shaft; is that right? 124 
|25 A. Yes. I 25 
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correct? 

A. That's correct, yes. 

Q. When you said there is that discussion, that wasn't 
true, was it? 

A. No, but then again — 

Q. There is nothing in the '198 patent that says that; 
correct? 

A. There is nothing in the 1 198 patent that says it 

explicitly. But there are no resectoscopes on the market 

that don't have a connector at the end, on the back of 

the resectoscope. 

Q. In the market, you said? 

A. In the market 

Q. Why don't we turn, then, to DTX-5^-A and B. This is 
the Roos and Elsasser article. Perhaps we can put up the 
German language original. Do you have that, sir? 
A. Yes. * 
Q. Why don't we go to Figure 3. 

Now, if we can highlight Figure 3, please. 
Here in the Roos and Elsasser article, in the first part of 
the article, once again, there is a discussion of a 
monopolar TURP procedure; correct? 
A. You are asking me if there is a discussion of 
conventional TURP? 
Q. Monopolar? 
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A. Yes, there is. 

: Q. And Figure 3 is one of the figures that Roos and 
Elsasser used to describe that conventional monopolar 
procedure; correct? 

A. I am just reading the English version of this. 
Q. Fair enough. 1 am, too. 
A. Yes, it is. 

Q And so what is being shown here in Figure 3 is a 
resectoscope that is being inserted into the body; 
1 10 correct? 

11 A. Well, I believe what is being shown here, you have 

12 got the resectoscope there. This represents the bladder. 

13 And this represents the prostate. 

14 Q. So right here, that region that I am circling now, 

15 which is cross-hatched at about a 45-degree angle, that 
Jl 6 area there is the prostate; is that right? 

117 A. That is correct 

118 Q. And that's tissue? 

119 A. Yes, us men would consider it to be tissue. 

20 Q. Fair enough. And so here, this is the tip of the 

21 resectoscope; right? 

22 A. Yes. 

23 Q. The part that I am circling there. And this little 

24 loop here, that is the treatment electrode; correct? 
[23 A. That's the cutting loop, yes. 
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1 A. It does show current flow. Like 1 said, it is not 

2 entirely correct 

3 Q. But let's talk about the part that is correct. I 

4 think it's correct, isn't it, that this fluid that the tip 

5 of this device is in would have been essentially something 

6 like glycine or some similar electrically nonconductive 

7 fluid. You wouldn't in a monopolar device using saline 

8 or Ringer's lactate? 

9 A. The Europeans favor mannitol. But it could have been 

10 glycine. 

11 Q. In all events, it could have been glycine; right? 

12 A. That's correct 

13 Q. Now, similar to the' 198 patent, the Row article 

14 doesn't use the word saline; correct? 

15 A. It uses washing liquid or washing fluid, something to 

16 that effect. 

17 Q. I think it's to that effect The words are a little 
bit different. But he doesn't use saline; correct? 
A. He does not use saline. 

Q. He doesn't use Ringer Lactate or Lactated Ringer's? 

21 A. Correct 

22 Q. I think what he does say, if you look at the English 

23 translation at Page 2, it's described as irrigation liquid; 

24 correct? About the middle of the page, sir. 

25 A. Yes. The irrigation liquid 
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1 Q. And these lines here that go back to the 

2 resectoscope, those are current flux lines; correct? 

3 A. Yes. 

4 Q. And what is being depicted here is current flux 

5 lines between this loop and the flux lines going back to 

6 essentially a metal portion of this resectoscope; right? 

7 A. That's right 

8 Q. And you already said that this is a monopolar 

9 embodiment; correct? 

10 A. For conventional - yes. 

11 Q. What is depicted here is monopolar, right? 

12 A. Right 



Q. There is no return electrode there, is there? 
A Right 

Q. What this is then showing is current flow through 
J16 what must have been electrically nonconductive fluid 
17 because that is the fluid that was used in monopolar 
J 8 electrosurgery; correct? 

J 1 9 A. Actually, this diagram is not entirely correct, 
20 because what actually happens is you haw 
J21 lines that flow back to almost all parts of the body, 
22 including at the endoscope. 

|23 Q. But this is showing current flow through what must 
24 have been a nonconductive fluid because nonconductive 
|25 fluids were used in monopolar TURP procedures; right? 
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Q. And so that irrigation liquid would have been glycine 
or mannitol or some electrically nonconductive fluid; 
right? 

A. I think at this point, isn't he talking about his 
invention, the actual — 

Q. Wdl, this is a discussion of Figures 2, 3 and 4. 
And so we are talking here about a conventional approach; 
correct? 

A. Oh, I am sorry. Yes, you are right. 
Q. Fair enough. 

Now, just to anticipate maybe where you were 

12 goiiig, if you tiro to pageant 

13 here he is talking about the bipolar embodiments; right? 

14 This is the beginning of that discussion? 

15 A. Yes, that's right 
Q. And in Paragraph No. 1, at the very end of that 
sentence, he talks about the fluid that is used Do you 
see that? 
A Yes. 

20 Q. And he calls it irrigation liquid; right? 

21 A. Yes. 

22 Q. And those are the same words that he used to describe 

23 the fluid that was used for the monopolar embodiment on 

24 the previous page; correct? 

25 A. Yes. Not the same fluid, but yes. 
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1 1 Q. He describes them using the exact same words, 
2 doesn't he? 

1 3 A. He uses the exact same words, yes. But that doesn't 
4 necessarily mean it's the same exact fluid. 

I 5 Q. The same words are used; right? 

6 A. Yes. 

7 Q. Now, let's go back to the previous page. 
J 8 A. Are we on Page 3 now? 

9 Q. lam sorry. I believe we are on Page 2. Again, 
J 10 this is the monopolar embodiment, so we know that it would 

II be mannitol or glycine or some similar fluid; correct? 

12 A. That's right 

13 Q. Now, if you look at the English language text for 
J 14 Figure 3 that we were looking at earlier, do you have 
IlS that, at the very bottom of Page 2? 

16 A. Right. 

J 17 Q. And in that description, Mr. Roos and Mr. Elsasser 
18 are describing that current flows directly from the 

119 cutting loop to those parts of the resectoscope projecting 

120 into the irrigation fluid Do you see that? That's in 

121 the text at the very bottom of Page 2. 
22 A. Yes. 

J 23 Q. So here in the article, Elsasser and Roos are talking 
|24 about current flow in the monopolar embodiment; right? 
|25 From the cutting loop back to the resectoscope; correct? 
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1 Patent Office in relation to the prosecution of the ' 536 

2 patent? 

3 A. That's correct 

4 Q. And the '536 patent and its claims issued over this 

5 Doss patent; right? 

6 A; That's correct. 

7 Q. And the Doss patent also was given to the Patent 

8 Office in connection with the re-examination of the 536 

9 patent; correct? 

10 A. Once again, there were a lot of patents that were 

1 1 considered. 

12 Can you show me that, just so we can clarify 

13 it? 

14 Q. Maybe we will get to that a little later. Why don't 

15 we talk about what is actually in the Doss patent at this 

16 point? 

17 A. Okay. 

18 Q. Now, in the Doss patent, why 

19 MR BOBROW: why don't we put up Figures 7 and 

20 8? 

21 BY MR. BOBROW: 

22 Q. I think those were the figures that you had up 

24 In this patent, this was the figure that you 

25 had up earlier, right, just without the colors? 
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1 A. Yes. 

J 2 Q. Let me shift gears and ask you some questions about 

J 3 the Doss '007 patent Do you have that, sir? Tnat's 

1 4 DTX-17. | 

I 5 A. I have it in front of me, yes. Yes, I do. 

1 6 Q. And the Doss patent is one of the patents that you 

1 7 talked about oh your direct examination with respect to 

8 the '536 patent; correct? 

9 A. Yes. 

JlO Q. And the Doss patent is a patent that was actually 
111 cited during the prosecution of the '536 patent itself; 
12 right? 

113 A. I will take your word for it There were a lot of 

114 patents that were cited and I don't have that in front 

115 of me. So I will take your word for it 
|16 Q. Why don't we actually show it 

J 1 7 MR. BOBROW: why don't we pull up JTX-l? 
J 18 BY MR. BOBROW: 

|19 Q. And if you look in the U.S. patent document section, i 
[20 if you highlight that, you will see, I believe it's the 

21 fifm one down, it says, 4^81,007 to Doss. 
J22 Do you see that? ; 
J23 A. It is verified, you are right ; 

24 Q. And so the document that you were describing earlier ; 
[25 as the Doss patent, that patent was considered by the : 
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1 A. Yes. 

2 Q. And now, in the text of this patent, the Doss patent, 

3 in the text of it, there is no description of any of the 

4 electrodes that are shown in this embodiment 

5 They are never described as being a return 

6 electrode; correct? 

7 A. We specifically mentioned those words are not 

8 specifically used, return electrode? 

9 Q. That's correct 

10 A. Yes. 

11 Q. Return electrode is not a term that is used here, 

12 is it, in the Doss '007 patent? 

13 A. Just hold on a second. 

14 I don't believe it's used 

15 Q. Right In fact, if you look at Colunm 4, it says, 

1 6 tubular electrodes 34 and 36, for example? There are 

17 other places, as well. But in each case where it * 

18 describes the electrodes it calls them electrodes. It 

1 9 doesn't call them, for example, a return electrode; 

20 correct? 

21 A, No, it does not 

12 Q. Now, in the various embodiments of the '007 patent, 
*3 would you agree that each of the electrodes in this 

14 configuration is designed in a way that it will have a 

15 high current density at the tip? 



ArthroCarcv. Smith & Nephew, CA No. 01-504 (SLR) Page 1377 - Page 1380 



Jury Trial - Volume G Copdenselt™ Thursday, May 8, 2003 





Page 1381 




j y mwm*mj VJ, J-\J\J-J 

Page 1383 


1 


A. No, 1 would not. 


1 


MR. BOBROW: oh, no. Please don't. 


2 


Q. All right. So just to be clear, your testimony is - 


2 


I apologize, your Honor. I didn't know that 


3 


let me ask it specifically again, just so it is clear. 


3 


was going to be put up. 


* 4 


Would you agree with me that each of the electrodes in 


4 


THE COURT: Okay. 


5 


the figures of the Doss patent is designed in a way that 


5 


BY MR. BOBROW: 


6 


will have a high current density? Do you disagree with 


6 


Q. This is in the second tab, Taylor deposition, March 


7 


that? 


7 


28, 2003. And this is Page 481. 


o 

8 


a. wnen you say nign, are you saymg that both 


8 


Do you have that sir? 


9 


electrodes have high current densities. Is that your 


9 


A. Yes. 


10 


question? 


10 


Q. And at Page 481, 1 asked you the following question 


11 




11 


and you gave the following answer. 


12 




12 


"Question: If you look at the figures in text 


13 




13 


of the Doss '007, would you agree that each of the 


14 




14 


electrodes in the embodiments described is designed in a 


15 




15 


way that it will have a high current density?" 


16 




16 


And in response to my question, you answered in 


17 




17 


your deposition: 


18 




18 


"Answer: Yes." 


19 




19 


Is that correct? 


20 




20 


A. Yes. 


21 




21 


Q. Now, in the devices in Doss, there are a number of 


22 




22 


them that are depicted; correct? Probably seven or eight 


23 




23 


figures; correct? 


24 






A. There are a number of figures, yes. 


ZJ 




25 


Q. And would you agree with me that in each of the 
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1 




1 


embodiments, the current density of one of the electrodes 


2 


Q. Each of the electrodes is designed in a way that 


2 


is substantially the same as the current density of the 


3 


will have a high current density. That's the question. 


3 


other electrode or electrodes in that configuration? 


4 


A. I think the answer may be yes, but I think one of 


4 


MR. BOBROW: why don't we put Figure 7 back 


5 


the electrodes will have a higher current density than the 


5 


up? 


6 


otter. 


6 


THE WITNESS: Can you are you going to put 


7 


Q. That's not my question, sir. 


7 


the figure back up? 


8 


A. Okay. I understand. 


8 


BY MR. BOBROW: 


9 


Q- My question is in this patent, for each embodiment, 


9 


Q. WelL, actually, why don't you just answer the 


10 


in each of the figures, is each of the electrodes designed 


10 


question, sir? Would you agree with me that each of the 


11 


in a way that will have a high current density? 


11 


electrodes has substantially the same current density as 


12 


A. I'm not sure I agree with that 


12 


the other electrode for any given one of the devices that 


13 


Q. Well, you recall I asked you about the Doss patent 


13 


is used or described in that patent? 


H 


at your deposition, don't you? 


14 


A. I don't think that's correct 


15 


A. Yes. 


15 


Q. All right Well, remember I talked to you about 


16 


Q. And you had reviewed and studied the Doss patent 


16 


this in your deposition as well; correct? 


17 


before the deposition; right? 


17 


A. Right * 


18 


A. Yes. 


18 


Q. And you answered my question at that time under oath, 


19 


Q. And again, the Doss patent was a reference that you 


19 


didn't you? 


20 


talked about in your report; correct? 


20 


A Yes, and I think I misunderstood your question, but 


21 


A. Yes. 


21 


that's- 


22 


Q. All right Now, if you would please turn to Page 481 


22 


Q. All right Well, we can get to that in just a 


23 


\n yxjui ucjjuMuuu... liwi is in a wiiiie Dinoer. 


ii 
zJ 


minute. If you take a look, please, at Page 482 of your 


24 


A. Whichday? 


24 


deposition. 


25 


Q. Pardon me? 


25 


Do you have that, sir? 
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A. Yes, I do. j 

Q. And at that time, I asked you the following questions 2 

and you gave the following answer: 3 

"Question: And in each of the embodiments 4 

shown, would you agree that the current density in each of 5 

the electrodes is substantially the same as each of the 6 

other electrodes in the embodiment?" 7 

And there was an objection by Mr. MacFerrin and 8 

you gave the answer: 9 

"Answer: Does that mean from one embodiment 10 

111 to another or just within the same embodiment? 1 1 

112 "Question: Good question. Within the same 12 
13 embodiment is what I meant, that the electrodes had 13 

1 1 4 substantially the same current density? 1 4 

jl5 "Answer: It would appear that that is 15 

116 correct." j 6 

1 1 7 That's the testimony you gave back on March 1 7 
18 28u\ 2003; correct? 18 

1 19 A. That is testimony, and it is also a mistake. 19 

|20 Q. So you believe your testimony back then was mistaken; 20 

121 is that correct? 21 

122 A. I made an error, yes. 22 
J 23 Q. Did you correct that mistake? 23 
[24 A. No, I was under the impression I could not correct 24 
25 testimonial mistakes. I could only correct typographical 25 
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errors or grammatical errors. 

MR. BOBROW: Let's put Figure 7 up, okay? 
BY MR. BOBROW: 

Q. Now, here in this figure, this is the one you had up 
earlier; right? 
A. Yes, it is. 

Q And there are here at the tip of the device some 
lines there. Do you see those? 
A. Yes. 

Q. Some dashed lines. And that's designed to represent 
a current flux line; correct? 
A. The dashed lines represent current flux, yes. 
Q. Right And would you agree here that this is 

14 showing the current flux between these two electrodes; 

15 right? 
A. Yes. 

Q. All right And would you also agree that each of 
the electrodes as shown here is designed to cause a tissue 
effect, in this case in the eye? 

20 A. Weil, that's sort of goes to the heart of why I 

21 think there is an error on my part 
Q. Well, but I would like you to answer my question, 

23 please? 

[24 A. Okay. Repeat your question. I'm sorry. Repeat your 
25 question. 
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Q, Yes. 

A. If you would, please. 

Q. I was simply asking if each electrode in this probe 
design is designed to cause a tissue effect. That's my 
question. 

MR. MARS DEN: Your Honor, objection. This goes 
to an issue that dealt with claim construction. An issue 
which your Honor made a ruling. 

THE COURT: Well, why don't we take our lunch 
early because I have to think about that one. 

All right. Ladies and gentlemen, we'll take 
our lunch, a half-hour, and I'll just remind you not to 
discuss the case among yourselves. 

(At this point the jury then left the 
courtroom, and the following occurred without the presence 
of the jury.) 

THE COURT: All right You may step down, sir. 

Let's have the question again and the objection. 

MR. BOBROW: I believe that the question was 
simply whether each of the electrodes in the probe of the 
Roos patent is designed to cause a tissue effect And I 
believe that that is quite relevant, your Honor, to the 
claim construction here and to whether or not this device 
discloses an active electrode and return electrode and 
that's where the testimony is going. 
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MR. MARS DEN: Right, that is where the 
testimony is going. And they requested a claim 
construction that the return electrode could not have a 
tissue effect and your Honor rejected that construction, 
so that's not a basis on which to say this is not a 
return electrode. What your Honor ruled was that you look 
at the current density, so that line of questioning was 
appropriate, but the line of questioning regarding tissue 
effect is not 

MR. BOBROW: But I believe the construction 
does talk about the active electrode stimulating the 
tissue so that is where this goes. I'm asking him whether 
or not each of the electrodes has that tissue effect such 
that you would have tissue stimulation. It's directly 
relevant, your Honor. 

THE COURT: So which claim construction are 
you talking about? * 
MR. BOBROW: This has to do with the definition 
of an active electrode and the return electrode. And the 
definition of active electrode involves tissue stimulation. 
MR. mars den.- it's 8 and 9, your Honor. 
MR. BOBROW: And so I'm simply trying to 
understand and feet testimony from this witness about the 
tissue stimulation effects that the different electrodes 
have in this embodiment 
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1 THE COURT: All right Well, certainly the 

2 definition of active electrode is a stimulating electrode, 

3 but the definition of a return electrode doesn't say 

4 stimulate, it just says it has a large area of contact to 

5 avoid a low current density. The only question is 

6 whether this, the question you are asking, is misleading 

7 because it is maybe inconsistent with what I've said. 

8 MR. BOBROW: But, your Honor, respectfully, I 

9 am certainly trying not to be misleading. I believe we 

10 are entitled to argue to the jury - pardon me. I believe 

11 that I should be allowed to argue to the jury. I request 

12 the opportunity to argue to the jury that both of these 

1 3 electrodes are active electrodes and that both of them 

1 4 have that tissue stimulation effect, that both of them 

15 have a high current density, that both of them have sharp 

16 edges and the like which would make them tissue treatment 

17 or tissue stimulation electrodes. 

18 THE COURT: Well, if you are saying there is 

19 no difference between the two, I mean I do believe that 

20 under this definition there has to be a difference between 

21 the active and the return. If you are saying and your 

22 point is that in the Roos prior-art reference there is no 

23 difference between the two, then that is an appropriate 

24 line of cross. 

25 MR. BOBROW: And that's what I'm trying to 
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1 MR. MARSDEN: Thank you. 

2 THE COURT: should we address the other issue? 

3 MR. HEBERT: It's an issue Mr. Blumenfeld has. 

4 THE COURT: why don't we do that 

5 MR. BLUMENFELD: Your Honor, it's an issue I 

6 raised this morning that Smith & Nephew advised us last 

7 night that they intend to use with Mr. Raffle this j 

8 afternoon, the Ethicon license agreement and their antitrust 

9 counterclaim. Arid when I asked Mr. Hebert this morning in 

10 the hall whether he still intended to do that, he said yes, 

11 because I had opened the door to that on my cross- 

12 examination of Mr. Sparks. If I opened the door on the 

13 Ethicon license and the antitrust counterclaim, I missed 

14 it, and I guess it's to Mr. Hebert to explain how I did 

15 that 

16 THE COURT: And what relevance it has in the 

17 first instance. 

18 MR. HEBERT: what this goes to, this is raised 

19 in one of the motions in limine and ArthroCare moved in 

20 limine to keep out evidence of the antitrust issues. Your 

21 Honor conditionally granted that and said — this is Item 

22 No. 7 in motions in limine. It was granted so long as 

21 ArtnrOt i^TTf* fl#V*fc n of intrrwrlnr^ «>vt/1onM nwMrrlmn ttu 
*-J ruwuuvaig uvK*o UluUUUvC CYIUCIjCC T%!BSU [ C""K UjC 

24 Ethicon license. And then the ruling goes on to deal with 

25 the issue about the harmful effects which are talked about 
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1 establish by the testimony that both of these have a 

2 tissue effect. I think you heard, your Honor, in the 

3 course of the testimony that, for example, the accused 

4 devices are designed in a way that the return electrode 

5 is very benign, that it doesn't arc, that it's not 

6 designed to remove tissue or what-have-you because of its 

7 size and otherwise. 

8 And it's ArthroCare's position that both of 

9 these electrodes are active, that both of them have a 

10 tissue effect, have high current density and stimulate the 

11 tissue. That's where we're going with this. I believe 

12 it's a fair line of questioning. 

13 MR. MARSDEN: The tissueeffect is not part 

14 of the definition of return electrode, and I think the 

15 argument there is no return electrode in this particular 

16 prior-art reference and because it does, in fact, have a 

17 larger, area of contact and a lower current density, it 

18 does meet the Court's definition of return electrode. 

19 THE COURT: Well, that's argument 

20 MR. BOBROWf That's argument 

21 THE COURT: I think that is argument 

22 I'm working the jury instructions and verdict 

23 form. I apologize if I'm not keeping up to speed with 

24 ycHi all, but I think it's a fair line of questioning. All 

25 right 


Page 1392 

1 bcre. 

2 And Mr. Blumenfeld did get into this in cross* 

3 examination of Mr. Sparks when he is asking him about a 

4 Smith & Nephew document which talks about competition and 

5 be directs him to that and he directs him to the portion 

6 that discusses that Mitek and Stryker - now, Mitck is a 

7 division of Ethicon, so when it talks about Mitek, there 

8 is no dispute about this, it's talking about Ethicon as 

9 well. It's one and the same — are paying royalties in 

1 0 return for licensing the ArthroCare patents. 

11 So that is what he was asking Mr. Sparks about 

12 in his cross-examination. He was asking him if he knew 

13 about the ArthroCare patents that were being discussed in 

14 regard to that licensing point and document 

15 MR BLUMENFELD: Your Honor, I have a 

16 transcript What I asked him, this is the question: 

17 -Question: Under exceptive, at the top, if you * 

18 can highlight, in that section there is a reference to, 

19 right in the rniddle, to key ArthroCare patents and I 

20 highlighted the three words 'key ArthroCare patents.' Do 

21 you see? It's the third line down. 

22 "Answer In that section? 

23 "Question: At the top of the page. 

24 "Answer Right. I have got it 

25 "Question: Do you know what key ArthroCare 
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1 patents were, what key ArthroCare patents were that Smith & I I 

2 Nephew was referring to?" J 2 

3 That was my question and it had nothing to do 3 

4 with licenses. I didn't ask about licenses. I haven't 4 

5 asked anyone about licenses. 5 

6 MR. HEBERT: But at the same time he asked the 6 

7 question, he broadcast the marketing plan and highlighted 7 

8 the portion of the marketing plan that talks about the 8 

9 Mitek and Stryker paying royalties to ArthroCare in terms 9 

10 of the licensing. 10 

1 1 So that would be what we say would open the 11 

12 door. 12 

13 THE COURT: And what is the relevance of this 13 

1 4 evidence in the first place, given the fact you have so 14 

15 little time to present evidence in the second place? 15 

1 6 MR. HEBERT: To undercut any suggestion that 1 1 6 

17 the patents are strong because they're licensed. They're 17 

1 8 licensed because of this very unusual relationship that 1 8 

19 ArthroCare and Ethicon have entered into which gives rise 19 

20 to the antitrust claim as opposed to any strength in the 20 

21 patents: |2i 

22 It would only be a couple questions, two or 22 

23 three questions. J 23 

24 THE COURT: Yes, but it's such a subtle point 24 

25 I don't believe that it's appropriate. |25 
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AFTERNOON SESSION 



(Proceedings resumed at 1 :30 p jn.) 

THE COURT: All right. Let's bring the jury 



in. 



(At this point the jury entered the courtroom 
and took their seats in the box.) 

THE COURT: Mr. Bobrow. 

MR. BOBROW: Thank you, your Honor. Good 
afternoon, ladies and gentlemen. 

BY MR. BOBROW: 

Q. Good afternoon, Dr. Taylor. 

A. Good afternoon. 

Q. I believe that at the close of our session before 
lunch, I had asked you a question, and there was an 
objection to that I think that issue has now been resolved. 

Let me go back to that question. We were 
talking about the Doss '007 patent; correct? 
A. Correct 

Q. And I had asked you some questions, for example, 
about Figure 7 of the Doss '007 patent Do you recall, 
that was the context for our discussion? 
A. Yes. 
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1 All right Let's take some time. J I 

2 MS. BOYD: Your Honor, we would like to read I 2 

3 an Interrogatory response sometime before closing our case, J 3 

4 Interrogatory Response No. 7. We have an agreement, I 4 

5 believe, from the other side. I 5 

6 THE COURT: Interrogatory Response No. 7? 6 

7 MR. BOBROW: No objection. 7 

8 THE COURT: All right g 

9 MS. BOYD: Thank you. I 9 

10 (Luncheon recess taken at 1:10 pjn.) ho 

11 L 

U 12 

13 13 

" |l4 
15 

16 

I? 
18 
19 
20 
21 
22 
23 
24 
25 
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Q. And I asked you a question before lunch, and this is 

the question I would now like you to answer: Is it true 

that in the Doss '007 patent, that each electrode in each 

of the probes is designed to cause a tissue effect, in 

this particular case in the tissue of the eye? 

A. Would you mind putting back the figures, the two 

figures? 

Thank you. 

Q. So again, my question, sir, simply is, is each 
electrode designed to cause a tissue effect? 
A. Yes. 

Q. Now, in this figure, we had talked about these 
current flux lines before lunch. 

Do you recall that? 
A. Yes. 

Q. And here — and it's probably hard, given how shaky 
I am with my pointer - do you see that number 102? 

A. Yes. 

Q. And there is a region here right underneath this 
electrode where it appears that the current flux lines 
are not shown. Do you see that? Right in this region 
here. Just above 102, it appears it is not showing a 
current flux line in that region; correct? 
A. That's correct, yes. 

Q. Instead it is stowing these flux lines going out 
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this way, from here in this case the right to the left, 
and here from the left to the right. 

Do you see what I am talking about there? 

A. Yes. 

Q. Now, imagine, if you would, instead of pointing down 

6 in this fashion, you sort of looked at it end on and you 

7 looked at those current lines end on. Do you have that in 

8 mind now? 

9 A. Yes. 

10 Q. And if the current lines were as they are depicted 

1 1 here, going from this electrode to here and from this 

12 electrode to liere, essen^ 
1 13 would look sort of like a donut; right? 

In other words, you have a hole in the middle, 
1 15 where there weren't current flux lines, then you would 

16 have some current flux lines in sort of a donut shape 

17 Is that fair? 

18 A. Yes. I am not sure exactly how the donut would look. 

19 It might not look like a regular donut we are familiar 
1 20 with. A toroid of some sort 
21 Q. And a toroid is basically just a ring; correct? 

1 22 A. It's a three-dimensional ring, yes. 

Q. It is sort of like a washer that you might use with 
a nut and a bolt; it's got a hole in the middle and there 
is sort of a ring w ith some mass around it? 

Page 1398 

A. That's right It's sort of a Thalman (phonetic) 
washer. 

Q. Why don't we take a look, then, at the Dosa007 
patent Specifically Column 5? 
A. Which one is that again? 
Q. The DTX number is 17. 
A. 17. 

Q. Okay. Do you have that, sir? 
A Which one was it again? 
|10 Q. Column 5. The paragraph that I have interest in, 
II actually, starts around Line 27. It begins, Figures7 ' 
|12 and 8 . 

MR. BOBROW: chris, do you have that? 
THE WITNESS: okay, I see it 
1 15 BY MR. BOBROW: 

16 Q. All right And here, this part of the Doss 1 00? 

17 p aten t is talking about the figure that you had up in 

18 direct examination and the figure, in fact, that we just 

19 had up and were talking about with these donut or toroid- 
|20 shaped lines; correct? 
J2I A. That's correct 

22 Q. Ifyou take a look at about Line 43, there is a 

23 sentence that says, quote, An advantage of this particular 

24 electrode configuration is that a ring or torus-shaped 
[25 treatment region can be realized, since electric current 25 
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flows essentially , n a torus-shaped volume under and 
between electrodes 72 and 74. 

Do you see what I am referring to there? 
A. Yes. 

Q. Now, when it is referring there to a torus-shaped 
volume, that is referring to the volume of tissue that 
is being treated in this case by the electrosurgical 

8 energy of this device; right? 

9 A That's what it would imply, yes. 
Q. And the Doss patent is generally describing an 
electrosurgical device that is designed to use this 
current to provide some heating within the corneal and 
other tissues of the eye; correct? It is supposed to 
provide some deep heating, essentially? 
A Heating. I am not sure I would characterize it as 
deep. It is designed to shape the cornea. 
Q. So what this is saying then - if we could back to 
Figure 7 - is that both of these electrodes here, which 
it describes as electrodes 72 and 74, in each of these 

20 regions, one to the left and one to the right, you will 

21 have as a result of the current flow between those 

22 erodes a region of tissue that has been wanned or 

23 heated and thereby treated within the eye, in this torus 

24 shaped fashion; is that right? 

25 A. Correct 

Page 1400 

1 Q. Now, on the direct examination, you had said that 

2 this Doss patent anticipates Claim 45 and - and the 

3 dependent claims with respect to the '536 patent; correct? 

4 A. Yes. 

5 Q. And one of the limitations of Claim 45 of the '536 

6 patent, and thus a limitation in all of the claims that 

7 depend from it, is the limitation that provides that you 

8 have a connector near the proximal end of the shaft 

9 Do you recall that? 

0 A. Right 

1 Q. And the proximal end of the shaft is sort of the 

2 back part of the shaft, not the tip of the device that 

3 you would be inserting in towards the tissue treatment 

4 area, but removed from that towards the back; correct? 

5 A. Yes. 

6 Q. And here in the Doss '007 patent, would you agree 
17 with me that there is no disclosure of where the connector 

is located, in other words, there is nothing that tells 

19 you where the connector is located with respect to the 

20 shaft? 

A. Hold on a second. 

I believe that's correct There is no 
specific mention of the location of that 
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1 I 1 

2 Q. Okay. Now, you had also mentioned that you believe 2 

3 that the Doss '007 patent anticipated some of the claims 3 

4 of the *592 patent. 4 

5 Do you recall that? 5 

6 A. Yes. 6 

7 Q. And I think that one of those claims was Claim 21 of 7 

8 the '592, which talks about a voltage in the range of 8 

9 from 500 volts to 1400 volts peak to peak; is that right? 9 
|10 A. Yes, that's the language I remember. Yes. 10 

11 Q. And it's your testimony that the Doss '007 patent 1 1 

12 necessarily discloses a voltage in the range of 500 112 

13 volts peak to peak. Is that true? 13 

1 14 A. I think it does disclose that range, yes. 14 

115 Q. And the portion of the patent you base that I 15 

116 testimony on was a passage at the very beginning of the Il6 

1 1 7 text of the patent that talks about the voltage being 1 7 
18 between about 20 and 200 volts RMS; correct? 18 

J 19 A. That's correct. |19 

20 Q. What did you when you did your calculation to go 20 

121 from an RMS - that stands for roots means square, does it 21 

22 not? 22 

23 A. Sure does. 23 
|24 Q. So to go from the root means square voltage to the 24 
25 peak to peak voltage, you multiply the 200 that is set \25 
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A. However, it could be used with a sine wave 
generator. 

Q. But it could be used with a square wave generator? 
A. Could be. 

Q. And square wave generators are known in the 

electrosurgical art, aren't they? 

A. They are but not necessarily practiced. 

Q. In fact, one of the references, the Slager reference 

actually used a square wave generator? 

A. Yes, it did 

Q That was in the electrosurgical context; right? 
A. Yes. 

Q. So in terms of what is actually disclosed in the 
Doss patent, we don't know whether it was a sine wave or 
a square wave or something else. True? 
A. True. 

Q. Now, if you are calculating the peak-to-peak voltage 
from the root-means-square voltage, if the waveform in 
Doss were a square wave, when you go from 200 volts RMS 
to peak to peak, that's 400, isn't it? 
A. Actually, if you actually use the correct formula of 
the root-means-square calculation, which it's an 
integrations calculus, it depends whether or hot the 
period of the square wave is equal. 

But if you make the assumption — let me 
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1 forth in the page by 2.83 and that gets your north j I 

2 someplace of about 568 volt peaks to peak; right? 2 

3 A. Roughly. J 3 

4 Q. Now, in terms of calculating the peak to peak J 4 

5 voltage, isn't you true that you need to know the waveform 5 

6 mat the generator is producing? I 6 

7 A. Yes, you do. I 7 

8 Q. You need to know whether it's a sine wave, whether I 8 

9 it's a square wave or some other waveform; is that correct? 9 
|10 A. That's correct 10 

111 Q. And there is nothing in the Doss patent that says 11 

112 that a sine wave is used with this generator; correct? 12 
(13 A. That's correct |l3 
1 14 Q. So we don't know whether there is a sine wave here 14 

15 or a square wave or some other waveform; right? 15 

16 A. You're correct But, to my knowledge,, there are no 16 
117 commercially-available square wave generators. |17 

18 Q. But you don't know what Mr. Doss may have been 118 

J19 working with in his lab or what you have when he was Jl9 

1 20 writing this application, do you? |20 

21 A. No. 21 

22 Q. And whether it's commercially available or not isn't 22 

23 the test, is it? 23 
124 A. No, it's not the test. J24 
|25 Q. All right 25 
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finish — if you make the assumption that is an equal 
period, I think that formula is correct But, frankly, 
I haven't done the math. 

Q. Okay. But it's your best understanding here that 
if you have a square wave where the waveform is symmetric 
and you go from RMS to peak to peak and it's; a square 
wave, then the Doss patent would be disclosing 
approximately 400 volts peak volts peak to peak; right? 
A. Yes, according to your formula. Now, like I'd said, 
I haven't done the math, but I'll presume that you have and 
that you're correct 

Q> Now, you have a background in electrical erigineering; 
is that right? 
A. Yes. 

Q. Now, let me ask you now a few questions about die 
Pao '499 patent And this was another patent that you 
discussed this morning on your direct examination with 
respect to the '536 patent 

Do you have that, sir? 
A. Yes, I have it 

Q. Now, the Pao patent, '499 patent, which is DTX-21, 
this was one of the patents that was also in front of the 
Patent Office during the prosecution of the '536 patent; 
correct? 

MR. BOBROW: why don't we call that up, Chris? 
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THE WITNESS: Yes. 
BY MR. BOBROW: 

Q. All right. And if you take a look down there maybe ten 
items down, you see 4,674,499, Pao? 
A. Yes. 

Q. And that's DTX-21? 
A. Yes, it is. 

Q. And this same patent also was before the Patent 
Office in connection with the re-examination - is that 
right - of the '536 patent? 

11 A. I believe so, yes. 

12 Q. And with respect to the '536 patent, of course, the 
Patent Office granted ArthroCare's '536 patent ova the 
Pao '499 patent; right? 

A. Yes. And that's probably one of the reasons why 
we're here today. 

17 Q. Now, as far as the Pao patent, I believe that you 

1 8 had shown earlier a couple of figures from the Pao patent 
Why don't we pull up in the patent the figure that I think 
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20 you had up, which I think was Figure 9. 



Chris? 
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MR. BOBROW: can you call that up, please, 
And why don't you highlight Figure 9 on that 
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correct? 
A. Yes. 

Q. If you would, please, let's take a look at Column 9 
of the '499 patent and specifically there is a paragraph 
that begins about Line 48 and runs down to about 63. 
MR. BOBROW: chris, if you could highlight that, 

please... 

BY MR. BOBROW: 

Q. All right And we have the text up. I'm sorry, sir. 

Do you have that page? 

A. I'm sorry. You said Column 8 or 9? 

Q. 9, 1 believe, is where we are. And we're at ~ 

A. Oh, yes. Okay. Tin sorry. 

Q. No problem. So that paragraph begins, quote, The 

coaxial bipolar probes of the present invention are used 

generally as follows. 

Do you see what I'm referring to there? 
A. Yes. 

Q. And so what is being described here is the use of 
the various probes, and there are a number of them, but 
the various probes are coaxial in this patent; right? 

A. Yes. 

Q. And as you move down in this paragraph, about Line 
58, there is a sentence that says, quote, The end of the 
probe region is placed against the tissue causing the 
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BY MR. BOBROW: 

Q. All right And is that the figure, sir, obviously 
with colors added that you were using during your direct 
examination? 

A. It was one of the figures, yes. 
Q- And actually, the Pao '499 patent describes a number 
of different device configurations, doesn't it? 
A. It does. 

Q. And it looks like there are 12, 13, 14, some odd 

10 number of figures. There is a fair number. But would you 

11 agree with me, sir, that the instruments that are described 

12 herein the Pao patent all have what is called a coaxial 

13 configuration? 

14 A. In terms of the electrode configuration? 

15 Q. Yes. 

16 A. Yes. 

17 Q. By coaxial, we know they're saying out certain tube 

1 8 and within that tube is another one of the electrodes; 

19 correct? 
A. That's correct 

Q. So the outer electrode serves - I'm sorry - the 
outer tube served as an electrode and the inner one does 

23 as well? 

24 A. Yes. 

25 Q. And we call that coaxial in the electrosurgical area; 
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first ends of the axial and outer electrodes respectively 
to come into contact with the tissue. Electrical current 
then flows through the tissue between the axial and outer 
electrodes. 

Do you see that, sir? 
A. Yes. 

Q. Now, here in this passage, when it is talking about 
the, first of all, the axial electrode, that's talking 
about the active electrode; is that right? 
A. Yes. 

Q And we're referring here to the outer electrodes. 
In your view, that would be the reference to the return 
electrode here. The outer one of the electrodes in this 
coaxial configuration; is that right? 
A. That's my view, yes. 

Q. And here in this text, where it's describing the 
operation of the coaxial probes, it says that, in effect, * 
then the axial and the outer electrodes come into contact 
with the tissue; right? 
A. Yes. 

Q. And so, if you're interpreting the outer electrodes 
as being a return, that means there the return electrode 
as described in this paragraph is in contact with the 
tissue; right? 

A. Yes. And this is one description how it could be 



ArthroCare v. Smith & Nephew, CA No. 01-504 (SLR) 



Page 1405 - Page 1408 



Jury Trial - Volume G 



Condenselt 



TM 



Thursday, May 8, 2003 



Page 1409 

1 used, but there are other descriptions where the outer f 1 

2 electrode and return electrode does not contact tissue. I 2 

3 Q. We can come to that; but here, this is actually 3 

4 describing how these are devices are used. That's up at 4 

5 Line 48. It says are used generally as follows; right? 5 

6 A. But it doesn't say exclusively used, but k does say 6 

7 used generally as follows. 7 

8 Q. And the way it's generally used is with both 8 

9 electrodes contacting the tissue? j 9 

1 10 A. I'm not sure I would go there, but that's that is 10 

111 one way of it being used. II 

1 12 Q. All right. And then it says the electrical current 12 
|13 then flows through the tissue between the axial and the 13 
1 1 4 outer electrodes; right? 14 

15 A. Yes. 15 

1 1 6 Q. And it says it then flows immediately after saying 1 6 

1 17 that both the active and the return are in contact with 17 
18 the tissue; correct? hg 

119 A. In this description of its use, yes. [19 

120 Q. So in this description of its use, what it's 20 

21 essentially saying is that you put the active and the 21 

22 return in contact with tissue and then the current then 22 
|23 will flow between those two electrodes through the tissue; 23 

24 right? 24 

[25 A. And this is one way, yes. The answer to your |25 
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A. Yes. 

Q. And now if we go over to Column 8, at about Line 53, 

there is a discussion there about Figure 12. 

A. What column? What line? 

Q Column 8, Line 53 going down to about 60. 

And perhaps - do you have that language, sir? 
A. The preferred probe? That one? Yes. 
Q. Right. And here in the description of Figure 12, 
it talks about inserting the probe through a small limbal 
incision in the cornea and that it's placed in firm 
contact with the nucleus 300, as shown in Figure 12. 

Do you see that? 
A. Yes. 

Can I look at the figure for a second? 
Q. Yes? 

MR. bobrow: why don't we put Figure 12 up, 

please? 

BY MR. BOBROW: 

Q. Now, Figure 12 is a diagram of the human eye; right? 
A. Well, yes. Part of it, yes. 
Q. Sure. And over here, from, going from right to 
left, that's the probe; right? 
A. Right 

Q. And here, this circle labeled 300, what is that? 
A. That's the nucleus of the eye - nucleus of the lens, 
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1 question is yes, and this is one way you use the device. 1 

2 It's not the only way. 2 

3 Q. All right Now let's take a look, if we might, at 3 

4 Column 3 of the same patent 4 

5 And if you look at Column 3 at about Line 11, 5 

6 going to about Line 15... 6 

7 Do you see what I'm referring to? 7 

8 A. Does that start with, The probe region? I g 

9 Q. Yes, The probe region. 9 
jlO Do you see that? 10 

11 A Yes. j„ 

J12 Q. And the probe region in these devices is talking 12 

113 about the end of the devices, right, where the active 13 

114 and return electrodes are? 14 

1 15 A. I think in this particular patent, they're actually 15 
|16 referring to the entire probe. So the entire metallic 16 

117 part of the shaft going from the distal end up to where 17 

118 the handle spot is. hg 

19 I think that's what they mean, but I could be 19 

20 wrong. 20 

21 Q. But around Lines 1 1 to 15, there is, once again, a 21 
122 reference to tissue contact being made. 22 
23 Do you see what I'm referring to there? 23 
124 a. Lines 1 1 to — . . 24 
|25 Q. About Line 15. 25 
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I should say. 

Q. Okay. And this device is shown to be inserted 
within the volume of the eye. Is that true? 
A. Yes. 

Q. What is the nucleus made of? 
A. I can't tell you the exact tissue description, but 
it's tissue, probably collagen and some other stuff. 
Q. So the nucleus of the eye is a form of tissue; 
correct? 
A Yes. 

Q. And tip of this probe here, the reason it 's shown in 
a dashed phantom way like that is because it's being 
inserted into a solid object; right? 
A. Yes. 

Q. And that solid object in this case is tissue? 
A. Yes. 

Q. Now, let me turn, if I might, to another reference 4 
that you had talked about a bit earlier today, which is the 
Slager reference, which is UTX-65. 
A. I have it 

Q. Do you have that, sir? 
A. Yes. 

Q. And I believe that earlier today you had testified 
that various claims of the ? 882 patent and the *592 
patent were anticipated by the Slager reference; is that 
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correct? 
A. Yes, I did 
Q. Okay. And you didn't say that Slager was relevant 
to the '536, but that it was relevant to '882 and to '592? 
A. That's correct, yes. 

Q. Now, in the Slager article, there are two tests that 
are being described here; right? One being done in vitro 
and one being done essentially in vivo in a pig; is that 
right? 
A. Yes. 
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Q- And the portions of this article that you were saying 
were relevant to the '882 and the '592 patent related to 
the in-vitro test; correct? Not to the test on the pig? 
A. You said the in-vitro test? 
Q. Idid. 
A. Yes. 

Q- Okay. The in vitro means what in this article? 
A: In vitro means it's outside the body, generally in a 
dish preparation of some sort I guess it's the opposite 
of in vivo, which is inside the body. 
Q. So the tests that were being done here, when they 
described the tests as being in vitro, those are outside 
a patient's body; correct? 
A. Outside anybody's body, any animal's body 
Q. Or human being? 
A. Well, I hope animals. 

Q. Fair enough. For the context that brings us here, 

19 what is being described here as in vitro is something that 

20 is not done in a living human patient; correct? 
A. That's correct 

Q. Instead it is typically done in some sort of dish, 
bowl, in a laboratory; right? 
A- In some preparation or another, yes, a dish. 
Q. What is being described here in the Slager article 
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is that some pieces of aortic tissue from an aorta, from 
a cadaver were taken and were put into some sort of a 
dish; correct? 
A. Yes. 

Q. Then I think that you mentioned earlier that there 
was some saline that was administered and then put into 
that same dish; correct? 
A. Yes. 

Q. Now, there is no indication, is there, as to how 
the saline got into the dish; right? 
A. Well, it has to be poured in. It doesn't just 
magically appear. It is not specifically said in the 
article that somebody poured in or delivered to the dish 
the saline. 

Q. And certainly, there is nothing in here that says 
that the fluid was supplied to the dish through the 
electrode that was put in contact with the tissue; right? 
A. That's correct 

Q. And in terms of describing the setup for this Slager 
reference, where you have a dish, you have some tissue in 
the dish, you have some fluid that somehow got there, and 
then you have an electrode that gets put onto the tissue, 
then you apply energy, supply it from a generator, you 
would agree with me, wouldn't you, that that is describing 



25 an electrosurgical system? 
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A. I am sorry. Can you repeat the question? 
Q. Sure. What I am asking, sir, is in this experiment, 
where you have a dish, you have some tissue in the dish, 
you have saline that has been put into the dish, you bring 
an electrode in contact with the tissue, and you apply 
energy in a generator, that is describing an 
electrosurgical system. True? 
A. Yes. 

Q. And it's describing an electrosurgical system even 
though we don't have any idea how the fluid got into the 
dish; correct? 
A. That's right 

Q- And it's an electrosurgical system even though the 
fluid didn't come in through the electrode that is 
described here in Slager, correct? 
A. Yes. 

Q. Now, in this Slager patent -lam sorry, it is not 4 
a patent, it is a paper. In the Slager paper, there is 
another experiment that is described as we had mentioned 
that is in a - that was done in a pig; correct? 
A. Yes. 

Q. And they call that the in vivo test; right? 
A. Yes. 

Q. And in that particular test, the article says that 
there was a subcutaneous needle, ten centimeters long, 
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1 Q. Yes. 
I 2 A. Most likely you would, yes. 
I 3 Q. Now, you also had mentioned that the Stager article 
J 4 talks about suction. I think this was in reference to 

5 Claim 54 of the '882 patent that has in it this 
1 6 requirement that there be evacuation of fluid; correct? 

7 A. Yes. 

I 8 Q. And if you take a look at the last page of the 

1 9 article, the second paragraph down, over on the left-hand 
10 side, it says one of the areas deserving further attention. 

II Do you see that? 
12 A. Yes, I do. 

1 13 Q. And in this part of the article, it is talking about 

114 bubbles being generated when this device is used; right? 

15 A. Yes. 

16 Q. And so it says that one could look into using a, 

J 1 7 quote, suction technique, do you see that, to solve the 
1 1 8 problem of the bubbles; right? 
19 A. Yes. 

[20 Q. And in terms of this suction technique, the suction 

121 technique that is described here, it doesn't say where 

122 the suction lumen would be that is performing the suction; 

123 right? 

24 A. It does not; 

125 Q. It doesn't even say what it is that is going to be 
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1 cadaver. 

2 Q. And the energy wasn't being applied to a patient, 

3 was it? 

4 A. Well, from the perspective of a patient being 

5 referred to as someone that is alive, that's correct. 

6 Q. And so in terms of the tissue, there was a cadaver, 

7 the tissue was taken from the cadaver, placed into a dish; 

8 right? And then energy was applied to it there. It wasn't 

9 on an animal or a human being or what-have-you at the time' 

10 right? 

1 1 A. Right, yes. The tissue was not living tissue. It 

12 was human tissue, but it wasn't living tissue. 

13 Q. It wasn't living tissue and it wasn't on the patient's 

14 body when the energy was applied; correct? 

1 5 A. That's true. The reason I am hesitating is, the 

1 6 aorta is part of your body. 

17 Q. I am not saying it's not tissue. My question is, 

1 8 when the energy was applied, it wasn't on a patient's body. 

19 Is that true? 

20 A. That's true. 

21 Q. Now let's take a look at the '882 patent You had 

22 mentioned that the Slager article is also relevant to 

23 Claim 1 of the '882 patent; right? 

24 A. Yes. 

25 Q. And again here, we have the Slager article has a 
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J 1 used to suck away the bubbles, does it? 
2 a. No. 

I 3 Q. So we don't know from this description whether the 
J 4 suction would be taking place through a lumen that is 
I 5 adjacent to an electrode, do we? 
I 6 A. No, we don't 

j 7 Q. Now, I had some questions for you, also, about the 

I 8 Manwaring patent Actually, let's stay on Slager for 
1.9 just a minute, because I think I forgot to ask you a 

10 question. To do that, I think I am going to need to put 

II up one of the claims from the '592 patent Here at the 
Il2 very top, we have Claim 23, and this says a method for 
j 13 applying electrical energy to a target site on the body 

J 14. structure that is on or within a patient's body. 

15 Do you see that? 

16 A. Yes. 

17 Q. And it looks like that box over there was checked 

18 in blade, do you see what I am referring to? 

19 A. Yes. 

120 Q. Now, would you agree with me that in the Slager ; 

121 article, in the in vitro test we were talking about, the : 
22 energy was being applied to aortic tissue that had been : 

|23 taken from a cadaver a munlp nf" Hav^r hf»frm»* ic tfi*»t * 

24 right? : 
[25 A. I am not sure about the time. It was taken from a : 
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1 checkmark by it next to this language from Claim 1 ; 

2 correct? 

3 A. Yes. 

4 Q. And the language there is a method for applying 

5 energy to a target site on a patient body structure 

6 comprising. 

7 Do you see that? 

8 A. Yes. 

9 Q. And once again, the tissue to which the energy was 

10 applied in the Slager article was no longer part of a 

1 1 living human being; correct? 

12 A. Correct 

13 Q. The tissue at that point in time was dead; right? 

14 A. Correct 

15 Q. And so there wasn't any application of energy to a 

16 patient, was there? 

17 A. No. < 

18 Q. Did you hear Mr. Marsden's opening statement? 

19 A. Yes. But that's been some time ago. 

20 Q. But do you recall that Mr. Marsden was suggesting 
U that Smith & Nephew didn't infringe the method claims 

12 itself because it was in the business of making and 

13 selling these devices, not using them; correct? 

14 A. That's correct. 

15 Q. And not using them on patients; right? 



ArthroCarcv. Smith & Nephew, C A No. 01-504 (SLR) Page 1425 - Page 1428 



Jury Trial - Volume G Coi.dei.seIt™ Thursday, May 8. 2003 



Page 1429 

1 A. That's correct. 

2 Q. And so he was saying that they didn't, Smith & 

3 Nephew didn't infringe these method claims because they 

4 didn't perform the surgeries themselves on patients' 

5 bodies; right? 

6 A. That's correct. 

7 Q. Would you agree with him that if you are not using 

8 the device on a patient's body, that you are not 

9 infringing Claim 1 of the '882 patent or the method claims 

10 of the '592 patent? 

11 A. Yes. 

12 Q. Now, since we have the '882 up, let me ask you some 

13 questions about the Manwaring reference. This is the 

14 '138 patent. And I apologize, sir, I believe that's 

15 DTX-46. 

16 A I have it 

17 Q. Now, as far as the Manwaring patent goes, once 

18 again, in connection with your work as an expert in this 

19 matter, when you prepared your expert report, you didn't 

20 perform tests using the Manwaring device to see whether 

2 1 or not it emitted photons in the ultraviolet light; 

22 correct? 

23 A. That's correct 

24 Q. Now, when you were analyzing the Saphyre bipolar 

25 ablation probes, I take it that you also didn't do a test 
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1 

2 Q. (Continuing) And Figure 5 is a closeup of the tip of 

3 the Manwaring device; correct? 

4 A. Yes. 

5 Q. And there is a little region there that, here, where 

6 the tip, it says it's in a fluid-filled medium; is that 

7 right? 

8 A. Yes. 

9 Q. And then here, Item 36, we have the tip of an 

10 electrode; correct? 

11 A. Yes. 

12 Q. And then over here, it says tissue over to the right* 

1 3 hand side; correct? 

14 A. Yes. 

15 Q. Now, in column 7 of this patent, there is a 

16 discussion about using an embc<iiment of this device where 

17 fluid is not delivered through the device to the tissue; * 

18 correct? 

19 That's at Column 7 around line 1 9? 

20 A. Oh. Column 7 says - okay. Column 7, Line 19. 

21 Q. Right That says if the source of pressurized fluid 

22 as illustrated in Figure 2 were omitted; correct? 

24 Q. Now we're talking about fluid not being delivered 

25 to the region of the body that is being treated here; 
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1 back at that time to determine whether or not those 

2 emitted UV light, either, did you? 

3 A. When you say analyzing, are we talking about the 

4 experiments I did? 

5 Q. Your use of the device prior to the time you 

6 submitted your expert report, you didn't look at whether 

7 those devices did or didn't emit ultraviolet photon either. 

8 Is that true? 

9 A. That's correct, yes. 

10 Q. Now, taking a look here at the Manwaring f 138 patent, 

11 why don't we pull up Figure 5? 
12 
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1 right? We're not afTirrnatively delivering the fluid? 

2 A. Hiafsright 

3 Q. And so it says for this device to work, you need to 

4 essentially suck some of the fluid, it might be the 

5 cerebral spinal fluid, that's in the working field into 

6 the tip of the device; correct? 

7 A. Yes. 

8 Q. And when you suck that fluid into the tip of the 

9 device, that fluid is going to be in the vicinity of the 

10 tip of the electrode. 

11 MR. bob ROW: if we can put up Figure 5 again... 

12 BY MR. BOBROW: 

13 Q. Right So here we have Figure 5, and if some fluid 

14 is drawn in, the fluid is going to be in this region here, . 

15 right next to this No. 36 of the probe; right? 

16 A. Yes. 

17 Q. And the fluid that is going to be brought into the * 

18 tip of that tube is going to be in the vicinity of the 

19 tissue, if that you are trying to treat this tissue here 

20 that is shown here in Figure 5; right? 

21 A. Yes. But presumably it could also be from areas 

22 that are outside of that specific location. 

23 Q. Right But you are not going to take the fluid 

24 from this region at the tip and suck all of the fluid way 

25 over here, way up into the device and leave no fluid down 
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1 at the tip, are you? You're going to suck fluid in, so 

2 that electrode tip has some fluid in contact with it; 
right? 

A. Oh, yes. 

Q. And that fluid that you suck in, there is going to 
be some fluid right there at the tip of the device and 
right there on the tissue and you are going to apply 

8 energy to that; right? 

9 A. Let me see if I understand what you are saying. 
Are you saying there will be fluid inside this space here? 
Q. Yes. 

A. Is that what you are saying? 
Q. At the very tip of the device, when you suck some 
J 14 of the fluid in, you will have fluid at the very tip of the 
115 device? 
A. Yes. 

Q. And then you will apply some energy to that; right? 
A. Yes, when you operate the device. Yes. 
Q. Right And then when you apply the energy, you get 
120 sparking; right? 
21 A. Yes. 

122 Q. And then what this patent tells you is that you get 

123 the sparking and that sparking then leads to the 
|24 vaporization of the fluid; correct? 
125 A. In this particular — yes. Yes. 
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1 Q. All right Now, you had mentioned before that you 

2 had some question, and I think it was your opinion that 

3 if this claim, the *882 patent, if it's valid, then you 

4 had, it was your opinion that it wasn't enabled; rigrt? 

5 I think you offered that opinion this morning on your 

6 direct examination? Or did I get that wrong? 

7 A. Without getting into the legal terms here, if that 

8 patent is valid, it applies to a lot of other devices 

9 mat are process devices. 

110 Q. Okay. Now, in connection with your work on this 
Jl 1 matter, how many hours have you spent on this matter up 

1 12 through today? 

113 A. Up through today? 

114 Q. Sure. 

J15 A. It's between three and four hundred. 

116 Q. And all of those three and four hundred hours were 

|17 compensated at $150 an hour? 

1 18 A. That's correct 

|19 Q. And you've been paid by Smith & Nephew for your work; 
120 is that correct? 
|21 A. That's correct 

|22 Q. Now, in connection with your three and four hundred 
hours of work you spent on this matter, did you attempt to 
|24 build a device that would embody Claim I of the '882 
125 patent? Did you try to build it? 
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A. Since the Codman ME 2 device essentially practices 
Dr. Manwaring's patent, I didn't have to. I could buy one. 
Q. But you didn't buy one? 
A. No. 

Q. So I'm asking you, sir, whether you built one? 
A. Oh. No. 

Q. Okay. You didn't try to build a device that - using 
the specification and the like, try to build a device that 
would be consistent with the teachings of the patent? 
That's all I'm asking. 

A. Yes, but let me be clear. We're talking about 
building a device that would practice the corrected Claim 
1? 

Q. Good question. The answer is yes. Did you attempt 
to build the device that would practice the corrected 
Claim 1 at the time you were doing your work, on your 
expert report? Did you build such a device? 
A. No. Because I already developed devices that meet 
that 

Q. But you didn't try to build one yourself? 
A. I got one sitting on my shelf on my bookcase at 
home. 

Q. You didn't build one, sir? Could you answer the 
question? 

THE COURT: please just answer the question. 
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THE WITNESS: No, I did not 
I thought I already answered the question. 
BY MR. BOBROW: 

Q. So now, as far as the teachings of the '882 patent 
go, would you agree with me there is a discussion in the 
•882 patent of some of the preferred ways of trying to 
practice Claim 1 of the '882 patent? 
A. Yes. 

Q. Would you agree with me there are preferred voltage 
ranges that are set forth? 
A. Do you mind if I go back to the patent? 
Q. Please. 
A. Yes. 

Q. And in addition to preferred voltage ranges, there 
are preferred materials with instruction for the electrode; 
correct? The active electrode? 
A. Yes. 4 
Q. If you take a look, sir, at the bottom of Column 16? 
A. I found it, yes. 

Q. And it says, it refers to metals like titanium and 
platinum. 

Do you see that? 
A. Yes. 

Q. And this also gives preferred frequencies; rorrect? 
A. Yes, it does. 
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Q. And that's at Column 13; right? 
I A. Yes. 

\ Q. And the voltage range, the preferred ones are also 
set forth in Column 13, aren't they? 
A. Yes. 

Q. There is also a preferred fluid that is supplied 
and that's in Column 12, right, at around Line 38. 
A. Yes 

Q, And it also provides preferred power levels; right? 
A. Can you direct me there so I don't — 
Q. I can. I'm sorry. This is at the top of Column 14. 
There is a range preferred power levels. 
A. Yes. 

Q. And also there are preferred contact surface area 
values for the active electrode in Column 15; right? 
A. Yes. 

Q And there are preferred distances from the tissue 
that are set forth at the bottom of Column 1 5; right? 
A. Yes. 

Q. Now, in connection with your work in this field of 
electrosurgery, I think you testified that you had a 
couple of patents that had issued to you. I think you 
said five? 

124 A. Five total, two in electrosurgery. 

125 Q. And in connection with the patents that you have 
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infringes the patents; correct? 
! A. Yes, the accused products. Yes. 
Q. Fair enough. And in terms of the use of that, you 
were being assisted in your use by a laboratory manager, 
correct? 
A. Yes. 

Q. There was somebody from there from Smith & Nephew 
who was assisting you with the setup of the experiment 
and the operation of the devices; correct? 
A. That's correct 

Q. And you had a chance to use, at a very minimum, the 
Saphyre; correct? 

A. I used all three products, but I did use the Saphyre. 
Q. And when did you these tests, there were recordings 
made of what was going on inside of this cadaver shoulder 
where the experiments were taking place; right? 
A. That's correct 

Q. And that was done through some sort of a scope; 

correct? 

A. Well- 

Q. There was a little video camera? 

A Yes. There was a little video camera that was 

attached to the scope and that did the recording. 

Q When you did the recordings, those were actually 

permanently recorded onto a CD; correct? 
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1 been involved in writing, I take it it's true that when 

2 you were writing those patents, you would say what you 

3 believe to be a preferred way of practicing the inventions 

4 that you had come up with, right? 

5 A. That's correct 

6 Q. And did you that so that could give some guidance 

7 to people who were reading the patent once the patent 

8 expired how to duplicate the device; right? 

9 A. Right 

10 Q. And it's your expectation, isn't it, that a person 

11 of skill in the art in looking at a patent would look at 

12 what the patent itself, the preferred ranges, the preferred 

13 materials, the preferred voltages and the rest to try to 
[ 1 4 figure out how to practice the invention; correct? 

15 A. I would expect they would use that as their starting 

16 point, yes. 

17 Q. Now, sir, I heard your testimony earlier arid you 

18 had mentioned that you had actually used some of the 

19 accused products at the Smith & Nephew, I think it's called 

20 a bioskiUs lab; is that right? 
A. Yes. 

Q. And where is that? That's in Massachusetts? 
A. Yes, Massachusetts. Mansfield 
Q. And you went out to that facility and had a chance 
to use the accused - the products, the use of which use 
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A. Yes. 

Q. And you ended up saving that data and producing it 
in connection with this case; correct? 
A. Yes. 

. Q. And in forming your opinion about how the devices 
work, you actually considered that information in 
determining whether or not there was or wasn't 
infringement by the accused products; right? 
A. Yes. 

MR. BCBROW: May I approach, your Honor? 
THE COURT: Yes, you may . 
BY MR. BOBROW: 

Q. I'm simply showing you, and I know you can't lode 
inside of a CD, so I apologize in advance, but there was 
a CD that was produced to us with this production number 
SN10765. it's since been labeled PX-104 and it was 
represented to us that this was a set of recordings of ♦ 
some of the work that you did on the cadaver. I'll simply 
have to make that representation to you because I obviously 
can't show it to you unless we put it up on the screen. 

MR. BOBROW: I would move this CD into evidence. 

MR. MARSDEN: Your Honor, we'll object to its 
being moved into evidence. If he intends to use it for 
impeachment, that is one matter, but it's not appropriate 
to move into evidence with our expert witness. 
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I THE COURT: Well, I'm not sure about that, but 
j 2 the problem is we don't generally -- this is, the exhibit 

3 is a test that the witness performed? 

4 MR. BOBROW: That's correct. 

I 5 THE COURT: I guess my problem is if this 

6 witness isn't the kind of witness who typically uses these 
J 7 products, I'm not sure what the relevance is or if the 

8 relevance is not waived by prejudice - without knowing 
I 9 what this is, I'm not sure what why it should come in. 
10 Maybe we should have a sidebar. 
11 

1 1 2 (Sidebar conference, out of the hearing of the 

1 13 jury, as follows.) 

14 MR. BOBROW: This is a videotape that this 
JlS witness took so that he could understand how the devices 

16 operate. And it records that He was being assisted by 
[17 somebody from Smith & Nephew at the time and so, given 

18 that, what I would like to be able to show just one clip 

119 that he used to show how he used the device and how he 

120 operated it and how the device functioned inside of the 

121 tissue. 

122 Now, Dr. Choti was allowed on his direct 

123 examination to show tapes of the ones that he actually 

124 prepared He is not an arthroscopic surgeon either, but 
|25 what it does, it gives the jury a good sense of what the 
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1 courtroom when it was played, but apparently he did play 

2 some tapes of tests. 

3 MS. MacFERRlN: He did not play any on direct, 

4 but on cross played the tape of the experirnent. 

5 MR. BOBROW: There was a Control RF experiment 

6 from Dr. Choti that your Honor allowed to be played on 

7 cross-examination to show how the Control RF device 

8 interfaced with the tissue, its relationship to the 

9 tissue was, and this is an identical situation except 

10 it's this witness and a different product 

1 1 THE COURT: And whose witness was Dr. Choti? 

12 I can't even remember. 

13 MR. BOBROW: Dr. Choti was an expert for Smith & 

14 Nephew. 

1 5 MR. MARSDEN: So apparently on cross there, 

16 they used one of his clips. 

17 MR. BOBROW: That's right 

18 MR. MARSDEN: I don't know that that makes it 

19 right to do it again. I don't think it's particularly 

20 helpful, particularly if you have a selected clip. There 

21 is a lot of other clips. 

22 ' MR. BOBROW: I apologize. 

23 MR. MARSDEN: The jury has seen it in use or 

24 in sales videos, which is an important consideration for 

25 whether there is infringement. That's how we tell doctors 
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I 1 shoulder space is like and how the devices fit inside the 
j 2 shoulder. 

3 THE COURT: Well, is this for - 1 can't 
J 4 remember whether those were introduced. What is the 
J 5 relevance? Illuminate me here. 
16 MR BOBROW: what I want to try to show, the 
1 7 devices can be used and are designed in a way such that 
j 8 the return electrode doesn't need to be contacting the 
j 9 tissue while it's inside the patient's body. So here I 
j 10 want to show one clip where there are times when it's 

111 not in contact and essentially he was able to observe 

112 there are times when it was not in contact. 

|13 THE COURT: idi me something. All the clips 

J 14 we've seen for purposes of infringement, were those actual 

j 15 surgeries or were those just people playing with them? 

16 MR. BOBROW: Well, we have seen two types. We 
Il7 saw Dr. Choti, and that was inside of a cadaver. And then 
j 1 8 we've also seen some that were actually on live patients 
119 where there was blood present So that was either on an 
|20 animal or that was on a human being, hut something where 
121 blood was flowing. There is no blood flowing here. 

22 the COURT: Let's hear about Dr. Choti 's clips, 
i^j ika/<iu2c i can i icmgniDer wnicn ones mose are. . 4 
|24 MR, marsdek: Your Honor, I was trying to get ; 
J25 assistance on that myself. I'm not sure that I was in the : 
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1 how it should be used. That's how we tell salespeople to 

2 show doctors how it should be used. And that would be the 

3 relevance. 

4 MR. BOBROW: if I may make one more comment.. 

5 Dr. Choti testified that, on his direct 

6 examination, the shoulder, the cadaver was actually very 

7 much akin to a living shoulder. In other Words, that it 

8 hasn't been obliterated, that it hasn't been damaged, but 

9 it was very much like a regular human shoulder. So I'd 

10 like to show this to show indeed there are lots of spaces 

11 in the shoulder where there are lots of room and that a 

12 surgeon can manipulate the device in a way and a person 

13 can manipulate the person in a way such that the return 

14 doesn't contact 

15 MR. MARSDEN: Your Honor, if they wanted to 

16 do that, they could have had their expert do the experiment 

1 7 MR. BOBROW: No. We tried to have our expert 4 

1 8 look at these tapes and testify about that, but that was 

19 precluded. 

20 MR. JOHNSTON: Your Honor? 

l\ THE COURT: it's precluded by whom? 

12 MR. BOBROW: By your Honor. Yes, you ruled 

23 that since it wasn't in his expert report, be couldn't 

14 talk about that So I'd like to have the person who 

15 actually generated this tape talk about it. 
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THE COURT: So you were saying Dr. Choti 
couldn't talk about it? 

MR. BOBROW: No, Dr. Goldberg. I'm sorry. 
There are too many witnesses. Dr. Goldberg couldn't talk 
about it. Couldn't talk about Dr. Choti 's or Dr. Taylor's. 
Td like to ask Dr. Taylor about Dr. Taylor's video. 
MR. JOHNSTON: Tom Johnston. 
There is one other difference. They did not 
do the test on the same shoulder because they're done 
weeks apart, and I believe that Dr. Taylor's shoulder had 
been scoped several times. Not as representative as Dr. 
Choti 's. 

THE COURT: Was there any objection to Dr. 
Choti 's being used? Like there is now? 

MR BOBROW: No, there wasn't It was 
J 16 admitted into evidence without objection. 
17 THE COURT: Well, I guess if I didn't rule on 

118 this issue before, my reaction to this issue is that this 

119 is an engineer playing with a dead body and it can't 

20 possibly be used for purposes of infringement I mean I 

21 just think it's not appropriate. So the objection is 

122 sustained. 

123 MR. MARS DEN: Thank you, your Honor. 
24 MR. BOBROW: Thank you, your Honor. 
1 25 (End of sidebar conference.) 
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Q. And you have seen this document before, haven't you? 
A. I think I have seen parts of it. 
Q. Okay. And if you turn to Page 0RA650?6, you can see 
that this page talks about S&N ablation probes. 

Do you see that? 
A. Yes. 

Q. One of those probes is the Saphyre bipolar ablation 
probe; correct? 
A. Yes. 

Q. And S&N stands for Smith & Nephew; right? 
A. Yes. 

Q. And if you go a little bit further into the document, 
at ORA65090, there is a document there called Managing 
Surgeon Expectations. 

Do you see that? 
A. Yes. 

Q. And this is talking about Saphyre suction probes- 
right? 

A. Just let me read it for a second. 
Yes. 

Q. And the Saphyre suction probes are designed so that, 
for example, they will clear bubbles that are generated 
when the devices are used in these arthroscopic surgeries; 
correct? 
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MR. BOBROW: Ladies and gentlemen, I apologize 
for the delay. 

Why don't we move on to another exhibit? 
May I approach, your Honor? 
THE COURT: Yes, you may. 
BY MR. BOBROW: 

Q. Let me show you PX-324. PX-324 is already in 
evidence, sir. 
A. Okay. 

Q. And PX-324 is called Competitive Selling, ArthroCare 
with the name Rob Griffin. 

Do you see that? 
A. Yes. 
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A. Bubbles and other debris, yes. 
Q. But including bubbles; right? 
A. Including bubbles, yes. 

Q. The second bullet point here says, quote, During 
use keep the electrode level with the target tissue for 
optimal evacuation of bubbles. 

Do you see that? 
A. Yes. 

Q. And when it says level there, that Saphyre probe 
actually has a flat active electrode face; correct? 
A. Yes, it does. 

Q. And it says - what I am pointing to here with my 

finger to PX-544, this is the active electrode tip; right? 

A. Yes, it is. 

Q. Way down here? 

A. Yes. 

Q. And that would then be presented to the tissue such 

as this; correct? It says to hold it flat; right? 

A. That's what I would infer, yes. 

Q. And you have inspected these probes before; correct? 

A. Oh, yes. 

Q. And when you look at these probes, you can see that 
the return electrode is actually recessed somewhat from 
the plane of the face of the active electrode; right? 
A. Slightly, yes. 
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1 Q. So if I were to hold this active electrode on that 

2 desk, that glass-top desk right there, and I held that 

3 active electrode flat, parallel to the desk, the return 

4 electrode wouldn't touch it, would it? 

5 A. No, it wouldn't 

6 Q. Because it's recessed somewhat; correct? 

7 A. I am presuming you are holding the probe, the shaft, 

8 parallel. 

9 Q. That's right. 

10 A. Okay. 

1 1 Q. Now, if you take a look, also, at Page ORA65095, 

12 again, it's talking about managing surgeon expectations. 

13 And what is depicted there is the tip of one of these 

14 Saphyre probes; correct? 

15 A. Yes. 

16 Q. And you can see there that the very tip of the probe 

17 bends down at sort of a right angle so that the — where 

18 those little lightning bolts and bubbles are, that is the 

19 active electrode face; right? 

20 A. Yes. 

21 Q. And here, the active electrode face is shown being 

22 parallel to the tip; right? That is what is being 

23 depicted there? 

24 A. Yes. 

25 Q. And the return electrode, as we are looking at this 
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figure, would be off and to the left; correct? 
A. Yes. 

Q. That is where the return electrodes would be? 
A. Yes. 

Q. And you can see here, blown up somewhat, that, 
indeed, the return electrode in that portion of the shaft 
is recessed from the tissue that the active electrode 
8 faces, touching there; right? 

A. In this cross-section, that's correct, yes. 
Q. And there is an arrow pointing to the very tip of 
1 the device, and the very tip of the device has those two 
points, do you see them, on the left and the right? 
A Yes. 

Q. And that's intended to depict that the active 

15 electrode tip is in contact with the tissue, right, at 

16 those tips? 

17 A. Well, if you actually take a look at the Saphyre 

18 active electrode, it's got four little points that stick 

19 up. 1 think that's what that is depicting. 
Q. So those two little sharp points on either side, 
those are in contact there with the tissue; right? 
A Yes. 

Q. And then near the face of the active electrode, or 
it looks like it's little lightning bolts and some bubbles; 
right? 
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1 A. That's correct. 

2 Q. In describing that it says, quote, Tight seal between 

3 probe and tissue causes steam bubbles to form under 

4 electrode which allows an arc to be created and ablation 

5 to occur. 

6 Do you see that? 

7 A. Yes. 

8 Q. And do you understand that that is, indeed, how the 

9 Saphyre bipolar ablation probes work when they are in 

10 operation? 

11 A. I think the answer to your question is yes. They 

1 2 sort of omit the step that you got to apply energy to it 

13 to get to the arc and so forth. But I think the idea is 

14 it forms a steam layer and eventually an arc is generated 

1 5 and that ablates the tissue. 

16 Q. Now, all of these devices that have been accused of 

1 7 infringement, all of them require an electrically 

18 conductive fluid to work; right? 

19 A. Yes. 

20 Q. And you did some tests, didn't you, when you were 

21 working on and looking at these various devices; right? 

22 A. Are you talking about the experiments with the 

23 cadaver shoulder? 

24 Q. Those and others; right? 

25 A. Those are the best tests that I did, yes. 
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1 Q. You also did some tests in distilled water, didn't 

2 you? 

3 A. Yes. 

4 Q. And distilled water is not an electrically conductive 

5 fluid, is it? 

6 A. No. 

7 Q. And you tested the Saphyre device, for example, in 

8 distilled water, didn't you? 

9 A. Yes. 

10 Q. And it didn't work, did it? 

11 A. No, it did not 

12 Q. And you tried it in, you tried to use the Control 

13 RF- 

14 A. Can I make just one comment? 

15 Even though I know I said distilled water, it 

16 could also have been deionized distilled water. That is 

17 a little different than regular distilled water. * 

18 Nonetheless, it didn't work. 

19 Q. And both of those, deionized or distilled, they are 

20 both electrically nonconductive, they would be categorized 

21 as such in this field; correct? 

22 A. Yes. 

23 Q. And when you put the Control RF in this 

24 nonconductive fluid, it also didn't work, did it? 

25 A, That's correct 
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Q. So these devices, to work, require the presence of 
an electrically conductive fluid; right? 
A. Yes. 

Q. And all of these devices work by creating a current 
flow path between the active and the return through an 
electrically conductive fluid; right? 
A. And the tissue. 

Q. And when these devices are used by doctors, they are 
always used with an electrically conductive fluid; correct? 
A. Yes. The instructions for use specifically say that 
Q. And in terms of arthroscopic procedures, those are 
the procedures these devices are designed for; right? 
A. Correct. 

Q. When those procedures are done, there is always 
electrically conductive fluid inside the joint space; 
correct? 
A. Yes. 

Q. And these devices are used in that electrically 
conductive fluid; right? 
A. Yes. 

Q. And they need that electrically conductive fluid in 
order to work and treat the tissue inside of those joint 
spaces; right? 
A. Yes. 

Q. And if you didn't have the fluid in there, the 
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1 electrically conductive fluid in there, that was 

2 administered to the knee or the shoulder, the devices 
wouldn 't work, would they? 
A. Well, in the case of the RF portion it does, 
because you are talking about whether or not other 
devices - 
Q. Right? 

A. In the case of other devices, when activated, it 
would work, you certainly would have electrically 
conductive fluid in the joint space, since arthroscopy is 

11 always used with electrically conductive fluid, you would 

12 need that 

13 Q. Even in the case of the ElectroBiade, you heard Ms. 

14 Drucker testify yesterday that the most popular mode of 

15 this operation of this ElectroBiade device is the 

16 simultaneous cutting and coag mode; right? 

17 A. That's correct 
Q- By simultaneous cutting and coag, that means that 
the rf is on; correct? 
A. Yes. 

Are we finished with this so I can put it away? 
Q. Yes, Dr. Taylor. 

Dr. Taylor, I believe that I finished my line 

24 of questions and I appreciate your time. Thank you. 

25 THE WITNESS: Thank VOU. 
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THE COURT: Redirect. 

REDIRECT EXAMINATION 
BY MR. MARSDEN: 
Q. Good afternoon, Dr. Taylor. 
A. Good afternoon. 

Q. Just a few questions. First of all, was there 
anything in Mr. Bobrow's questioning of you here on cross 
that has caused you to change or reconsider any of the 
opinions that you offered during your direct testimony? 
A. No. 

Q. Just to follow up on one of the last points that Mr. 
Bobrow made about holding the device level, I guess we 
could take any of these devices and hold them level, I 
think you talked about it in reference, for example, to 
a desktop. 

Do you remember that question? 
A. Yes. 

Q. Is there any part of the inside of a joint that 
looks like the top of a desktop? 
A. Not to my knowledge. 

Q. Does it make sense to talk about keeping something 
parallel in the context of a joint? 
A. No. 

Q. I wanted to return to a couple of other points that 
Mr: Bobrow raised just briefly. First, he talked a little 
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bit about the Doss patent 

Do you recall that? 
A. Yes. 

Q- In particular, he was asking you about the two 
electrodes in the Doss patent? 
A. Right 

Q. Do you remember that? 
A. Yes. 

Q. I think the point of his question was, he was trying 

10 to suggest to you there may not be a return electrode in 

11 the Doss paten t 

12 Did you understand that? 

13 A. I think that was the line of reasoning, yes. 

14 Q. Did the Court give us a definition of return 

15 electrode? 

16 A. Yes. 

17 MR. MARSDEN: Can we pull up, please, 675, * 

18 Gary? If you could go to Paragraph 9, please... And blow 

19 up Paragraph 9, please. 

20 BY MR. MARSDEN: 
Q. Did you use the Court's definition of return electrode 
in determining whether or not the Doss reference had a 
return electrode? 
A. Yes. 

Q. And what is the critical element of the Court's 
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1 definition of whether or not something constitutes a return 

2 electrode? 

A. The critical element is an electrode having a larger 
area of contact than an active electrode, thus affording a 
lower current density. 

Q. And when you reviewed the Doss patent, did you find 
such an electrode? 

8 A. Yes. The outer electrode is -just look at the 

9 geometry - 
MR. MARSDEN: Can we pull up DDTX-458 again, 

111 Gary? 

112 BY MR. MARSDEN: 
Q. That is the Doss reference. Does that help answer 

J 14 the question? 

115 A. Yes. In this geometry, the structure that is in 
J 16 yellow, cross-hatched yellow is the return electrode. And 
117 if you look at the sort of bottom-end view here, the 

18 active electrode is in red. The return electrode is there. 

19 And just on the basis of plane geometry if you assume both 

20 electrodes have the same thickness, the outer electrode 
121 will have more surface area. 

22 Q And does that outer electrode meet the Court's 

123 definition of a return electrode? 

j24 A I believe it does, 

25 Q. Turning to another subject, Mr. Bobrow asked you 
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error or correcting that error that changes any of your 
opinions that you have offered here today? 
A. No. 

Q. Moving to another topic, Mr. Bobrow spent some time 
with you in connection with the Slager reference, talking 
about the fact that this was done in a dish with tissue 
that had been taken from an aorta. 

Do you recall that? 
A Yes. 

Q. Were you here when Mr. Eggers testified — I guess 
it was at the end of last week - about how he reduced his 
invention to practice? 

13 A. Yes, I was. 

14 Q. How did he do it? 

15 A He did it in, I don U know whether he used a chicken, 

16 but he did it in a Petri dish or dish. I don't think he 

17 said Petri, but in a dish. 
Q. That was the same invention that you were talking 

19 about five minutes ago? 

20 A. Same methodology, basically using tissue in vitro. 

21 Q. The last topic, Dr. Taylor. You were asked early on 
in your cross-examination a lot of questions about the 
Roos reference and electrically conductive fluid. 

Do you recall that? 
A Yes. 
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1 some questions about a correction you made during your 

2 deposition. 
Do you recall that? 

A Yes. 

Q. When you realized you had made a mistake at your 
deposition, what did you think was the right thing to do? 
A Well, based on the instructions I got - my 

8 understanding was I can correct grammatical errors, I 

9 could correct typos. Bui I couldn't correct my deposition 

1 10 until I got to trial. 

111 Q. There was another question that dealt with a lunch 
|12 break and realizing over the lunch break that you had 
J13 made an error in some of your earlier testimony. 
[14 Do you recall mat? 
15 A Yes. 

116 Q. When you realized that and you went into the 

17 deposition after the lunch break, what did you think was 

18 the right thing to dp? 

J 19 A Basically, we told Mr. Bobrow about the error. 
|20 Q. Did you answer all of Mr. Bobrow's questions about 
J21 the error? 
22 A Yes,Idid 

123 Q. Did you answer them here again in court today? 

124 A Yes, 

|25 Q. Is there anything about that error or changing that 
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1 Q. You were asked a bunch of questions about another 

2 patent to Mr. Roos, the '667 patent. 
Do you recall that? 

A. Yes. 

Q. You knew about the Roos 1 667 patent, didn't you? 
A Yes, I did. 

Q- You considered it before you rendered your opinions 

8 here today? 

9 A Yes, I did. 

10 Q. Was there anything in the '667 patent that caused you 

11 to reconsider whether or not the teachings of the Roos r 198 

12 patent anticipate the '536 patent? 

13 A No, there isn't 

14 Q. Is there anything that Mr. Bobrow brought out during 

15 your cross-examination that has caused you to reconsider 

16 that? 

17 A. No. * 

18 Q. Has the Court defined the term electrically conductive 

19 fluid for us? 
[20 A Yes. 

21 MR. MARSDEN: Can we pull up DX-675? 

22 BY MR. MARSDEN: 

'23 Q. This time look at Paragraph 5. The Court has 
24 defined electrically conductive fluid to mean any fluid 
|25 that facilitates the passage of electrical current; 
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connect? 

A. That's correct. 

Q. And did you use that definition in rendering your 
opinions here today? 
A. Yes. 

Q. Did you find electrically conductive fluid as defined 
by the Court in the Roos '198 patent? 

A. Yes. 

MR. MARSDEN: Can we call up DDTX-444 again, 

please? 

BY MR. MARSDEN: 

Q. I think Mr. Bobrow asked you, in fact, about Claim 1 
of the 1 1 98 patent. Where do you find a fluid that 
facilitates electrical current in the '198, Claim 1? 
A. If you look in the language of Claim 1, the last 

1 6 couple of lines, with liquid to provide electrical 

1 7 conductance between said electrodes. 
Q. Do you believe that is consistent with the Court's 
construction? 
A. 1 believe it is. 

Q. We also saw this during Mr. Sparks' demonstration of 
the equipment earlier today. You understood that this was 

23 the electrically conductive fluid that was used in the 

24 typical procedure? 

25 A. Yes, I presume that's normal saline or lactated 



1 

2 
3 
4 
5 
6 
7 
8 
9 
10 
11 
12 
13 
14 
15 



18 
19 



Thursday, May 8, 200? 

Page 1463 
THE COURT: Ladies and gentlemen, we will 
recess for the evening. You will be getting the case 
tomorrow at some point during the day. I will remind 
you that during the evening recess you are not to talk 
among yourselves or with anyone else, nor are you to 
listen to anything touching on the case. Do not perform 
any independent investigation. 

Have a safe trip home, a pleasant evening. 
And we will see you tomorrow morning at 9:30. 

(At this point the jury then left the 
courtroom, and the following occurred without the presence 
of the jury.) 

THE COURT; Leave E-mail addresses with John 
here so that we can E-mail you our verdict form and final 
proposed jury instructions. 

We are going to have to meet tomorrow morning. 
I have an 8:30 hearing, but it shouldn't take more than a 
few minutes. Why don't you get here about 8:45, so we can 
be sure to be ready to go at 9:30. 
Thank you, counsel. 

(Court recessed at 3:00 pjn., to reconvene on 
Friday, May 9, 2003, at 8 :45 a jn.) 
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Ringer's. 

MR. MARSDEN: May I approach, your Honor? 
THE COURT: Yes. 
BY MR. MARSDEN: 

Q. Let me hand that up. I would ask you to look at the 
labeling on the top. Can you tell me how it describes 
that fluid? 

A. Well, it says .9 percent sodium chloride irrigation. 
Q. It says irrigation? 
A. Irrigation. 

Q. So it's calling that an irrigation fluid? 
A. That's correct 

Q. Does it use the term electrically conducting fluid? 

14 A. I don't see that anywhere on this label 

15 Q. Does the fact that it calls it irrigation fluid make 

16 it not electrically conductive fluid? 
A. No. 

Q. That fluid, is that electrically conductive fluid? 
A. Yes. 

MR. MARSDEN: No further questions. 
THE COURT: All right. You may step down. 

22 Thank you very much. 

23 THE WITNESS: Thank you, ma'am. 

24 (Witness excused) 

25 
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